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PROTECTION OF TRADEMARKS ABROAD‘* 


By Norman St. Landau** 


This article is intended to point out succinctly some of the 
problems that the United States practitioner not versed in foreign 
practice may have to consider. Specific laws and specific manuals 
involving practice in various countries abroad, as well as many 
articles, have been presented frequently by others.’ There are, 
however, a number of points in connection with protection of in- 
dustrial property abroad which cannot be overemphasized, but 
which are outlined briefly herein. 


Timing 


Timing is most important in protection abroad of industrial 


property, including both patents and trademarks. In fact, such 
timing is usually even more important abroad than it is in the 
United States. 


The need for early protection abroad cannot be overstressed. 
Foreign trademark rights are often based entirely on registration.’ 
Should there be a delay in applying for registration it may either 
run afoul of many “trademark pirates” abroad who read United 
States technical articles* and advertisements in order to obtain 
“ideas” as to good trademarks to register and then graciously 
offer to surrender their rights upon payment by the applicant of 


+ 800.4—OTHER STATUTES—FOREIGN LAW. 

* This is a revised version of the Cleveland-Marshall Law Review article of 
January, 1960. 

** Member of Board of Directors of The United States Trademark Association; 
member of Executive Committee of AIPPI; Past President of New Jersey Patent Law 
Association; associated with Johnson & Johnson of New Brunswick, N. J., as Assistant 
Secretary and International Counsel; Secretary of the National Council of Patent Law 
Associations, 

1. Examples of some leading manuals: Moses, TRADEMARK PRACTICE AT THE 
PATENT OFFICE (1946); Fox, THE CANADIAN LAW oF TRADE Marks (2 vls., 1956) ; 
VENKATESWARAN, THE TRADEMARKS ACT 1940 (1945); and the monumental German 
treatise: TRANSPATENT (1949-to-date). 

2. Beecher, Law and Practice of Defenswe Marks in Germany, 48 TMR 797 
(1958). 

3. Even the names of U. S. ballistic missiles are “protected” abroad by certain 
international businessmen as soon as they become published. 
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thousands of dollars, or it may face a bona fide conflict with 
another who happened to apply for earlier registration of a sim- 
ilar trademark. In the event your trademark is used in countries 
having British-type trademark laws, keep in mind also that a 
license or “user” for a trademark that was not first registered, 
and which user was not also registered with them, may invalidate 
your trademark rights. Early action, accordingly, is indicated. 


Where Should Protection Be Sought? 


This is largely a question of the amount of money available 
for a particular project and depends also on the amount that you 
may hope to earn in the individual country for which you con- 
sider protection. United States protection constitutes a unique 
bargain in granting you, for relatively little money, protection in 
a market of 170 million buying consumers. Unfortunately, there 
is no area outside the United States that provides such a bargain. 
Abroad you often find that only a fraction of the population (and 
it may be a very small fraction like one-tenth, or even one- 
hundredth) are economically in a position to buy from you. More- 
over, initial quotations by foreign associates as to the cost of 
protection of a particular trademark in any given country may 
only cover initial expenses. The ultimate expense increases with 
translation charges, costs of fighting opposition and cancellation 
proceedings, and of renewals, the total of which often greatly 
exceeds the initial filing costs. 

Some basic rules to follow in selection of countries are: 


1) Do not make the selection until it is necessary, which may 
be immediately in the case of items that are on the market or 
being publicized in the United States or elsewhere in the world, 
but might be considerably later if the item is not sold or pub- 
licized anywhere. 


2) Attempt to determine the true market potentials from 
others acquainted with similar lines of products in the countries 
under consideration. 


3) In the event the item involved is not known or publicized 
anywhere, be prepared to forego convention priority rather than 
sow your seeds to the wind. 


Consider first those countries in which your main markets 
are present, and whether these are importing or producing coun- 


Ee 
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tries. Protection of the trademark should first be sought in those 
countries where rights are based upon registration. Deferment 
of registration in other countries is often proper, provided that 
your trademark is actually used there. However, even the so-called 
“user” countries provide little or no protection if the trademark 
is neither used nor registered in such countries. Some Common 
Law countries such as England and Canada give you some tac- 
tical protection based on early filing in the absence of registra- 
tion or immediate use. (You have a six months period after 
allowance of your trademark registration within which to first 
use or advertise in Canada). 


International Planning 


Above all, and particularly when you are dealing with a series 
of trademarks related to each other, advance planning and sound 
programming are essentials for best results. Careful considera- 
tion should be given to countries presenting large markets in 
terms of actual consumption of items related to the trademark, 
or providing active bases for competition with the product of the 
trademark. Many companies have discovered that protection in 
areas in which there are no concrete means of profiting from the 
protection, resulted only in expense and no profit. With few 
exceptions, definite ideas should be formulated for exploiting 
trademarks abroad. When embarking upon a venture avoid throw- 
ing good money after bad. As soon as it is discovered that the 
plans are unlikely to develop into profits, further expense should 
then be avoided. 

In connection with pharmaceutical and chemical protection 
particularly, it should be considered that some countries abroad 
give only second class protection to pharmaceutical trademarks. 
Many Latin and some other countries, however, require trademark 
applications or completed registration of trademarks for pharma- 
ceuticals, cosmetics and foods before permitting manufacture or 
importation of the products. 

Emergence of the Common Market areas makes it necessary 
to consider protection in groups of countries rather than in indi- 
vidual countries. In this connection your European subsidiary 
may qualify for protection of your trademark by one registration 
in some twenty countries, including Austria, Belgium, Egypt, 
France, Germany (both parts), Holland, Italy, Liechtenstein, 
Luxembourg, Portugal, Spain, Switzerland, and even some Iron 
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Curtain countries. The Scandinavian countries and the United 
States, unfortunately, do not qualify. 


Prosecuting Applications Abroad 


Trademark attorneys outside the United States usually work 
directly with local trademark attorneys or agents in other coun- 
tries, while many United States attorneys work through firms of 
international patent and trademark attorneys or agents. What- 
ever the preferred method of prosecution, it will be found im- 
portant to follow the international prosecution closely. In many 
foreign countries the list of goods in a trademark application is 
relatively more important than in the United States. United States 
legal opinion is divided as to whether what is said or done in the 
course of foreign prosecution may harm the United States case.‘ 
A foreign attorney or foreign or international agent, lacking in 
aid and specific instructions may, in an effort to obtain “pro- 
tection” at all cost or as inexpensively as possible, improperly 
disclaim or otherwise tend to injure the protection sought. He 
may agree to limit the use or to grant to another a right to which 
you would normally object.° A disclaimer in a country having 
but 1,000 potential users of the product may present risks to the 
protection obtained in the United States and to worldwide pro- 
tection in much larger markets, and thus prove to be a high 
price to pay for relatively little protection. In connection with 
valuable trademarks, it is often important for security to have 
at least the list of goods independently re-translated into English. 
I recall one case where the foreign attorneys translated such a 
list which made a document which was in reality no instrument 
into a legal instrument, and thereafter encountered substantial 
difficulties in attempting to correct this error after the United 
States attorney discovered the error. 


Regardless of how reputable and reliable the foreign attorney 
may be, it is important for the domestic attorney to know all of 
the steps being taken abroad. Bear in mind also that exam- 
ination abroad is often more thorough than in the United States, 
particularly, for example, examination in Holland. You should 


4. Brown, Effect of the European Common Market on Trade Marks, 49 TMR 515 
(1959). 

5. Landau, Contested Proceedings in Europe, 48 TMR 549; Pearson, Trademark 
Oppositions in the Countries of Latin America, 48 TMR 554; Waters, Trademark 
Opposition in the Far East, Asia, Near East and Africa, 48 TMR 560. 
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know what references were cited against the foreign applicant, 
because the best art may often be the art cited abroad. 


Contested Proceedings 


Opposition and cancellation abroad is much more frequent 
than in the United States,*® particularly in Western Germany where 
some companies are reputed to oppose nearly every case orig- 
inating with a competitor and where trademark applications 
facing ten or more oppositions are not unusual. The object of 
opposition proceeding is often to compel negotiations with the 
opposers. 

In some instances, opposition proceedings abroad are worth- 
while and failure to take advantage of them may prejudice the 
client.’ The German and Swiss practitioners particularly are 
accustomed to exact agreements that their clients’ future trade- 
marks either in Germany or elsewhere in the world will not be 
prejudiced because of their withholding objections to your trade- 
mark. Unless similar assurances are obtained when the German 
or Swiss attorney is trying to register his client’s trademark, you 
may find that his client will take advantage of your failure to 
object by taking action against the slightest variation or extension 
of your trademark. 

Broadly speaking, however, in contested proceedings and 
litigations abroad one should be mindful of the fact that the 
individual markets involved in any litigation are normally so 
much smaller than the United States market that the possible 
advantages of litigation are much smaller than in the United 
States, yet the costs of such litigation do not proportionately 
diminish. 


After Protection Abroad Is Obtained 


Trademark registrations abroad, once they are obtained, are 
in many cases considerably stronger than the corresponding 
United States registrations, and provide at times very potent 
weapons. The main thing to watch, particularly in British coun- 
tries, is to be sure that licensees are formally registered through 
so-called registered users. Here is another instance where close 


6. Federico, Opposition and Revocation Proceedings in Patent Cases, Senate Com- 
mittee Study No. 4, pursuant to 8. Resolution 167, 84th Cong., 2d Sess. (1957). 

7. Barton, Graham, Landau & Waters at a panel discussion of the N. J. Patent 
Law Association (1957). 
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cooperation between client and attorney is essential. Unless the 
attorney is aware of the fact that the client’s local subsidiary is 
manufacturing in a given British country or has found a manu- 
facturing licensee, such attorney will not be in a position to 
proceed with the registered user in protecting his client’s rights. 


Trademark Registration and Maintenance Systems 


This subject was discussed in the United States Trademark 
Association’s treatise TRADEMARK ManaGEMENT. Stimulated by 
this discussion and by work done in this field by leading 
trademark owners, substantial progress has since been made in 
this field. The writer of this article, for instance, bases instruc- 
tions to his foreign attorney associates and to the affiliates of 
his company, as well as the basic trademark record of the com- 
pany, all on one and the same form and its carbons, copy of 
which is show herein as Form A. When additional information 
is sought, copies of the form are run off mechanically. 

Renewal policies become relatively easy to administer when 
the main facts pertinent to the trademark can be reviewed on 
such a form at a glance. Failure particularly to review the goods 
for which a mark is registered at renewal time, and to check for 
duplications of registrations in one and the same country, may 
prove costly. 

Copies of basic Form A are: 


1) Sent to foreign associates to request original registra- 
tion together with Registration Request Form B. 


2) Returned by the attorney upon filing of the application 
after he has entered the additional pertinent data. 


3) Again submitted by the attorney upon registration (with 
still additional data added). 


4) Kept in the company’s record books separately by trade- 
mark, by country and by revival date. 


5) Sent to affiliates attached to Form C, to advise them of 
applications, abandonments and registrations, and possible ap- 
plications, abandonments and registrations. 


6) Sent to those involved to warn them of possible loss of 
rights, e.g., with Form D. 


EE 
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7) Returned to the executives involved to obtain their sug- 
gestions and decisions at renewal time. 


8) Returned to associate attorneys with Form E or Form F 
at renewal time or at the time some change in the mark, e.g., 
an assignment or an amendment, is desired. 


9) If desired, transferred to electronic record systems which, 
in large companies, may save substantial trademark maintenance 
expense (see electronic record Form G). 


Keeping to one basic record simplifies trademark manage- 
ment, reduces clerical expense and avoids the many costly errors 
possible. 


Conclusion 


In conclusion, we again stress that foreign trademarks are 
important assets and can become important liabilities, and that 
they must be watched carefully by all concerned, not only during 
prosecution but even after they have been obtained. 
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FORM “A” 


PLEASE DO NOT FOLD 
Repuy To: 
CABLE: 


ReErFer To: 


We are pleased to advise you of the following trademark 


Country 

Trademark 

Date of First Use 
Application No. 

Application Date 
Registration No. 

Original Registration Date : 
Last Renewal Date 
Expiration Date 

Owner 

Class & Coverage 

Licensee (Registered User) : 
Licensee Recordal Date 
Original Located 

Marking 


Requested By 
Charged To 


Goods: 
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FORM “B” 
OFFICE OF REPLY To: 
GENERAL COUNSEL 
CABLE: 
REFER To: 


Gentlemen : 


Kindly apply immediately for registration of the trademark(s) as 
shown in the attachment(s) in your country. Unless specifically so in- 
structed in the attachment(s), do not apply for more than one class or 
sub-class without first checking with me. 

Your bill in this regard should be prepared in quadruplicate, payable 
by the affiliate that markets this product in your country*, and in the local 
currency of this affiliate. (*The name of this affiliate is indicated under 
“Charge to” on the attachment.) Please be sure, however, to mail this bill, 
as well as all further correspondence and documents, to me for approval 
and further handling. 

So that we may keep our records up-to-date and avoid delays and 
errors that may result from translation here, we would appreciate your 
taking the following steps, in order: 

1. Confirm receipt of this letter immediately by returning to us the 

bottom portion of this letter. 

2. When application has been filed, fill in three (3) copies of the 
enclosed form as completely as possible and promptly return them 
to us with the filing receipt. 

3. Upon registration of the trademark, please complete the remaining 
copy and send it to us with the registration certificate. 


If you have any questions about the above instructions, do not hesi- 
tate to ask us for clarification. 
Thank you for your cooperation in this regard. 


Sincerely yours, 


Attachments and enclosures 


Date 
From: Refer to: 
Your letter of has been received. We shall take the nec- 


essary action and will send you filing particulars promptly. 
The following enclosed documentation is also required in this regard: 


Signed: 
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FORM “C” 


OFFICE OF 
GENERAL COUNSEL 


To AFFILIATE COMPANIES 
OF 
Enclosed herewith is a list bringing you up-to-date on the United 
States trademark registration status since our last letter on this subject. 
We suggest that you select from this list those trademarks for which 
you consider protection desirable in the countries handled by your com- 


pany and notify us which, if any, trademarks you want to register in 
each country involved. 


Along with the request for an application, please indicate the date 
of first use of the trademark in the country concerned, if any. 


Upon receipt of this information, we will proceed to file the necessary 


applications. 
Very truly yours, 
Att: 
FORM “D” 
To 


In certain countries trademarks can be expunged from the Trade Mark 
Register if they have not been in use for several years. 


The trademarks on the attached sheets fall into this category. We 
would, therefore, very much appreciate your checking at your earliest 
convenience to see if these marks have been used in the country concerned. 

If these marks have been used, please notify us of the date of last 
use so that we can docket our records accordingly. If possible, we would 
also appreciate receiving a copy of the invoice or other record involved 
in the last transaction concerning each of the trademarks. 


Thank you for your cooperation in this matter. 


Sincerely yours, 





a 
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FORM “E” 


Reply to: 
Cable: 
Refer to: 
Gentlemen : 


According to our records, the attached registrations in your country are 
due for renewal (or the payment of taxes) during the coming year. At the 
appropriate time we would appreciate your taking the necessary steps in this 
regard. 


Kindly acknowledge receipt of this letter promptly and advise us 
when the requested renewal applications have been filed. Thank you. 


Sincerely yours, 





FORM “F” 
OFFICE OF 
GENERAL COUNSEL 
Reply to: 
Cable: 
Refer to: 


Gentlemen: 
A copy of our record sheet pertaining to a trademark is attached. 


Please take, as promptly as is at all possible, the action indicated on 
this record sheet and confirm to the attention of the writer that you are 
doing so. 


Sincerely yours, 
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THE TRADEMARK TRIAL AND APPEAL BOARD‘* 
By Russell L. Law** 


Undoubtedly 95 per cent of the bar is familiar with the reasons 
why the Trademark Trial and Appeal Board was created. How- 
ever for those few who are not, perhaps the only important state- 
ment as to background is that prior to the creation of the Board, 
in inter partes trademark cases within the Patent Office, the statute 
provided for four proceedings—oppositions, cancellations, inter- 
ferences and concurrent use proceedings. These were briefed and 
argued in the first instance before an Examiner of Trademark 
Interferences. He rendered the first decision within the Patent 


Office. 


The unsuccessful party, of course, then had a right to appeal 
to the Commissioner in person, and, as a practical matter, the 
Commissioner heard and decided the appeal through an Assistant 
Commissioner. 


The expense involved in the fact that two hearings were had 
in the Patent Office, and the time involved were two of the prin- 
cipal factors which led in large part to the creation of the Board. 

I should like first to look at the Board generally as a unit 
of the Patent Office administration. I think it would be interesting 
in this respect to compare it with the activities of a law firm not 
unlike the many law firms that practice in this field. 

At the present time there are four active members of the 
Board. They would correspond to partners in the law firm. In a 
rather little-known development the Board has recently inaugu- 
rated a trainee program. There are at the present time five 
trainees, and these people would correspond to the law clerks 
or the associates in the law firm. So much for the professional side. 





Ep. Note: Although this article and the one that immediately follows are based 
on addresses given on different occasions, the authors coordinated their texts prior to 
publication with a view to making the individual reports more valuable. The above 
article describes the operation of the Board from a practitioner’s viewpoint and the 
article that follows deals with the practice and procedure before the Board. We believe 
these may represent some of the first published comments on the operation of the 
Trademark Trial and Appeal Board, which was established in August of 1958. 

+ 230.2—ErxX PARTE APPEALS—TRADEMARK TRIAL AND APPEAL BOARD. 

300.42—REGISTRATION PROCEDURE (INTER PARTES )—APPEALS—TRADEMARK 
TRIAL AND APPEAL BOARD. 

* Based on an address given before the American Bar Association Trademark 
Symposium held in Washington, D. C. on August 27, 1960. 

** Member of the District of Columbia Bar; Associate Member USTA. 
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On the administrative side, the Board has a clerk and a 
first assistant clerk or deputy clerk, whose duties would corre- 
spond generally to an office manager in a law firm and perhaps 
a bookkeeper. There is a docket clerk for the Board, and it has 
a table of organization which calls for five clerk-typists. This 
is the totality of the Board’s personnel. 

You will realize that as a law firm it is not very large. It 
is, however, quite efficient. With these people, the Board manages 
somehow to stay abreast of the approximately 125 new cases 
that are docketed each and every month. On an average day the 
Board receives about 100 pieces of mail. This is particularly in- 
teresting for the reason that almost every piece of mail requires 
a response of some type, be it only the sending out of the card 
which acknowledges the filing of a record, for example. 

During the nine or ten months of the year during which the 
Board hears cases in oral argument, approximately twenty-five 
to thirty such hearings are scheduled in any one month. Taking 
merit decisions as well as interlocutory matters, there are at least 
fifty written decisions rendered by the Board each month. So 
much for an over-all look at its work. 

Who are the members of the Board? Section 17 of the Act, 
of course, specifies that the Board shall include the Commissioner, 
the Assistant Commissioners, and such other personnel as the Com- 
missioner may designate. The Section also includes a sentence 
to the effect that the Board will hear and decide cases impaneled 
by three members; that is, three of the men must hear and decide 
the case. 

At the time the Board was created, former Assistant Com- 
missioner Leeds was hearing both ex parte and inter partes 
appeals for the Commissioner, and at that time, then in the po- 
sition of Examiners of Trademark Interference, were Mr. Bailey, 
Mr. Leach, Mr. Waldstreicher and Mr. Lefkowitz. These same 
five people constituted the Board when it began its operations 
just about two years ago. 

If I may digress for a moment, I would like to mention 
Mr. Bailey specifically. Any of you who have had trademark 
cases over the past many years certainly know Mr. A. D. (Mike) 
Bailey. It is a sign of his devotion to the job, I believe, that he 
has for so many years listened to all of us argue why one mark 
is not confusingly similar to another; it is a sign of his interest 
in this work that he has postponed his retirement from govern- 
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ment service not once but twice to make sure this Board got off 
the ground. 

Mr. Bailey whose great efforts are known to all is no longer 
a member of the Board. Therefore, at the present time, there are 
four active Board members. Mr. Murrell Leach is the senior 
member of the Board and has been in the trademark business as 
an Examiner of Trademark Interferences and now as a member, 
for more than ten years. 

During Mrs. Leeds’ tenure in office Mr. Harry Waldstreicher 
and Mr. Saul Lefkowitz were both appointed Examiners of Trade- 
mark Interferences, and they, too, now are members of the Board. 

Since the Board was created, one other member has been 
appointed. This is Mr. Dick Shryock, whom many of you know, 
and who for many years was with Mr. John Merchant’s group. 
When he was appointed to the Board, he was Chief of Division 
II in the Trademark Operation. 

The trainee program is quite interesting. The Commissioner 
and those in the Patent Office who were concerned with such things, 
realized that in the event of a sudden need to fill a vacancy, they 
should have someone who has been trained in, or who at least is 
familiar with, the procedures which the Board follows. In pur- 
suance of this thought, five Examiners of Trademarks were re- 
cently named trainees to the Board. These five people act as law 
clerks; effectively; that is what they do. They are not all working 
for the Board at one time, however. 

For periods of ninety days, and depending on the Board’s 
work load, one or two of the trainees will rotate out of John 
Merchant’s group and onto the Board. While there, they will do 
the research, perhaps even draft preliminary views on interlocu- 
tory matters, and all the usual type of work that a law clerk 
would do. 

In discussing the work load of the Board, there are three con- 
venient categories. The first is the administrative side of the job, 
and you might keep in mind that the matters and work discussed 
in this section rarely, if ever, comes to the personal attention of 
any Board member. It is handled administratively and routinely. 
The filing of notices of opposition, petitions to cancel, and hun- 
dreds of stipulations for extensions of time: all these things are 
handled without the personal attention of the Board members. 

The second of the three categories is probably the most dif- 
ficult and doubtlessly the most interesting, and it deals with inter- 
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locutory matters. The Board has at any given time a case load 
of approximately 1,500 cases; divided, of course, into ex parte, 
and, in the vast majority, inter partes cases. Of this latter group, 
the great majority are opposition proceedings. 

At any given time, there may be 300 to 400 oppositions which 
are really being contested as distinguished from the many which 
are held in abeyance on stipulation, or that are in suspense for 
one reason or another. 

With this work load, you can imagine the amount of inter- 
locutory work that goes on. The Board, since its creation, has 
realized the necessity of getting this kind of work out, getting 
it out reasonably promptly, and getting it out with a degree of 
consistency among the members. For these reasons, the Board 
decided among themselves that one of the members, for temporary 
periods of time, would take on this task of ruling on interlocutory 
matters. So, in effect, the activity of the Board in this area is 
not unlike the average district court wherein a motions judge, 
for example, is the man who spends his time on the preliminary 
or interlocutory matters. 

The third and final area is the decision. This is why the 
Board exists. This is why it goes about its work at all: that is, 
to decide for the Commissioner the final question of who wins 
these cases—who prevails. 

In discussing this area, I should like to comment first that in 
the usual ex parte case (perhaps in every ex parte case) and in 
what we might call the run-of-the-mill contested cases, no member 
of the Board is aware of its existence until just prior to the time 
of the hearing, if a hearing is scheduled, or prior to the time the 
case has been picked up if it is submitted on brief without hearing. 

I think this is important. Not too many people realize it fully. 
From this fact I draw the conclusion that an opening statement 
in the oral argument and/or in the brief, certainly both places 
really, is probably one of the most important elements of your 
appearance before the Board. It is the first opportunity to pre- 
sent your case in the light most favorable to the client whom 
you are representing. 

I say that for the simple reason that in a case,—and now I 
am referring only about inter partes cases—in a case in which 
nothing comes up by way of interlocutory matters, everything is 
triggered by mailing dates. The complaint, be it a petition or 
notice of opposition, is filed. It triggers an answer date. Neither 
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party challenges either pleading. The Office automatically sets 
testimony times. The discovery time is running. The parties 
engage in discovery. The rules do not provide that the Board 
be notified of any activity at this time. I think this is another 
misconception. The parties may engage in discovery and not 
advise the Office; they are not obliged to. As a practical matter, 
the parties take their testimony and do not apprise the Office. 
Thus, you come all the way up to the brief time, which of course 
is triggered by the last day of your rebuttal testimony period. 

The briefs come in—the request for oral hearing, all of this 
goes on without any member of the Board knowing about the case. 
It simply is the way it is done, and it is done in this same way 
in most federal courts. That is why I say that the opening state- 
ment, the statement of the case—what kind of a case it is—these 
things are important if you are going to present your case in 
the best possible light. 

It is my understanding that after the oral hearing, or after 
the case is called up in the regular order of business if it is sub- 
mitted on brief, one of the three members who has heard it or 
who is to consider it is designated to write the opinion. He does 
this, submits that with the record of the case to the remaining 
two members of the panel, and if there is agreement among the 
three, the decision becomes that of the Board. If there is a dis- 
sent, a dissent is written. 

In brief and quite generally, that is the way the Board goes 
about its work. Let’s see what it has accomplished in two years. 

Its beginning docket was 1,244 cases. As of June 30 of this 
year, the end of the fiscal year, the Board worked very diligently 
during the period involved and could look with pride at the fact 
that its current case load has gone up to 1,616 cases. There were 
approximately 700 final merit decisions, using the term “final 
merit” distinguishing from rulings on interlocutory matters. 

Of the 700, 236 were in ex parte appeal cases, and I think 
it is a tribute to Mr. Merchant’s operation that in a majority of 
those cases the Board affirmed the Examiner of Trademarks. In 
fact, out of 236 appeals in ex parte cases there were only forty- 
eight overrulings of the earlier decisions by the Examiner of 
Trademarks. One hundred eighty-eight cases were affirmed. 

Now, what have the lawyers done with the Board’s decisions? 
Thus far, 128 Board decisions have been taken to the courts—by 
appeal to the Court of Customs and Patent Appeals, and under 
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Section 146 to the district courts. The vast majority of these 
have been inter partes cases. In fact, 104 of the 128 have been 
inter partes cases, and the vast majority start out, at least, in 
the Court of Customs and Patent Appeals—108 of the 128 were 
taken to the Court of Customs and Patent Appeals. 

Finally, what have the courts done with the Board’s deci- 
sions? As of the present time, I am aware of no published opinion 
by a district court in a Section 146 action. There are several cases 
pending, and some close to decision, but I know of none that has 
been published. 

The Court of Customs and Patent Appeals, however, as of 
this date, has considered fourteen of the Board’s decisions. The 
Court has affirmed the Board eight times and has reversed the 
Board six times. In the cases affirmed, there was one ex parte 
case; in the cases reversed, there was likewise one ex parte case. 

I think there have been about 700 cases decided, but I would 
prefer not to say anything about trends. However, I do have two 
very personal remarks to make—personal observations with which 
you may or may not agree. 

It is my feeling that the Board, when presented with an alto- 
gether routine case on the question of confusing similarity, makes 
up its collective mind that the marks are similar or that there is 
no likelihood of confusion, and says so in a rather brief opinion. 

The second observation relates to a tendency, which I note 
in eases involving points of law, for the Board to do its research 
and incorporate the results of the research in its opinions. It is 
my definite impression that we are seeing more citation of au- 
thority, for good or bad, right or wrong, in the opinions that the 
Board has published. 

The Board is certainly to be congratulated for its fine efforts 
in the first two years of its operation. 
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PLEADING AND PRACTICE IN ADVERSARY PROCEEDINGS 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD'** 


By Saul Lefkowitz** 


The Trademark Trial and Appeal Board hears and decides 
appeals from the ex parte decisions of the Examiner of Trade- 
marks refusing registration, and hears and decides adversary or 
inter partes proceedings. The terms “ex parte” and “inter partes” 
or “adversary” designate, respectively, (a) those proceedings con- 
ducted before the Examiner of Trademarks prior to publication 
of a mark under Section 12(a) of the Act and (b) those instituted 
by the Board, ordinarily only after publication of a mark in the 
Official Gazette under Section 12(a), or after a registration has 
issued. 


The Trademark Act of 1946 provides for four types of ad- 
versary proceedings in the Patent Office; interferences declared 
by the Examiner of Trademarks between applications or appli- 
eations and registrations for conflicting marks; concurrent regis- 
tration proceedings under Section 2(d) of the Act, which are in 
the nature of an interference; oppositions filed under the pro- 
visions of Section 13 of the Act, which provides that any person 
who believes that he would be damaged by the registration of a 
mark may file a notice of opposition thereto within a specified 
period following the publication of the mark in the Official Gazette ; 
and cancellations under Sections 14 and 24, respectively, which 
provide for the cancellation upon applications of persons who may 
be damaged by a registration of a mark registered on the Prin- 
cipal or Supplemental Registers. 


From the time an adversary proceeding is instituted until 
the case is finally disposed of, the Board may be called upon to 
determine various motions and requests brought on behalf of the 
parties. Each member of the Board may be assigned for a limited 
period of time to act on such interlocutory requests and motions, 
and other matters not finally disposing of the case. All motions, 
which, if granted, may constitute a final determination in the pro- 


t 230.2—ex PARTE APPEALS—TRADEMARK TRIAL AND APPEAL BOARD. 
300.42—REGISTRATION PROCEDURE (INTER PARTES )—APPEALS—TRADEMARK 
TRIAL AND APPEAL BOARD. 
* Based on an address given before the Practising Law Institute program entitled 
“Managing and Protecting Trademarks,” on July 18-22. 1960 in New York City. 
** Member of the Trademark Trial and Appeal Board; member of the District 
of Columbia Bar. 
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ceeding, are considered by a panel of three members. Oral hearings 
are not held on motions except on order of the Board.’ 

The interlocutory practice in opposition proceedings, cancella- 
tion proceedings, interference and concurrent use proceedings is 
largely the same. In an opposition proceeding, the issue involves 
applicant’s right of registration and opposer’s claim of damage 
resulting therefrom; in a cancellation proceeding, it is registrant’s 
right to maintain his registration against petitioner’s claim of 
damage resulting therefrom; in an interference, the question essen- 
tially is the respective rights of the parties to registration on the 
applications presented, on the basis of priority of adoption and 
use, although the questions of likelihood of confusion and the 
unregistrability of a mark are always before the Board;’ and in 
a concurrent use proceeding, the question is the right of the party, 
usually a subsequent user, to a concurrent registration with an- 
other applicant, registrant, or user for a particular territorial area. 

The procedure and practice in adversary proceedings before 
the Board are governed by the Rules of Civil Procedure for the 
District Courts of the United States wherever considered ap- 
plicable and appropriate, and if not otherwise provided for by 
the Trademark Rules of the Patent Office. See Rule 2.117. Where 
a party may endeavor to utilize a Civil Procedure Rule, therefore, 
it must first be ascertained whether or not it is otherwise provided 
for by Statute or Trademark Rule, and secondarily, whether or 
not the Civil Procedure Rule in question is applicable and 
appropriate. 

In order to give some idea of the interlocutory practice in 
adversary proceedings before the Board, I will outline possible 
procedure in an opposition and cancellation proceeding from the 
institution thereof to final hearing and determination. 

As previously indicated, Section 13 of the Statute provides 
that any person who believes that he would be damaged by the 
registration of a mark upon the Principal Register may, upon 
payment of the required fee, file a verified notice of opposition 
setting forth the grounds therefor, within thirty days after the 
publication of the mark sought to be registered. A request to 
extend the time for filing a notice of opposition may be filed in 


1. Alfred Dunhill of London, Inc. v. Dunhill Tailored Clothes, Inc., 124 USPQ 343, 
50 TMR 518 (Tm. Bd., 1960). 

2. La Jolla Sportswear Company v. Maskuline Underwear Company, Inc., 114 
USPQ 130, 47 TMR 1292 (Com’r, 1957). 
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the Patent Office before the expiration of such thirty days accom- 
panied by a showing of good cause and the period of extension 
requested. In the event circumstances do not permit submission 
of a showing of good cause with the request, it should be fur- 
nished within ten days after submission of the request. See Rule 
2.102. An unverified notice of opposition may be filed by a duly 
authorized attorney or agent along with the fee within thirty days 
after publication of the mark sought to be registered; but such 
opposition will be null and void unless verified by opposer and 
the verification filed in the Patent Office within thirty days after 
the filing of the unverified notice or within such further time as 
may be fixed by the Commissioner upon request made before the 
expiration of said thirty days. See Rule 2.103.° 

Section 14 contains the only provision by which a person who 
believes he is or will be damaged by the registration of a mark 
on the Principal Register can seek to cancel said registration in 
the Patent Office. Under the provisions of this section, however, 
a petition for cancellation of a principal registration cannot be 
brought after five years from the date of the registration of the 
mark under this Act except under subsection (c) thereof, which 
provides that a person may apply to cancel a registration at any 
time if the registered mark becomes the common descriptive name 
of an article or subject on which a patent has expired, or has been 
abandoned, or its registration was obtained fraudulently,‘ or in 
the case of a certification mark under subsection (d) thereof. 

A notice of opposition or a petition for cancellation corre- 
sponds to the complaint in a civil action, and should state a claim 
upon which relief can be granted. That is to say, it should state 
facts which, if established, would suffice to show that the regis- 
tration or the registration sought would be inconsistent with an 
equal or superior right of opposer or petitioner to use the same 
or a similar mark. Thus, where registration is opposed or can- 
cellation sought on the ground that the mark is merely descriptive 
of applicant’s or registrant’s goods, the pleading must allege facts 
tending to show that opposer or petitioner uses, or is in a posi- 
tion to use, the term descriptively for his own goods. In the case 
of a trademark, prior use of a trade designation for closely related 
goods along with a pleading of likelihood of confusion must be 


3. Camloc Fastener Corporation v. Container Ring Co., Inc., 114 USPQ 39, 47 
TMR 1272 (Com’r, 1957). 

4. Southern California Engineering Co. v. General Ionics Corporation, assignee of 
Ever-Soft Corporation, 126 USPQ 472 (Tm. Bd., 1960). 
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alleged.» When abandonment of a registered trademark is as- 
serted, the pleading must allege not the mere conclusion that the 
mark has been abandoned, but facts, which, if proved, would estab- 
lish abandonment, and that petitioner is using the same or similar 
mark for like or similar goods.° 

A notice of opposition unlike a petition for cancellation may 
not, after the thirty days statutory period, be amended to set 
forth a new ground for relief.’ It may, however, be amended to 
correct obvious clerical errors and/or to clarify portions thereof. 

An opposition and cancellation proceeding is instituted by the 
initial action of the Board in forwarding to defendant a copy of 
the notice of opposition or petition for cancellation accompanied 
by an official letter containing pertinent data and a specified time 
limit for the filing of an answer. 

Within the time allowed for filing an answer, the defendant 
may move to dismiss the notice of opposition or petition for can- 
cellation for failure to state facts, which, if proved, would entitle 
plaintiff to the relief sought.* The defendant may move under Civil 
Procedure Rule 12(f) to strike portions of the pleading as con- 
stituting redundant, immaterial, impertinent, or scandalous matter. 
He may move under Civil Procedure Rule 12(e) for a more definite 
statement of vague or ambiguous portions of the pleading. The 
purpose of this rule is not to effect discovery of plaintiff’s case, 
but to enable defendant to frame a responsive pleading. A motion 
thereunder stays the time for filing an answer, and for obvious 
reasons should not be filed with or after an answer. 

The answer may contain any affirmative defense including the 
equitable defenses of estoppel, laches and acquiescence,’ nonuse, 





5. Price Vacuum Stores, Inc. v. Admiral Corporation, 106 USPQ 172, 45 TMR 
1234 (CCPA, 1955); Joseph Diron Crucible Company v. Richard Best Pencil Company, 
Inc., 99 USPQ 170 (Com’r, 1953) ; The Hobart Manufacturing Company v. Rival Manu- 
facturing Company, 114 USPQ 171, 47 TMR 1394 (Com’r, 1957); and Universal Overall 
Company v. Stonecutter Mills Corporation, 121 USPQ 605, 49 TMR 991 (Com’r, 1959). 

6. Vick Chemical Company v. Thomas Kerfoot § Co., Limited, 27 USPQ 393, 26 
TMR 29 (CCPA, 1935); M & R Dietetic Laboratories, Inc. vy. Sanna Dairy Engineers 
(Sanna Dairies, Inc., assignee, substituted), 114 USPQ 306, 47 TMR 1400 (Com’r, 
1957) ; and Sears, Roebuck and Co. v. Baird, 87 USPQ 329, 40 TMR 708 (Com’r, 1950). 

7. The Scholl Mfg. Co., Inc. vy. Simon, doing business as Aid-Oll Drugs, 81 USPQ 
126, 39 TMR 313 (CCPA, 1949). 

8. De La Salle Institute et al. v. House of Old Molineauzx, Inc., 120 USPQ 18, 
49 TMR 663 (Tm. Bd., 1958); Ethicon, Inc. v. The Seamless Rubber Company, 120 
USPQ 114, 49 TMR 882 (Com’r, 1959); and Essex Wire Corporation v. Eagle Electric 
Mfg. Co., Inc., 120 USPQ 123, 49 TMR 882 (Tm. Bd., 1959). 

9. In this connection, see Salem Commodities, Incorporated v. The Miami Margarine 
Company, 114 USPQ 124, 47 TMR 1267 (CCPA, 1957); The Hobart Manufacturing 
Company v. Rival Manufacturing Company, supra; Lanolin Plus, Inc. v. Pharmaco, 
Inc., 127 USPQ 66, 50 TMR 1130 (Tm. Bd., 1960) ; and Siceloff Manufacturing Company, 
Inc. v. Lad ’n Dad Slacks, Inc., 127 USPQ 170 (Tm. Bd., 1960). 
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abandonment, and the like, and may include a counterclaim to 
cancel a registration pleaded by plaintiff. A counterclaim, which 
is in effect a request to cancel under Section 14 of the Act, must 
be accompanied by the statutory fee and must be sufficient in 
itself to constitute a claim on which relief can be granted.? A 
counterclaim is not compulsory; failure to counterclaim in a pro- 
ceeding cannot preclude a later petition to cancel." Inconsistent 
or hypothetical pleadings in an answer and counterclaim are per- 
mitted under Civil Procedure Rule 8(e) (2). 

If defendant fails to file his answer within the time set there- 
for, a notice of default under Civil Procedure Rule 55(a) will be 
entered giving defendant a specified time in which to show cause 
why judgment by default should not be entered under Civil Pro- 
eedure Rule 55(b). If defendant offers a reasonable excuse for 
failure to timely file his answer, and it appears that he desires to 
contest the merits in good faith, the entry of notice of default 
may be set aside under Civil Procedure Rule 55(c). A judgment 
by default may likewise be set aside in accordance with Civil 
Procedure Rule 60(b). 

Upon receipt of the answer, plaintiff in turn may move to 
strike any insufficient defense,’ or any redundant, immaterial, 
impertinent, or scandalous matter contained in the answer. In 
this connection, it should be noted that as a result of recent 
decisions by the Court of Customs and Patent Appeals,’ it has 
become quite popular for defendant to allege, inter alia, that a 
portion of plaintiff’s mark is lacking in distinctiveness or that 
plantiff’s pleaded mark is a “weak” mark; and in support thereof 
to list a plurality of third party registrations, dictionary defini- 
tions, trade directory listings, and the like. While the general 
pleading of the “weak” mark theory or that a portion of plaintiff’s 
mark is lacking in distinctiveness constitutes a proper pleading 
of affirmative matter in avoidance of the claim of likelihood of 





10. Jet-Pak, Inc. v. United States Plywood Corporation, 124 USPQ 385 (Tm. Bd., 
1960) ; affirmed, 125 USPQ 491 (Com’r, 1960). 

11. R. H. Macy and Co., Inc. vy. The Richter and Phillips Company, 115 USPQ 
342, 48 TMR 505 (Com’r, 1957). 

12. Philco Corporation v. Clary Corporation, 123 USPQ 420, 50 TMR 78 (Tm. 
Bd., 1959); and Angel Soft Tissue Mills, Inc. vy. Corn Products Company, assignee of 
Laurel Products, Inc., 123 USPQ 551, 50 TMR 196 (Tm. Bd., 1959). 

13. Shoe Corporation of America v. The Juvenile Shoe Corporation of America, 
121 USPQ 510, 49 TMR 650 (1959); and National Motor Bearing Co., Inc. v. James- 
Pond-Clark (assignor to Loyola University Foundation), 121 USPQ 515, 49 TMR 644 
(1959). 
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confusion,’* mere listings of evidentiary details are improper, 
being matters for proof and not pleading.’ Plaintiff may also 
move to dismiss any counterclaim on the ground that it fails to 
state a claim upon which relief can be granted;’° he may move for 
judgment on the pleadings; or he may move for summary judg- 
ment on the basis of undisputed facts shown by the record.” 

At this point it may be added that the parties may agree at 
any time to settle the controversy, and upon the filing of a stipu- 
lation of settlement not inconsistent with rule or statute, the 
opposition or petition to cancel will be dismissed with or without 
prejudice in accordance with the agreement. The notice of opposi- 
tion and petition to cancel may also be withdrawn by plaintiff on 
his own volition without prejudice before the answer is filed. After 
the answer is filed, the notice may not be withdrawn without preju- 
dice except with consent of defendant. See Rules 2.106(c) and 
2.114(c). If the defendant in an opposition proceeding files a 
written abandonment of the application or of the mark without 
consent of opposer, judgment will be entered against such appli- 
eant or party. See Rule 2.135. An application involved in a pro- 
ceeding may not be amended or disclaimed in part, except with 
the written consent of the other party or parties and the approval 
of the Board, or upon motion duly filed and considered. See Rule 
2.133. If a registrant involved in a proceeding applies to cancel 
his registration or file a disclaimer in whole of his mark under 
Section 7(d) of the Act, the proceeding will not be dismissed 
without the consent of the opposing party or parties. 

If the parties are involved in a civil action, the final deter- 
mination of which may be determinative of the issues in the Patent 
Office proceeding, proceedings in the Patent Office will be sus- 
pended pending the final determination of the civil action notwith- 
standing the stage of the proceeding in the Patent Office or that 
the action in the Patent Office was instituted first.** Proceedings 
will also be suspended for a period up to six months, subject to 





14. Herold Products Company, Inc. v. Chicago Flexible Shaft Company (Sunbeam 
Corporation, assignee, substituted), 114 USPQ 494, 48 TMR 42 (Com’r, 1957). 

15. McCormick & Company, Incorporated v. Hygrade Food Products Corporation, 
124 USPQ 16, 50 TMR 368 (Tm. Bd., 1959). 

16. Morton Salt Company v. Dixie Dairy Company, 124 USPQ 242, 50 TMR 526 
(Tm. Bd., 1959) ; and Stern-Slegman-Prins Company v. Robert Hall Clothes, Inc., 120 
USPQ 503, 50 TMR 85 (Tm. Bd., 1959). 

17. Laub v. Industrial Development Laboratories, Inc., 121 USPQ 595, 49 TMR 
785 (Tm. Bd., 1959). 

18. Townley Clothes, Inc. v. Goldring, Inc., 100 USPQ 57, 44 TMR 581 (Com’r, 
1953) ; and Squirrel Brand Company v. Barnard Nut Co. Inc., 101 USPQ 340, 44 TMR 
1114 (Com’r, 1954). 
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the right of either party to request resumption of proceedings at 
any time prior to its expiration, where it appears that the parties 
are negotiating for an amicable settlement of the controversy. 

Pleadings in a proceeding of this character, i.e., between two 
parties only, are restricted to a notice of opposition or petition 
to cancel and answer, and a reply to any counterclaim.*® See Civil 
Procedure Rule 7(a). 

After the answer is filed, a notice is sent by the Board as- 
signing times for taking testimony in behalf of each of the parties, 
and no testimony may be taken except during the time assigned. 
This assignment of testimony periods corresponds to setting a 
ease for trial in a court proceeding and also sets the period for 
discovery. 

The provisions of the Federal Rules of Civil Procedure re- 
lating to discovery are inapplicable in inter partes trademark 
eases except as specifically set forth in the Trademark Rules. 
There is no provision for discovery by written interrogatories as 
provided for by Civil Procedure Rule 33. Provision is made, how- 
ever, for depositions for discovery; requests for admissions; and 
a motion to produce documents, ete., for copying and/or inspecting. 
Any party to an adversary proceeding may, at any time not later 
than thirty days prior to the taking of testimony of any party as 
set by initial or subsequent Office action, take the deposition of 
any party, including a party, for the purpose of discovery. Such 
depositions may be taken upon oral examination or written 
questions. 

It is suggested that when contemplating taking the deposition 
of an official of the opposing party for purposes of discovery, one 
should endeavor to make arrangements therefor with his counsel 
beforehand. Mere notice is insufficient under the Trademark Rules 
to compel the attendance of any person for examination. If vol- 
untary attendance cannot be procured, the party’s only recourse 
is to make application to a court under 35 U.S.C. 24 for a subpoena 
compelling attendance. The deponent may be examined regarding 
any matter, not privileged, which is relevant to the subject matter 
involved in the proceeding, whether it relates to the claim or de- 
fense of the examining party or the defense of any party, including 
the existence, description, nature, custody, condition, and location 
of any books, documents, or other tangible things and the identity 


19. Jet-Pak, Inc. v. United States Plywood Corporation, supra. 
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and location of persons having knowledge of relevant facts. Dis- 
covery depositions are not part of the record in a proceeding 
unless and until the party offering the depositions or any part 
thereof in evidence files the same before the close of his testimony 
period and also files a notice of reliance thereon. Only the person 
taking such deposition can offer it in evidence, but once in evi- 
dence, it is evidence for all purposes. In the event that a party 
offers only a part in evidence, the other party may introduce in 
evidence the remaining portion of the deposition or other specified 
portions thereof which it considers necessary to explain the por- 
tion originally introduced. 

Any party to an adversary proceeding may, within the time 
specified for taking depositions for discovery, serve upon any 
adverse witness a written request for admission of the genuine- 
ness of any relevant documents or the truth of any facts which 
are relevant and material to the issues and which are believed to 
be within the knowledge of both the party serving and the party 
served. Each matter in respect of which an admission is requested 
will be considered as admitted unless within fifteen days after 
the service thereof, the party to whom the request is directed 
serves upon the party requesting the admission a sworn statement 
denying specifically the matter in respect of which admission is 
requested, or setting forth in detail why he cannot truthfully either 
admit or deny the same, or why he objects thereto. No admission 
shall be considered a part of the record unless and until a notice 
of reliance thereon and a copy of the admission and request there- 
for are filed before the close of the testimony period of that party. 
The purpose of requests for admissions is not to discover facts, 
but to establish for the record facts which cannot reasonably be 
said to be in dispute and the truth of which can be ascertained 
by reasonable inquiry, thereby avoiding the expense incurred in 
proving the existence of such facts.”° The Rules of Practice in 
Trademark Cases also provide that upon motion showing good 
cause therefor, made prior to the date for taking testimony set 
by initial or subsequent Office action, an order may be entered by 
the Board requiring a party to produce and permit the inspection 
and copying or photographing, by or on behalf of the moving 
party, of any designated books, documents, or other tangible 
things, not privileged, the existence of which has been pleaded or 


20. Yamatc Koki Kogo Kabushiki Kaisha v. Carl Braun Camerawerk, 120 USPQ 
490, 50 TMR 80 (Tm. Bd., 1959). 
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otherwise asserted, and which constitute or contain material within 
the scope of inquiries in depositions for discovery and which are 
in his possession, custody, or control. The purpose of this rule 
is not to permit a “fishing expedition”; it is not to discover what 
exists; but its purpose is to force the production of items which 
do exist. An order to produce will not be entered until the existence 
of documents is established and then only upon a showing of 
good cause. 

At the close of the pretrial period, the time for taking testi- 
mony of the trial begins. Testimony in an adversary proceeding 
may be taken by depositions on oral examination, or by written 
questions; if the parties so stipulate, the testimony of any wit- 
ness or witnesses of any party may be submitted in the form of 
an affidavit by such witness or witnesses; or the parties may 
stipulate what a particular witness would testify to if ealled, or 
the facts in the case of any party may be stipulated. Printed 
publications such as books and periodicals, available to the gen- 
eral public in libraries or of general circulation, and official ree- 
ords may be introduced under Rule 2.123(c). 

The parties may stipulate to extend times for taking testimony 
or a party may, for sufficient cause, seasonably move to have his 
testimony period extended. A party may move to reopen his tes- 
timony period. However, in order to justify reopening to enable 
the introduction of newly discovered evidence, it must, among 
other things, be made to appear not only that the proposed evi- 
dence has been newly discovered, but that it could not earlier have 
been discovered by the exercise of reasonable diligence.” 

If no testimony has been taken by plaintiff and no other evi- 
dence offered in support of his claim, the defendant may file a 
statement to that effect and an order may be entered that plaintiff 
show cause why judgment should not be entered against him; and, 
in the absence of good and sufficient cause, judgment may be 
rendered as by default. If no evidence other than Patent Office 
records is offered by plaintiff, any party in position of defendant, 
without waiving his right to offer evidence in the event the motion 
is denied, may move under Trademark Rule 2.132(b) for dis- 
missal on the ground that upon the law and facts, the party in 
position of plaintiff has shown no right to relief. This rule is 
a modification of Civil Procedure Rule 41(b) and is designed, in 


21. United States Plywood Corporation v. Modiglass Fibers, Inc., 125 USPQ 144, 
50 TMR 974 (Tm. Bd., 1960). 
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conformity with the trial procedure in the Patent Office, to ex- 
pedite the final disposition of any case wherein the party in the 
position of plaintiff, in submitting no evidence other than matters 
of record in the Patent Office, fails to present facts which would 
support an inference of damage from the registration sought. In 
applying the rule, consideration is given to the character of the 
marks and goods of the parties as may be ascertained from the 
involved application and/or registrations, to any undisputed facts 
appearing from the pleadings, and to any pertinent facts which 
may be of common knowledge, and while reasonable doubts cre- 
ated by the record are resolved against the moving party, a motion 
under the rule will be granted should the insufficiency of the 
proofs be readily apparent.” 

A case that has proceeded through the trial period is then 
ready for final hearing. At request duly made by either party, 
it will be heard orally; or it may be submitted on brief. Any 
petition for reconsideration or modification of the Board’s deci- 
sion must be filed within thirty days thereafter. See Rule 2.129(a). 

The foregoing is not intended to cover all possible situations 
that may occur during the interlocutory stage in contested pro- 
ceedings before the Board. It is intended to cover, in a general 
manner, most of the procedure involved in an opposition and 
cancellation proceeding, and to give the practitioner some idea 
of the various ways in which he can utilize the tools of his profes- 
sion in such proceedings. 





22. The Borden Company v. Acralite Co., Inc., 119 USPQ 303, 49 TMR 250 (Tm. 
Bd., 1958) ; Rival Manufacturing Company v. Klassen Enterprises, Inc., 119 USPQ 446, 
49 TMR 660 (Tm. Bd., 1958); Gard Industries, Inc. vy. Minnesota Mining and Manu- 
facturing Company, 119 USPQ 497, 49 TMR 362 (Tm. Bd., 1958) ; and Endo Products, 
Inc. v. Strong, Cobb and Company, Inc., 110 USPQ 100, 46 TMR 1007 (Com’r, 1956). 
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IMPORTATION OF TRADEMARKED ARTICLES: 
THE CASE OF THE "INTERLOPING IMPORTER" 


By E. L. Donegan* 


Our present standard of living is maintained through the im- 
portation of articles which we require but which Canadian in- 
dustry cannot produce economically.* One of the many problems 
which has arisen as a result of this dependency upon imports 
concerns the importation of trademarked articles into Canada by 
a person other than the Canadian trademark holder. 

Because of the disparity in production costs among world 
trade areas coupled with the greatly improved transportation 
facilities existing between them, it often proves profitable for 
an “interloping importer” to purchase articles in a foreign market 
where manufacturing costs and prices are low, and then to im- 
port the articles for sale upon the Canadian market at prices 
well below that for which the Canadian distributor is selling the 
identical article. In attempting to protect his exclusive market 
the Canadian distributor relies upon his Canadian trademark 
which is identical with that being used by the foreign manufacturer 
from which both he and the “interloping importer” obtained their 
supplies of the articles. The “interloping importer”, in defense 
of his conduct, argues that he legitimately purchased the articles 
bearing the trademark from the foreign manufacturer and that 
the Canadian distributor who does not manufacture the article 
in Canada and who is nothing more than the extended arm of the 
foreign manufacturer should not be permitted to complain when 
he, the “interloping importer”, is able to sell the genuine article 
to the Canadian consumer at greatly reduced prices. With a 
nationalistic gleam in his eye, the Canadian distributor denies 
any close business affiliation with the foreign manufacturer and 
claims that his sales and servicing organization have caused the 


Ep. Note: In view of the continuing interest regarding the proposals of the 
“Celier Bill” it is believed that the status of the law in Canada and Great Britain on 
the importation of goods bearing trademarks will be of considerable interest. 

+ 800.4—oOTHER STATUTES—FOREIGN LAW. 

* Reprinted with the permission of Edward L. Donegan, B.A.Se., LL.B. from 
the University of Toronto Faculty of Law Review, Vol. 18, April, 1960. 

1. See DOMINION BUREAU OF STATISTICS, CANADA 1959, 187. After stating that 
77% of all imports to Canada in 1957 were fully or chiefly manufactured goods it was 
pointed out that “This figure serves as a rough guide to the importance of capital 
equipment and complex consumer goods in Canadian imports.” 
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people of Canada to rely upon his integrity and judgment when- 
ever they purchase the trademarked article. He also hastens to 
point out that the higher prices which he charges are used to 
create and maintain his Canadian good will and that the only 
reason the “interloping importer” is able to sell at such low prices 
is because he parasitically trades upon the Canadian distributor’s 
good will. The purpose of this article is to attempt to analyze 
the above problem with regard to the following policy considera- 
tions: 


(1) Should the Canadian distributor be allowed the protection 
of the provision of the Trade Marks Act* which prevents 
the importation of trademarked wares into Canada? In 
other words, does the “interloping importer” infringe the 
Canadian trademark when he imports for the purpose of 
sale in Canada genuine articles produced by a foreign 
manufacturer and bearing the foreign manufacturer’s 
trademark which is identical to the Canadian mark? 


(2) Should the Canadian distributor not only be denied the 
protection of the Trade Marks Act but be liable to prose- 
cution under the Combines Investigation Act® if it can be 
shown that he has used his trademark privileges to pre- 
vent importation and, as a result, has unduly restricted 
competition to the detriment of the Canadian public? 


In providing tentative answers to these considerations it will 
be necessary to consider briefly the modern purposes of the trade- 
mark both as a means of protecting the rights of the trademark 
holder and as a means of protecting the public interest in fair 
competition and product reliability.* As was stated by Judge Freed 
in the Timken Roller Bearing case,° 


2. Trade Marks Act, 1953 SratT. CAN. ec. 49, s. 51 infra note 68. 

3. Combines Investigation Act R.S.C. 1952, ec. 314, s. 30 infra note 78. 

4. Historically the trademark concept was introduced to signify either the owner- 
ship of goods or the origin of their manufacture. As the size of business enterprises 
increased and the effective sphere of commercial activity was enlarged, the personal 
relationship between the manufacturer and the consumer was severely attenuated through 
the interposition of complex means of distribution, the trademark assumed a new func- 
tion, guaranteeing the quality of the article, rather than merely identifying the manu- 
facturer. At the present time, mass advertising campaigns are conducted to promote 
both the quality of the articles per se and the trademark under which the article is 
being sold. For a discussion of this development see SCHECHTER, THE HISTORICAL 
FOUNDATIONS OF THE LAW RELATING To TRADE MARKS (1925); Schechter, The Rational 
Basis of Trade Mark Protection 40 Harv. L. Rev. 813-19 (1927); Fox, CANapIAN Law 
OF TRADE MARKS 1-11 (2d ed. 1956). 

5. United States v. Timken Roller Bearing Co., 83 F.Supp. 284, 39 TMR 431 
(D.C. Ohio 1949) modified as to another point 341 U.S. 593, 41 TMR 672 (1951). 
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“Trademarks in our economic system provide the method 
by which one seller may be enabled to distinguish his goods 
from those of another. Fundamentally the basic function of 
the law relating to trademarks is to safeguard the goodwill of 
one manufacturer or distributor against the sale of another’s 
merchandise as his. [Citations omitted.] The right to protect 
it is bestowed by the law not only to reward business enter- 
prise and prevent piracy on successful and established ven- 
tures, but at the same time to prevent deception of the public 
into believing that they are purchasing one product instead of 
another.” ° 


It will be noted that the above statement recognizes both a public 
and a private interest in the use of a trademark. The trademark 
owner has an interest in securing the exclusive use of his trademark 
as a symbol of the business good will which he has constructed 
around his product through consumer satisfaction.’ In addition, 
he may wish protection of the uniqueness of the trademark itself 
in the eyes of the public distinct from its use on the goods. This 
interest arises as a result of the advertising promotion of the 
trademark to create a desired psychological effect upon the public.* 
Finally, the trademark owner has an interest in the maintenance 
of fair and ethical business practices—in being secure from the 
“dirty tricks” of the business world, whether such practices can be 
classified as technical trademark infringements or not.’ The public 
interest in trademark protection both complements and delimits 
the private interest. Primarily the public is interested in the pre- 





6. Id., at 315. 

7. See, for example, Imperial Tobacco Co. v. Bonnan, [1924] A.C. 755 (P.C.). 

8. Schechter, supra note 4, at 831; but see Callmann, Trade-Mark Infringement 
and Unfair Competition, 14 LAw & CONTEMP. PRoB. 185, 188-90 (1949); Brown, Adver- 
tising and the Public Interest: Legal Protection of Trade Symbols, 57 Ya.e LJ. 
1166 (1948). 

9. Perry v. American Hecolite Denture Corp., 78 F. 2d 556, 26 TMR 235 (8th 
Cir. 1935); Overhamm v. Westall, 66 N.Y.S. 2d 371, 36 TMR 392 (Sup. Ct. App. Div. 
1946) ; De Jur-Amsco Corp. Vv. Janrus Camera Inc., 155 N.Y.S. 2d 123, 46 TMR 1529 
(Sup. Ct. 1956). For a discussion of these cases which emphasize the protection of 
distribution systems against unfair competition see Callmann, Worldmarks and the 
Antitrust Law, 11 VAND. L. REv. 515 (1958). 

10. See Callmann, supra note 9, at 535 ff. for the European cases in which the 
national trademark registrant has sought protection against the unauthorized im- 
portation of the genuine product manufactured by a foreign affiliate. The Austrian, 
Swiss and Belgian courts have protected the registrant, while the German and Dutch 
courts have not. 

There is a controversy among United States writers upon the balancing of the 
private and public interests. Compare Timberg, Trade-Marks, Monopoly and the Ke- 
straint of Competition, 14 LAw & CoNTEMP. PrRoB. 323 (1949), Zlinhoff, Monopoly 
Versus Competition, 53 YALE L.J. 514 (1944) with Rogers, The Lanham Act and the 
Social Function of Trade-Marks, 14 Law & CONTEMP. Pros. 173 (1949), Pattishall, 
Trade-Marks and the Monopoly Phobia, 50 Micu. L. Rev. 967, 42 TMR 588 (1952). 
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vention of consumer deception through the use of the trademark 
either to identify the source of the article’ or to guarantee the 
quality of the product when the source is unknown.” Additional 
to this specific interest, the public has a general interest in the 
maintenance of fair business competition which, it is felt, will 
result in providing the consumer with the highest quality products 
at the lowest possible prices consistent with a reasonable profit by 
the business organization for its efforts.** Since trademarks may 
be utilized as one of many instruments to produce unfair competi- 
tion to the probable detriment of the consumer, the public has an 
interest in the prohibition of any illegitimate usages of trademark 
privileges which attempt to accomplish this result. 

Any efforts to relate these theoretical considerations to the 
problem of the “interloping importer” in Canadian trademark law 
immediately encounter difficulties due to the total absence of re- 
ported Canadian case law or professional comment in this area. 
However, since the same, or very similar issues have arisen in 
the United States and in England, a study of the solutions pre- 
sented by their courts and legislatures will provide a valuable 
insight into the possible answers which may reasonably be expected 
from a Canadian court faced with these problems for the first 
time. 

The problem concerning the relative degrees of protection 
which should be afforded these interests has stimulated consider- 
able professional discussion,* judicial uncertainty*® and govern- 
mental vacillation*® in the United States. From a review of the 


11. Partlo v. Todd (1888), 17 S.C.R. 196, 212; Hirsch v. Jonas (1876), 3 Ch. 
584, 586; Hanover Star Milling Co. v. Metcalf, 240 U.S. 403, 412, 6 TMR 149 (1916). 

For a strong argument against the logic of consumer deception as the rationale 
behind trademark protection see Standard Brands v. Smidler, 151 F. 2d 34, 37, 35 TMR 
277 (2d Cir. 1945). But see F.T.C. v. Algoma Lumber Co., 291 U.S. 67, 77 (1934). 

12. Coca Cola Co. vy. State of Texas, 225 S.W. 791, 794, 11 TMR 63 (Tex. Civ. 
App. 1920); Birmingham Vinegar Brewery Co. Ltd. v. Powell, [1897] A.C. 710, 715 
(H.L.); Fox, CANADIAN LAW oF TRADE Marks 400 (2d ed 1956). 

13. Supra note 10. 

14. Derenberg, The Impact of the Antitrust Laws on Trade-Marks in Foreign 
Commerce, 27 N.Y.U.L. REv. 414, 424-27, 42 TMR 365 (1952); Callmann, Unfair Com- 
petition with Imported Trade-Marked Goods 43 Va. L. Rev. 323 (1957); Derenberg, 
Current Trademark Problems in Foreign Travel and the Import Trade, 49 TMR 674 
(1959); Vandenburgh, The Problem of Importation of Genuinely Marked Goods Is 
Not a Trademark Problem, 49 TMR 707 (1959); Note, 71 Harv. L. Rev. 564 (1958) ; 
Note, 64 YALE L.J. 557 (1955); Note, 67 Yate L.J. 1110 (1958). 

15. See, for example, Bourjois v. Katzel, infra notes 23 to 25 inclusive. 

16. In 1954, both the Senate and the House considered amendments. The former 
proposed to amend s. 42 of the Lanham Act infra note 20 and repeal s. 526 of the 
Tariff Act infra note 29 while the House would have repealed s. 42 and amended s. 526. 
Both amendments were withdrawn so that the Treasury Department could consider the 
problem further. See: 8S. 2540, 83d Cong., 2d Sess. s. 36 (1954); H.R. 9476, 83d Cong. 
2d Sess. tit. V (1954). 
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American legislative and judicial conduct in relation to the impor- 
tation of trademarked articles by an “interloping importer” the 
problems in this area should become more clearly defined. Prior to 
the enactment of any special importation legislation it was held in 
Apollinaris Co. v. Scherer” that the exclusive American distributor 
of a famous European mineral water could not maintain an in- 
fringement action on the basis of his United States trademarks 
against the defendant importer who had purchased the mineral 
water on the open European market and was underselling the 
plaintiff on the American market. Wallace J. expressed the ra- 
tionale behind his decision in these words: 


“But the defendant is selling the genuine water, and there- 
fore the trademark is not infringed. There is no exclusive 
right to the use of a name or symbol or emblematic device 
except to denote the authenticity of the article with which it 
has become identified by association. The name has no office 
except to vouch for the genuineness of the thing which it dis- 
tinguishes from all counterfeits; and until it is sought to be 
used as a fake token to denote that the product or commodity 
to which it is applied is the product or commodity which it 
properly authenticates, the law of trademark cannot be in- 
voked.” ** 


The court then proceeded” to point out that the only remedy the 
plaintiff had was against the European manufacturer for his inno- 
cent breach of the contract by which the plaintiff was created the 
exclusive United States distributor. 


The Trademark Act of 1905” contained section 27 under 
which articles bearing trademarks which copied or simulated a 
registered United States trademark could be denied admission into 
the United States. This new piece of legislation was first inter- 
preted in Fred Gretsch Mfg. Co. v. Schoening.” In accordance 
with the provisions ot the act, the United States distributor had 
registered with the Treasury Department the trademark used by 


17. 27 Fed. 18 (C.C.S.D.N.Y. 1886). 

18. Id. at 20. 

19. Id. at 21. 

20. Trademark Act, 1905 33 Star. 730. This provision was the precursor of the 
present s. 42 of the Trademarks Act, 1946 (Lanham Act) 60 Stat. 440 (1946), 15 
U.S.C. s. 1124 (1952). “[N]Jo article of imported merchandise . . . which shall copy 
or simulate a trademark registered in accordance with the provisions of this Act... 
shall be admitted to entry at any customs house of the United States.” 

21. 238 Fed. 780,7 TMR 1 (2d Cir. 1916). 
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his foreign manufacturer. An “interloping importer” after having 
had genuine goods refused entry into the United States, success- 
fully sued the American registrant to have him withdraw his 
registration from the Treasury Department. The court expressed 
its reasoning thusly: 


“Assuming that Congress could protect the owner of a 
registered trademark against the importation by third parties 
of the genuine article under that trademark, has it done so? 
We think not. The act [of 1905] prohibits the entry of im- 
ported merchandise which shall ‘copy or simulate’ a trademark 
registered under it. The obvious purpose is to protect the 
publie and prevent anyone from importing goods identified by 
their registered trademark which are not genuine.” * 


The problem finally received the attention of the Supreme 
Court. In Bourjois & Co. v. Katzel** a French manufacturer of 
face powder sold to the plaintiff his United States business includ- 
ing the trademarks. The plaintiff continued to import the powder 
and sell it in boxes similar to the French ones. The defendant 
was sued for infringing the plaintiff’s trademarks by importing 
the genuine powder in the original French boxes. The District 
Court granted an injunction,** but was reversed by the Court of 
Appeals which held, following the earlier line of cases, that there 
could be no infringement through the sale of the genuine article.” 
In a memorable decision delivered by Holmes J., the Supreme 
Court reversed the holding of the Court of Appeals using the 
following reasoning: 


“Ownership of the goods does not carry the right to sell 
them with a specific mark. It does not necessarily carry the 
right to sell them at all in a given place. ... It is said that 
the trademark here is that of the French house and truly 
indicates the origin of the goods. But that is not accurate. It 
is the trademark of the plaintiff only in the United States: and 
indicates in law, and, it is found, by public understanding, that 
the goods come from the plaintiff although not made by it. 
It was sold and could only be sold with the goodwill of the 
business that the plaintiff bought.” *° 


22. Id. at 782; 7 TMR at 3. 

23. 260 U.S. 689, 13 TMR 69 (1923). 

24. 274 Fed. 856 (D.C., S.D.N.Y., 1920). 

25. 275 Fed. 539, 11 TMR 211 (2d Cir. 1921). 
26. Supra note 23, at 692, 13 TMR at 70-71. 
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The Supreme Court emphasized that the American consumer 
associated the face powder with the exclusive American distribu- 
tor and not with the French manufacturer, In other words, the 
plaintiff had established an independent good will so that the 
face powder would not be considered to be “genuine” by the pur- 
chasing public unless it was distributed through the plaintiff.” 

As a result of the Court of Appeals decision in the Katzel case 
restricting the application of the Trademarks Act to spurious 
goods, coupled with the long delay before the Supreme Court 
rendered its decision,** Congress passed section 526 of the Tariff 
Act” which was intended to overrule the Court of Appeals decision 
by making it unlawful to import into the United States any mer- 
chandise of foreign manufacture bearing a registered United 
States trademark.® The new legislative provision came under the 
keen judicial scrutiny of Judge Augustus Hand in Sturges v. 
Clark D. Pease Inc.® In holding that an American registrant of a 
foreign trademark could prevent a returning American tourist 
from bringing a second-hand foreign automobile into the country 
unless the trademark was first removed, the court expressed its 
disagreement with Congress. 


“By the Tariff Act Congress adopted the policy of pro- 
tecting the American owners of foreign trademarks by most 
drastic means. However much we may differ with its policy, 
the wisdom of the legislation is for the law-making body, and 
we cannot say that the means adopted were unadapted to the 
the end sought to be attained.” * 


27. Ibid. It is of interest to note that Holmes J. supported the decision by an 
analogy to patent law, citing Boesch v. Graff, 133 U.S. 697 (1890). However, in a 
subsequent opinion in Prestonettes, Inc. v. Coty, 264 U.S. 359, 368 (1924) he stated 
that the true basis for the decision in the Katzel case was based on the injury to the 
reputation of the American registrant. 

28. See Coty v. Le Blume Import Co., 292 F. 264, 269 (13 TMR 233) (D.C.,S.D. 
N.Y., 1923) where Judge Learned Hand referring to the passage of s. 526 of the Tariff 
Act, supra note 29, and the Supreme Court decision in the Katzel case, stated “Had 
the Supreme Court reversed that decision last spring, it would not have been enacted 
at all.” 

29. 46 Stat. 741 (1930), 19 U.S.C. s. 1526 (1952). 

“It shall be unlawful to import into the United States any merchandise of 

foreign manufacture if such merchandise . . . bears a trade mark owned by a 

citizen of, or by a corporation or association created or organized within the United 

States, and registered in the Patent Office by a person domiciled in the United 

States.” 

30. See 62 Cong. Rec. 11603 (1922) where the sole purpose of s. 526 was stated 
to be the protection of the American purchaser from fraud or breach of contract by 
the foreign vendor against whom traditional legal remedies might be ineffective. 

31. 48 F. 2d 1035, 21 TMR 167 (2d Cir. 1931). 

32. Id. at 1038, 21 TMR 167 at 172. 
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But with the passage of time, both the executive and the 
judiciary became apprehensive over the use of section 526 by inter- 
national organizations to reduce or control competition through 
trademark registration. A member of the Antitrust Division of 
the Department of Justice testifying** with reference to the New 
Jersey Zine Company’s attempt to utilize the section as an ancil- 
lary mechanism to police its patent licensing arrangements with 
foreign licensees stated that, “It was the ingenuity of the New 
Jersey Zine Co.’s lawyers to pervert this provision of the Tariff 
Act to serve their own purposes.” ** The judiciary was faced with 
the problem in the Timken Roller Bearing case.** In that case 
members of an international cartel agreed to employ the same 
TIMKEN trademark on all their products and to sell only in the 
territory allotted to them under the agreement. In striking down 
the cartel the majority of the Supreme Court declared® that the 
trademark rights of the American registrant could not be raised to 
justify the cartel. 

As a culmination to the mounting dissatisfaction over the 
alleged perversion of section 526 by American registrants who 
were merely agents for international organizations, the Customs 
Regulations®’ were amended in December, 1953** to deny the pro- 
tection of section 526 to those American registrants who main- 
tained a close business connection with the foreign manufacturer 
of the trademarked articles which the “interloping importer” was 
seeking to bring into the United States. The closeness of the busi- 
ness relationship was defined through the concept of the “related” 
company which included any “corporation which legitimately con- 
trols or is controlled ...in respect to the nature and quality of the 
goods in connection with which the mark is used.” * Using this 





33. The testimony was given in the course of hearings held by the United States 
Subcommittee of the Senate Committee of Patents Nov. 15-16, 1944. 

34. Hearings Before the Subcommittee of the Senate Committee of Patents, 78th 
Cong. 2d Sess., 68 (1944). 

35. 341 U.S. 593, 41 TMR 672 (1951). 

36. Id. at 599, 41 TMR 672. 

37. 19 C.F.R. ss. 11, 14 (1954). 

38. The amended regulation stated that: 


“[MJerchandise manufactured or sold in a foreign country under a trademark 
or trade name, which trademark is registered and recorded, or which trade name 
is recorded ... shall not be deemed to copy or simulate such United States trade- 
mark or trade name if such foreign trademark or trade name and such United 
States trademark or trade name is owned by the same person, partnership, asso- 
ciation or corporation or by a related company as defined in Section 45 of the 
Trademark Act of 1946.” 

39. Trademark Act 1946 (Lanham Act) 60 Strat. 443 (1946), 15 U.S.C. s, 1127 
(1952). 
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regulation the Bureau of Customs refused to employ section 526 
to protect American registrants who were “related” to a foreign 
manufacturer or who formed the American part of an international 
organization.*° 

But the American distributor of foreign manufactured ar- 
ticles was just beginning his hour of adversity. The trend in the 
executive and judicial sentiment became more obvious with the 
unprecedented course of litigation which occurred in United States 
v. Guerlain Inc.** The government charged three defendant per- 
fume distributors with violating section 2 of the Sherman Act*? 
through the use of section 526 to prevent the importation and resale 
by others of expensive French perfumes which were purchased 
indirectly from the French manufacturers. In sustaining the argu- 
ment presented by the Department of Justice, the District Court 
indicated that section 526 could not be read literally, but that the 
provision must be construed only to operate in favor of an inde- 
pendent American registrant in his attempt to restrain the impor- 
tation of genuine trademarked goods.** The court distinguished 
the fact situation in the Katzel case by pointing out that: 


“A competing importer selling identical merchandise 
under the same trademark would not be a ‘pirate’ or a ‘cheat’. 
The public would not be deceived about the authenticity or 
origin of the product and the reputation of the trademark 
holder could not suffer from the marketing of inferior mer- 
chandise under his mark. Even the trademark owner’s adver- 
tising expenses bear fruit, in some measure, from the activi- 


40. See, for example, the decision by the Commissioner of Customs T.O. 52711 
86 TrREAS. Dec. 4 (1951) in which the Bureau’s interpretation of s. 526 was discussed: 


“It has been the long established practice of the Bureau not to prevent the 
importation of any article because of a recorded trademark which may appear 
thereon if it can be shown that the foreign user of said mark owns or, in some 
other manner, controls the American corporation which holds title to the regis- 
tered trademark in the United States. Under such circumstances, the American 
corporation is said to stand in the shoes of the foreign user who, once he introduces 
his product into commerce while bearing his trademark, cannot thereafter unrea- 
sonably restrict the user of the product.” 

41. 155 F. Supp. 77, 47 TMR 1087 (D.C.,S.D.N.Y. 1957), motion to vacate judg- 
ment and remit to district court granted 358 U.S. 915, 48 TMR 1455, 172 F. Supp. 107 
(D.C.,8.D.N.Y. 1959) dismissing the case with prejudice. For a discussion of the 
ease see Derenberg, Current Trademark Problems in Foreign Travel and the Import 
Trade, 49 TMR 674 (1959); Vandenburgh, supra note 14; 67 YALE L.J. 1110 (1958). 

42. 25 Stat. 209 (1890) 15 U.S.C. s. 2 (1952). 

“Every person who shall monopolize, or attempt to monopolize, or combine or 
conspire with any other person or persons to monopolize any part of the trade and 
commerce among the several States, or with foreign nations, shall be deemed guilty 
of a misdemeanor...” 

43. 155 F. Supp. at 80, 47 TMR 1087. 
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ties of the ‘freeriders’, for the international enterprise reaps 
some benefit from all sales.” * 


From this decision the defendants appealed directly to the Su- 
preme Court*® which noted that probable jurisdiction existed. 
After the three defendants had filed their briefs, but before oral 
argument, the Solicitor General in an unprecedented course of 
action filed a motion to vacate the lower court’s judgments and to 
remand the cases to the lower court for the purpose of dismissal. 
The Solicitor General gave as his reason for this action that the 
executive branch would seek legislation at the next session of 
Congress which would “make it clear that trademark protection 
is not available to prohibit the importation of a product legiti- 
mately marked by an affiliate of the trademark owner.” 

The Department of Justice was not the only branch of the 
executive to alter its policy as a result of the impending legislation. 
On July 1, 1959, the Bureau of Customs amended the Customs 
Regulations* so that section 526 may now be used by American 
registrants in all circumstances except where the United States 
and foreign trademarks are owned by the same person. This, in 
effect, was a retreat to the position assumed by the Bureau in the 
period between 1936 and 1953. 

The Administration’s proposed remedy to cure the ills existing 
in this area of the import business is H.R. 7234 (termed the Celler 
Bill).*7 And strong medicine it is too! In addition to remedying 
the problems with respect to the importation of trademarked goods 
by returning American tourists for their personal use,** the Bill 
provides for the repeal of section 526* and the drastic amendment 
of section 42 of the Lanham Act. The effect of the proposed 
amendment was stated in an explanation accompanying the Bill: 


44. Id. at 82, at 1091. 

45. Direct appeals to the Supreme Court are permitted under the Expediting Act, 
32 Stat. 823 (1903) as amended 15 U.S.C. s. 29 (1952). 

46. 10 Feb. Ree. 3513 (1959). 

47. 86th Cong. Ist Sess. (1959). 

48. s. 42 (a) (2) states: 

“This section shall not prohibit the importation into the United States of any 
article of merchandise which is determined to be free of duty ... or is acquired 
in a foreign country by any person arriving in the United States if the article is 
for his personal use, as a gift or otherwise, and not for sale.” 

49. bys. 3. 
50. s. 42 (b) (1) states in part: 

“The remedies set forth in said sections 32 to 40 inclusive, and in this section 
shall not be available against an importer or seller of goods bearing a mark reg- 
istered to an agent, authorized distributor, or subsidiary of, or to a person who 
is affiliated with or controlled by, a foreign manufacturer or merchant who uses 
the registered mark to identify and distinguish his goods.” 





Vol. 50 TMR IMPORTATION OF TRADEMARKED ARTICLES 1045 








“The proposed legislation will eliminate such restraint of 
trade as results from the exclusion of genuine merchandise 
legitimately marked by a foreign trader with his mark, and 
make it clear that a trademark registration may not be em- 
ployed by a United States distributor—whether an agent, 
subsidiary, affiliate or independent operator—to exclude the 
genuine foreign-made merchandise legitimately bearing the 
trademark so registered.” ™ 


From the above discussion of the development of the judi- 
cial and legislative attitude toward the problem of the “inter- 
loping importer”, it is evident that the evaluation of the public 
and private interests underlying trademark protection in this 
area has undergone numerous alterations since the decision in 
the Apollinaris case. The most interesting feature in this de- 
velopment is that the basic common law position annunciated 
in the Apollinaris case forms the basis for the proposed legis- 
lative amendments to the Lanham and Tariff Acts contained in 
H.R. 7234. This rationale recognizes the consumer’s interest in 
obtaining authentic articles at competitive prices but fails to 
consider the interest of the exclusive American distributor and 
registrant in preventing incursions by an “interloping importer” 
into the American market and good will which the registrant 
has independently developed. In the period of approximately 
seventy-five years between the Apollinaris case and H.R. 7234 
the judiciary (in the Katzel case) and the legislature (in section 
526 of the Tariff Act) attempted to protect the private interest 
which the American registrant declared was the basis of his 
trademark. However the protection afforded the trademark 
owner was so broad that the trademark privilege could be em- 
ployed as an instrument of unfair competition as illustrated by 
the Timken and Guerlain cases. In a period when all monopoly 
powers are viewed with horror and when the possible means to 
produce such powers are examined with suspicion, it should not 
be surprising that the protection afforded all American regis- 
trants in their importation of trademarked articles has been dras- 
tically curtailed by H.R. 7234 to those situations in which 
spurious articles are involved. The proposed amendment forces 
the American registrant and independent distributor to seek his 
protection against the “interloping importer” through indirect 


51. Statement, page 2, para. 2. 
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means such as an action for breach of contract against the for- 
eign manufacturer” or through the adoption of a distinctive 
United States trademark around which the good will of the in- 
dependent distributor may be developed.* 

The foregoing analysis of the American treatment of the 
“interloping importer” together with the discussion of the proba- 
ble considerations underlying the numerous changes in judicial 
and legislative opinion will provide a useful background for a 
study of the development in this area of English and Canadian 
law. The English cases have clearly established that a purchaser 
of trademarked articles had the right to re-sell the articles bear- 
ing the trademark even if this meant re-packaging and re- 
labelling the articles, in the absence of special contractual pro- 
visions. In Condy v. Taylor** Kekewich J. dismissed the plaintiff’s 
action for infringement with these words: 


“A manufacturer who sells to a dealer in bulk, an article 
generally sold and used in small quantities, without any re- 
striction upon its disposal, must be taken to authorize the 
dealer to sell the article in small quantities as being the 
manufacture of the vendor.” * 


Similarly, in Champagne Heidsieck et Cie v. Buxton® the plain- 
tiff English trademark registrant complained that the defendant 
had purchased in Europe champagne produced by the plaintiff 
for the continental market and had imported this champagne for 
sale into England. Clauson J. in rejecting the plaintiff’s conten- 
tion that his trademark rights gave him the right to control of 
the subsequent sale of the trademarked articles stated that: 


“''T ]he use of a mark by the defendant ... must be a use 
upon goods which are not the genuine goods, i.e., those upon 
which the plaintiff’s mark is properly used, for anyone may 





52. See 67 YALE L.J. 1110, 1111 n. 2 (1958) where the author doubts the utility 
of this remedy because of “the dangers of delay, high costs and partiality, as well as 
ignorance of foreign procedural and substantive law.” 

53. See Vandenburgh, supra note 14 at 718. He suggests two reasons why the 
the domestic registrant does not wish to popularize his own mark: 

(1) the foreign trademark is already known in the United States so that it is the 

foreigner’s goodwill which will be protected, or 

(2) the foreign manufacturer has a quality product which could not be dupli- 

cated by any other supplier, so that the source upon which the public relies 
is not the American distributor but the foreign manufacturer. 

54. (1887), 3 T.L.R. 665, 56 L.T.R. 891 (Ch.). 

55. Id., at T.L.R. 665, L.T.R. 892. 

56. (1930) 47 R.P.C. 28. 
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use the plaintiff’s mark on the plaintiff’s goods, since that 
cannot cause the deception which is the test of infringe- 
ment.” * 


A more complex problem was presented in Dunlop Rubber 
Co. Ltd. v. A. A. Booth & Co. Ltd.** In this case the plaintiffs 
manufactured and sold automobile tires bearing the puNLop trade- 
mark in England. The defendant (the “interloping importer’’) 
purchased tires in France marked with the pun.op trademark 
of the French Dunlop manufacturer which was identical to that 
used by the English manufacturer. The plaintiffs sued for in- 
fringement of their English trademark when the defendants sold 
the French-made tires in England. Evidence presented by the 
plaintiffs showed that as a result of good will and advertising 
that the English public associated puntop tires as being of their 
manufacture.” Additionally, it was asserted by the plaintiffs 
that they were independent of the French manufacturer.” Tomlin 
J. described the trademark infringement in this manner: 


“The puntop tire business is conducted under a system 
whereby in different countries there are different Companies, 
so that the English Company owns in this country a number 
of trademarks and the French Dunlop Company in France 
holds trademarks in France which are identical with the 
English trademarks. ... It follows from that that a French 
DUNLOP tire having upon it the trademarks cannot be im- 
ported for sale into this country without infringing the 
English trademarks.” * 


The court proceeded to point out® that there was no infringe- 
ment of the English trademarks when the defendant bought 
English puntop tires in France which were later imported and 
sold in England. 

Apart from the protection afforded him through the com- 
mon law remedy for infringement, the English trademark holder 
obtains very little protection from the Merchandise Marks Act, 


57. Id., at 36. 

58. (1926) 43 R.P.C. 139 (Ch.). 
59. Id., at 140-41. 

60. Id., at 142. 

61. Id., at 144-145. 

62. Id., at 146. 
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1926,°° which makes it an offense punishable by summary con- 
viction to sell in England imported goods bearing the trademark 
of any English manufacturer, dealer or trader, unless the mark 
is accompanied by an indication of the origin of the goods. In 
London Armoury Co. Ltd. v. Ever Ready Co. Ltd. the plaintiff, 
who was an importer of electric flashlight batteries attempted 
to obtain an injunction restraining the defendants from import- 
ing batteries bearing this identical trademark without an indica- 
tion of origin in contravention of this Act. Tucker J. rejected 
the plaintiff’s argument that the Act conferred a private cause 
of action: 


“{T]t is clear that the design of the Act was to protect 
the home trade in the general interests of this country, but 
I can find nothing in the Act which satisfies me that it was 
the intention of the legislature that any person, who suffers 
damage by reason of a breach of the Act, should have any 
remedy in addition to that which is provided by the Act it- 
self.” * 


Even more significant than this statement is a subsequent dictum 
in which the court said: 


“Whatever may be the position under this Act with re- 
gard to persons who manufacture goods within the United 
Kingdom, in my view the Act was not designed for the pro- 
tection of importers of foreign goods for sale in the United 
Kingdom.” ® 


The English legislation appears to consider the encouragement 
of English manufacturing ventures as being of primary impor- 
tance. If the dictum of Tucker J. is followed, the legislation 
provides no assistance to the exclusive English distributor of 
foreign manufactured articles in his struggle with the “interlop- 
ing importer”. One cannot help but note the similarity between 
the English and United States legislative positions in this area, 


63. 16 & 17 Geo. 5, ¢. 53 

s. 1 (1) states: 

“It shall not be lawful to sell, expose for sale, or, by way of advertising goods of 
some other kind, distribute, in the United Kingdom, any imported goods to which 
there is applied any name or trademark being, or purporting to be, the name or 
trademark of any manufacturer, dealer or trader ... in the United Kingdom, 
unless the name or trademark is accompanied by an indication of origin.” 

64. [1941] 1 K.B. 742. 

65. Id., at 752. 

66. Id., at 753. 
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regarded in the light of H.R. 7234. A significant distinction, 
however, is that the English trademark holder is not prevented 
from instituting an infringement suit, while under the proposed 
amendment to the Lanham Act,” the American registrant is de- 
nied any trademark protection against the “interloping importer” 
and is left to his contractual remedy against the foreign manu- 
facturer for selling to the “interloping importer” in derogation 
of his agreement with the exclusive American distributor. 


In considering the Canadian attitude toward this problem, 
it is surprising to discover that there are no reported Canadian 
decisions in this area. This fact becomes more mystifying when 
it is remembered to what extent the Canadian economy is de- 
pendent upon the importation of foreign manufactured articles. 
In addition, a large proportion of imported articles are dis- 
tributed through an exclusive Canadian distributor. However, 
as a result of information obtained from a prominent Canadian 
industrial property lawyer, it is understood that one permanent 
injunction and a number of interim injunctions have issued re- 
cently under the provisions of section 51% of the Trade Marks 
Act to prevent the importation of trademarked articles by ‘‘inter- 
loping importers”. The actions have been brought at the instance 
of the exclusive Canadian distributor and trademark registrant. 


The Canadian legislative development in relation to this prob- 
lem has employed a combination of English and American pro- 
visions. The Unfair Competition Act of 1932, section 16°, and 
the Trade Marks Act of 1953, section 51, both contained provi- 
sions whereby an injunction could be obtained to prevent the 
importation of articles into Canada where their distribution 
would be contrary to the Acts. This legislation is roughly an- 
alogous to section 526 of the Tariff Act. Supplementing these 


67. Supra note 50. 

68. 1953 Stat. CAN., c. 49, s. 51 (1). 

“Where it is made to appear to a court of competent jurisdiction that a registered 

trademark or any trade name has been applied to any wares that have been im- 

ported into Canada or are about to be distributed in Canada in such a manner that 

the distribution of such wares would be contrary to this Act ... the court may 

make an order for the interim custody of the wares, pending a final determination 

of the legality of their importation in an action. ...” 

(4) “Where in such an action the court finds that such importation is or such dis- 

tribution would be contrary to this Act, it may make an order prohibiting the 

future importation of wares to which such trademark, trade name .. . has been 

so applied.” 

69. R.S.C. 1952, c. 274, s. 16. 

It is interesting to note that s. 16 did not provide for an order prohibiting the 
future importation as does s. 51(4) of the Trade Marks Act, 1953, supra. 
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provisions in the trademarks legislation, there has been, until 
recently, a provision in Schedule C of the Customs Tariff Act” 
requiring an indication of origin to be affixed to imported articles 
of foreign manufacture bearing trademarks identical with, or 
similar to any Canadian trademark. However, this provision was 
amended in 1956 to cover those situations in which the impor- 
tation of the articles is prohibited by an order under the Trade 
Marks Act.” 


Several possible interpretations will be open to the courts 
in their determination of the scope of section 51. 


(1) Its purpose was to prohibit only the importation of 
spurious articles, that is, articles not legitimately bearing the 
trademark of the foreign manufacturer. To interpret section 51 
in this manner would be to adopt a position similar to that taken 
in the United States by the introduction of H.R. 7234. A narrow 
interpretation of this type recognizes the public interest in ob- 
taining genuine articles, but fails to protect any private interest, 
such as the Canadian good will, which the Canadian registrant 
has constructed around his trademark. 


(2) Its purpose was to permit the Canadian trademark reg- 
istrant to prevent the importation by any other person of articles 
bearing his trademark. This position would correspond to that 
which was argued by the American members of international 
organizations to be the logical interpretation of section 526 and 
the Supreme Court decision in the Katzel case.”* The objection 
to this is that the public interest may receive inadequate pro- 
tection, since the use of section 51 would tend to give a monopoly 
in the Canadian market to the Canadian distributor and trade- 
mark registrant. It is not suggested that monopolies per se are 
necessarily bad, but it is submitted that the use of section 51 to 
create them must be questioned, particularly in view of the public 
and legislative distrust of “big business”. In the situation where 
the Canadian registrant is the member of an international or- 


70. R.S.C. 1952, ce. 60, Schedule C, Item 1209. 


Prohibited goods included any goods “manufactured in any foreign state or country 
which bear any name or trademark which is or purports to be the name of any manu- 
facturer, dealer or trader in the United Kingdom, or in Canada, or in any other British 
country, unless such name or trademark is accompanied by a definite indication of the 
foreign state or country in which the goods were made or produced.” 

71. 1956 Stat. CAN., c. 36, s. 3 amending item 1209(b) to include as prohibited 
goods any goods “the importation of which is prohibited by an order under section 51 
of the Trade Marks Act.” 

72. Supra notes 34 and 35 for examples. 
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ganization and cannot demonstrate that he has developed good 
will surrounding his trademark which is separate from that of 
the international organization, then it is unlikely that any jus- 
tification for the employment of section 51 exists. It may be 
argued that such a policy position discriminates against inter- 
national organizations. But this is not so. The international 
organization, while in form consisting of numerous national en- 
tities, is, in fact, a single international body. Viewed in this 
context, its rights under Canadian trademark laws would be no 
less than that of any other registrant. It cannot be heard to 
complain when one of its foreign sales outlets makes an unre- 
stricted sale which subsequently affects the Canadian branch 
adversely. The control of this type of sale is a matter of internal 
management by the organization. In this result, the interna- 
tional organization is placed in a position similar to that of the 
champagne producer in the Buxton case—having once made an 
unrestricted sale of a trademarked article, the trademark pro- 
vides no subsequent means of control. A possible factor deterring 
the Canadian registrant from arguing too strenuously in favor 
of a broad construction of section 51, would be the effect such a 
suggestion has had in the United States which has culminated 
in H.R. 7234 removing any trademark protection from the ar- 
senal of the American registrant in his battle against the “inter- 
loping importer” of genuine articles. While it is not asserted 
that the American legislative and judicial development in policy 
toward this problem would necessarily be adopted in Canada, 
it is suggested that it is a factor to be considered in the light 
of the anti-monopolistic climate prevalent to-day in Canada. 


(3) Its purpose was to protect the independent Canadian 
trademark registrant and exclusive distributor from the actions 
of the “interloping importer”. It is submitted that this policy 
position can be reasonably supported. The public interest is 
protected by preventing the importation of spurious articles bear- 
ing the trademark. In addition, the consumer’s interest in ob- 
taining genuine articles at reasonable prices may be safeguarded 
through the judicious application of the existing anti-combines 
legislation.”* Of greater significance, however, would be the rec- 
ognition by the courts that an independent Canadian distributor 
has a valuable interest deserving protection—the good will of 


73. Infra, note 78. 
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the Canadian consumer toward him as distinct from that of the 
foreign manufacturer of the article being distributed. As a result 
of the modern complexities of product distribution, it is neces- 
sary for the courts to adopt a more sophisticated interpretation 
in deciding what constitutes a “genuine” article. To the modern 
consumer a “genuine” article connotes not only the source of 
manufacture (which may play an insignificant role) but also the 
chain of selection, distribution and servicing upon which he has 
been able to rely in the past.” 


In the practical application of this solution, a problem arises 
in determining at what point the “independent” Canadian dis- 
tributor ceases to exist and the “national member of an inter- 
national organization” begins. A possible source of assistance 
is the definition of related companies found in the Trade Marks 
Act” which has as its basis the direct or indirect control which 
one company exerts over the majority of the issued voting stock 
of another. This is an extremely narrow standard upon which 
to decide such an important question since it will not be dis- 
puted that a public company can be controlled with a share hold- 
ing of much less than the majority of the issued voting stock. 
Perhaps a more realistic standard of whether or not a Canadian 
distributor is a part of an international organization to which 
the benefit of section 51 should be denied would be that applied 
in the situation in which a trademark proprietor wishes to create 
a “registered user” of his mark under the provisions of section 
49 of the Trade Marks <Act.** The eriterion suggested by this 


74. Supra notes 7, 11 and 12. 

75. 1953, Stat. CAN., c. 49, s. 2 (r): “related companies” means companies that 
are members of a group of two or more companies one of which, directly or indirectly, 
owns or controls a majority of the issued voting stock of the others. 

This provision should be considered in the light of s. 50 which upheld the validity 
of trademarks, which prior to the passage of the Act had been licensed between related 
companies. 

76. This section provides that a person other than the owner of a registered trade- 
mark may be registered to use the trademark for all or any of the wares or services for 
which it was registered upon the filing of an application with the Registrar containing 
particulars of: 

(1) the relationship existing or proposed between the owner and the registered user 
including particulars of the degree of control by the owner over the permitted 
use ; 

(2) any conditions or restrictions proposed with respect to the characteristics of 
the wares or services. 


The limited licensing powers given to the trademark owner by s. 49 should be con- 
sidered in relation to the situation prior to the enactment of any registered user 
provisions. The House of Lords in Bowden Wire Ltd. v. Bowden Brake Co. (1914), 31 
R.P.C. 385 held that a trademark was invalidated when one company licensed it to 
another’s use. Subsequent courts attempted to narrow the scope of the decision by 
stating that it did not apply in the situation where the companies involved were mem- 
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section is the degree of actual control exerted by one company 
over the business conduct of another. In this regard there would 
be a close similarity to the restriction contained in the United 
States Customs Regulations between 1953 and 1959 which denied 
the protection of section 526 of the Tariff Act to American trade- 
mark registrants who were “related” to foreign manufacturers 
if factual control over the nature and quality of the goods and 
services in connection with which the trademark was used could 
be demonstrated.” 

In addition to the gap in judicial interpretation concerning 
the protection of the Canadian registrant under section 51 as 
against the “interloping importer”, there has been no determina- 
tion by the courts of the protection to be accorded the Canadian 
public as against the Canadian registrant who employs his trade- 
mark privileges to their detriment. The Combines Investigation 
Act, section 30” provides that any use of a trademark “to injure 
trade or commerce” in relation to an article, or “unreasonably 
to enhance the price thereof” or “unduly to prevent or lessen 
competition” in the sale or supply of such article may result 
in an order directing that the trademark be expunged or de- 
claring void, or restraining from performance any “agreement, 
arrangement or license” relating to such use. The form in which 
this section has been drafted has been severely criticized and 
its constitutional validity has been doubted.” However, leaving 








bers of a national or international organization. In the Matter of a Trade Mark 
“Radiation” (1930), 47 R.P.C. 37 (Comp. Gen.); Good Humor Corp. of America v. 
Good Humor Food Products Ltd. [1937], Ex. C.R. 61. 
The rationale behind this view was stated in the Radiation case, supra at 43: 
“Here the Applicants control not only the general policy of the associated Com- 
panies but the design and quality of their goods. Further, the Mark RADIATION 
has been identified by the trade with the whole group of Companies which includes 
and is controlled by the Applicants.” 
77. Supra note 39. 
78. R.S.C. 1952, c. 314, s. 30: 
In any case where use has been made of the exclusive rights and privileges con- 
ferred . . . by one or more trademarks so as 
(a) unduly to limit the facilities for ... supplying . .. or dealing in any article 
which may be the subject of trade or commerce; or 
(6) unduly to restrain or injure trade or commerce in relation to any such article 
or commodity; or 
(c) ... unreasonably to enhance the price thereof; or 


(d) unduly to prevent or lessen competition in the ... purchase... sale... 
or supply of any such article or commodity ; 
the Exchequer Court of Canada ... may for the purpose of preventing any use in ‘the 
manner defined above . . . make one or more of the following orders: 
(i) declaring void... any agreement, arrangement or license relating to such use; 


(iv) directing that the registration of a trademark ... be expunged or amended... 
79. Fox, Parturiunt Montes; Nascetur Ridiculus Mus, 24 Can. B. Rev. 749 (1946). 
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these possible objections aside, one possible application of this 
section is to control the methods by which trademarks are used 
by exclusive distributors of foreign manufactured articles to 
protect the interests of the Canadian consumer. 

The problem of the “interloping importer” awaits a solution 
either by the Canadian judiciary or by Parliament. With the 
dependence of our economy upon imported goods it is of the 
utmost importance that the position of the exclusive Canadian 
distributor, through whom a large proportion of these goods is 
supplied to the Canadian public should be clarified. It is sub- 
mitted that the necessary clarification properly should come from 
Parliament through the amendment of section 51 to define the 
ambit of its protection. In the absence of such an amendment, 
it will be incumbent upon the courts to delineate the limits that 
will be imposed upon the trademark privilege in this area. In 
any event, whichever body is called upon to consider this problem 
should bear in mind that there is both a private and a public 
interest to be considered, and that in balancing these interests 
there are two questions which require answering: 


(1) Has the Canadian trademark owner created in Canada 
a private interest meriting trademark protection? This article 
has suggested that the application of section 51 should be re- 
stricted to those cases in which the Canadian registrant is able 
to demonstrate a business independence from the control of the 
foreign supplier of the trademarked articles and, in addition to 
that, the development of a Canadian consumer good will directed 
toward the distributor. In the absence of such evidence, the 
foreign supplier and the Canadian registrant should be treated 
as a single entity and denied the protection of section 51 against 
the “interloping importer”. It is submitted that the determina- 
tion as to whether there is such a degree of control by the sup- 
plier over the distributor to deny the protection of section 51 
to the distributor, should be based on the same considerations 
underlying the granting of “registered user” status. 


(2) Assuming the existence of a private interest which is 
worthy of cognizance, has the Canadian registrant employed his 
trademark privilege to the detriment of the Canadian public? 
If this question is answered in the affirmative on the basis of 
the criteria established in section 30 of the Combines Investi- 
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gation Act, then the application of the appropriate sanction pro- 
vided by this section should be considered. 

A final cautionary note seems to be in order. The problem 
of the “interloping importer” cannot be solved rationally with- 
out making several difficult value judgments upon the use of the 
trademark as one instrument of unfair competition. No better 
summation of the danger involved in this area can be found 
than that of Judge Frank in Standard Brands v. Smidler: 


“The public today is displaying a revived lively interest 
in free enterprise. That revived interest, one may hope, will 
not prevent a discriminating consideration of socially de- 
sirable monopolies. . .. Monopoly-phobia, like most phobias, 
is both a symptom and a cause of a neurotic tendency which, 
in refusing bravely to face facts, cannot yield intelligent 
guidance.” *° 


80. 151 F. 2d at 42, 35 TMR at 286. 
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NOTES FROM OTHER NATIONS 
By L. L. Gleason* 


Austria 
CAMAY Registration Upheld 


A trademark consisting of the word camay and the profile of 
the head of a woman turned to the left, within circles on a black 
background, was registered in Austria for toilet and bath soap, 
with priority from September 6, 1954. The above features of the 
mark were arranged in a square label divided into rectangular 
sections, one light green and the other light yellow, and the word 
CAMAY appeared in both sections. 

The owner of an International registration dating from No- 
vember 1, 1934 and duly extended to Austria applied to the Nullity 
Senate of the Patent Office for cancellation of the camay regis- 
tration. His mark was registered for soaps, perfumery, cosmetics 
and other goods, and it consisted substantially of the profile 
image of the head of a woman turned to the left, within a circular 
background. 

The Nullity Senate rejected the petition for cancellation on 
the general ground that the two marks were not confusingly sim- 
ilar, and the differences between them were considered in detail. 

It was found that the general impression given by the plain- 
tiff’s mark was that of the profile of a woman’s head turned to 
the left on a circular background. The mark had no other dis- 
tinguishing element. 

The defendant’s mark also contained a similar woman’s head 
facing to the left, but that feature of the mark was not the one 
which would attract the attention of the public. The most impor- 
tant part of the mark was the word caMay, appearing in both the 
upper and lower parts of the label. The Nullity Senate was sure 
that this mark would always be known as the camMay mark, and 
cAMAY was a fanciful word. 

The plaintiff tried to show that the word camMay could be 
mistaken for the German word “Kamee” (cameo), and he alleged 
that his trademark gave the impression of a cameo. This argu- 
ment was not accepted. 

The Nullity Senate conceded that the plaintiff’s mark, being 
registered in black and white, was protected for or in all colors. 


+ 800.4—OTHER STATUTES—FOREIGN LAW. 
* Member of the firm of Marks & Clerk, New York. 
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However, it believed that the colors light green and light yellow 
of the camay label added a further distinguishing element to that 
label. 

The plaintiff appealed to the Patent Court, which upheld the 
decision of the Nullity Senate. 


(Decision of Austrian Patent Office of December 9, 1958, 
published in Austrian Patent Gazette October, 1960.) 


Trademark PERDILATON Not Confusingly Similar to DILATOL 


The trademark pERDILATON was registered in Austria with 
priority from September 22, 1951 for medicines, chemical products 
for medical purposes, and pharmaceuticals. 

The owner of a prior International registration for the trade- 
mark DILaTOL in respect of medicines, chemical products for medi- 
cine, pharmaceuticals, ete., applied for the cancellation of the 
PERDILATON registration and the application was rejected by the 
Nullity Senate. An appeal to the Patent Court followed. 

This Court ruled that in considering the two marks it was 
not proper to compare them as DILATOL and DILATON, as the plain- 
tiff tried to do, and that they must be compared as pILaToL and 
PERDILATON. 

One mark consisted of three syllables and the other of four. 
The sequence of vowels in the first mark was 1-a-o for DILATOL 
and k-1-a-0 for PERDILATON. Also, the prefix per in the latter mark 
changed the sounds of the two marks considerably. In appearance 
the trademark PERDILATON was appreciably longer than pILAToL, 
and there was no resemblance between the initial syllables, PER 
and pt. 

The Court realized that there was no important difference 
between DILATOL and pILATON, but the distinguishing force of the 
prefix PER in the trademark peRDILATON could not be ignored, and 
it affirmed the decision of the Nullity Senate. 


(Decision of Austrian Patent Court of April 27, 1960, pub- 
lished in Austrian Patent Gazette October, 1960.) 


Canada 
Oppositions 


(a) Application to register the trademark up-town for non- 
alcoholic beverages opposed by owner of trademarks sEVEN-uUP 
and 7-up registered for same goods. Opponent also referred to 











1058 THE TRADEMARK REPORTER Vol. 50 TMR 


trademark By Town registered by another party for sparkling 
water; and alleged that applicant was not the party entitled to 
registration of the mark because it had been used by others in 
Canada before the date of first use claimed by applicant. 

The Registrar rejected the opposition because he considered 
that, notwithstanding the word up, common to both marks, “the 
marks in their totalities are dissimilar in appearance, in sound 
and in the ideas expressed by them”. He also observed that the 
opponent had failed to substantiate some statements made in the 
opposition. 


(Decision by Registrar, December 1, 1959. The Seven-Up 
Company v. Pure Spring (Canada) Limited.) 


(b) Application by a French company to register in respect 
of champagne wine a black label, including the words BLACK LABEL 
in rectangular border, the word cHAMPAGNE and other words, 
opposed by the owner of four Canadian registrations for labels 
embodying black labels and the words BLACK LABEL, for use on 
beer. The earliest registration was dated September 20, 1926. 
The applicant claimed use of its mark in Canada since April 
17, 1946. 

Opponent alleged that wine and beer are closely connected, 
especially in Ontario and Quebec, in which special licenses are 
granted for the sale of wine and beer as distinguished from gen- 
eral licenses for the sale of distilled alcoholic beverages and wine 
and beer; also that its BLACK LABEL beer was well-known in Canada 
through long use and extensive advertising. 

There was no oral hearing, and after considering the written 
evidence on file the Registrar rejected the opposition because he 
believed that the marks as a whole were substantially different 
and that their use by different parties on beer and wine, respec- 
tively, would not cause confusion. 


(Decision by Registrar, December 2, 1959. The Carling Brew- 
erties Limited v. Lanson Pére & Fils.) 


Somali Republic 
Trademark Protection 


This country, also known as Somalia, came into existence 
on July 1, 1960, as a combination of the former British Somali- 
land Protectorate and the former Italian Somaliland. It was 
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possible to extend British trademark registrations to British So- 
maliland Protectorate through a United Kingdom Registration 
Ordinance and the Trademark Office which administered that Or- 
dinance is still in operation. The Registrar recently stated that 
all British Somaliland Protectorate laws have been adopted in 
Somali Republic for the time being, including the United Kingdom 
Registration Ordinance, and he expects that this Ordinance will 
continue in force until it is expressly repealed. It presumably is 
effective only in that part of Somali Republic that was British 
Somaliland Protectorate. 


Sweden 


New Trademark Law 


Announcements have been made that a new trademark law 
will become effective in Sweden on January 1, 1961. Provisions 
of this law which are new in Sweden are as follows: 


1. Trademark applications will be published for opposition 
purposes. 


2. The International Classification of goods will be adopted, 
and one registration may cover goods of more than one class. 
Renewals effected on and after January 1, 1961 will be subjected 
to the classification requirement. 


3. Service marks may be registered, and there will be eight 
additional classes for such marks. 


4. Licenses may be recorded in the trademark register. 


5. The ten-year term of protection will run from the filing 
date of the application, and renewal terms will run from the ex- 
piration dates of preceding terms. 


Further details of the law will be given after it has been pub- 
lished in its final form. 


Union of South Africa 
Registration of Trademark LEXINGTON for Cigarettes Refused 


A United States corporation applied in 1960 for registration 
of the trademark LexincTon in the Union of South Africa in re- 
spect of cigarettes and other tobacco goods in Class 45, and 
endeavored to satisfy the Registrar that the mark had acquired 
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distinctiveness through use in the Union. In the principal affidavit 
it was alleged that the mark had been used continuously on cig- 
arettes since February 3, 1957; that sales have averaged in excess 
of 4,000,000 cigarettes per year; that annual expenditures for 
advertising have averaged about £45,664; that no other party has 
used the mark in South Africa on cigarettes; and that the mark 
has become well-known to the general public in South Africa as 
indicating the applicant’s cigarettes. (Editorial note: There was 
no comment by the Registrar to indicate if the sales and adver- 
tising figures applied to the Union of South Africa alone, possibly 
because he intended to reject the application on a ground other 
than that of insufficient distinctiveness. ) 

The Registrar rejected the application and his “reasons for 
refusal” were published in the South African Patent Journal of 
September 28, 1960. The case was compared with some leading 
British cases involving geographical names, such as Yorkshire 
and Liverpool, in which extensive use for many years was proven 
but registration of the marks was refused because they were, 
according to their ordinary signification, geographical names. The 
South African law bars the registration as a trademark of any 
word that is “reasonably required for use in the trade”. In this 
connection the Registrar made the following comments: 


“Tt must be borne in mind that manufacturers in the United 
States of America (including any there may be at Lexington) are 
entitled to export their goods to this country, including cigarettes 
and tobacco. Is it unreasonable to suggest that there may be 
now, or in the future, manufacturers in Lexington who may wish 
to import cigarettes or tobacco to the country and to indicate that 
they carry on business in Lexington? Lord Simonds has said 
that the fact that their rights are preserved by section 126 is not 
a guide as to whether or not a name should be registered. What 
is in my view a guide, is the question of whether or not the name 
has any industrial significance in relation to the goods, and that 
‘Lexington’ has that significance seems to me beyond question. 
It is according to the British Encyclopaedia ‘one of the largest 
loose-leaf’ tobacco markets in the country. Having regard to that 
fact, is it the sort of name that should be made the subject of a 
trade mark monopoly, even if it has acquired some degree of dis- 
tinctiveness? I do not think so.” 
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Viet-Nam 
Use of Trademark 


The trademark law of 1957 contains in Article 2 a peculiar 
provision, namely, that rights in a registered trademark may be 
lost if the mark is not used within a term of three years “from 
the date legally set for its renewal’. No mention is made of any 
requirement as to using the trademark during the initial term 
of 15 years, nor of continuing to use the mark after it is used 
during the three-year term following the first renewal. It might 
be inferred that the use requirement is meant to apply to the 
period of three years after each renewal, but that is not stated 
in the law. 

Because of the unusual wording of the provision relating to 
use, it was thought that perhaps an error had been made in the 
translation of the law into English. A check was made with asso- 
ciates in Viet-Nam, who in turn checked with the Bureau of In- 
dustrial Property in Saigon. The Bureau confirmed the wording 
of Article 2 and seemed to find nothing strange in it. 
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NOTES FROM THE PATENT OFFICE 


By Milton E. Abramson* 


Renewal of Registrations Under the Act of 1920t 


From time to time applications are received in the Patent 
Office to renew registrations issued under the Act of March 19, 
1920. Renewal of 1920 registrations is permitted only in limited 
situations. Applicants and their attorneys should consider care- 
fully the provisions of the Lanham Act of 1946 before submitting 
an application to renew a 1920 registration in order to deter- 
mine whether renewal of the registration will be permitted. 

Section 46(b) of the Act of 1946 provides for the renewal 
of a registration issued under the Act of 1920 on the Supple- 
mental Register only if renewal is necessary to support a foreign 
registration. If it is not clearly shown in the application for 
renewal that the registration is necessary to support the foreign 
registration, the renewal of the 1920 registration will be refused. 

Generally, renewal of a registration under the Act of 1920 
is not necessary to support a foreign registration in a country 
which has ratified the London (1934) revision of the International 
convention. Where there are specific exceptions to this rule ap- 
propriate consideration will be given to the application. The 
usual renewal of a 1920 Act registration is based upon a regis- 
tration in a country which has not ratified the London (1934) 
revision. 


Patent Office Classification of Goods and Services 


In order to establish a workable arrangement of goods and 
services as an aid to Examiners in their search of the registers 
for anticipatory references, unofficial definitions have been pre- 
pared to serve as guides. The definitions are subject to change 
as new products or the convenience of the Office may require. 
Attorneys who prepare applications to register trademarks, how- 
ever, should find the definitions helpful. Frequency of use rather 
than class number will determine the order in which the class 
definitions will be presented. 


* Examiner, Trademark Operation, U. 8. Patent Office. Member, District of 
Columbia Bar. 
t 220.—RENEWAL OF REGISTRATION. 
200.86—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE (EX PARTE)— 
CLASSIFICATION OF GOODS. 
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Class 4—Abrasives and Polishing Materials 
Definition 
This class includes substances used for surfacing and finish- 
ing materials by abrasive action and compositions which produce 
a luster by rubbing or burnishing. 


Contents 
(1) Note: Abrasives include natural and artificial abrasives, 
flexible and inflexible abrasives, steel wool, abrasive papers, grains, 
cloths, powders, belts, pads, valve grinding compounds, blast 
abrasives, abrasive cleaners, and chemically treated polishing 
cloths. Other examples are abrasive type materials as grinding 
wheels, discs, grindstones, hones, ete. 


(2) Note: Polishing materials include polishing abrasive 
compounds, polishing and cleaning preparations combined, pol- 
ishing waxes, metal polish, floor waxes, shoe polish, floor and fur- 
niture oils. Included are polishing and buffing wheels and segments 
thereof. 


(3) Note: See following classes for cross-reference: 
29, Brooms, brushes and dusters for non-treated polishing cloths. 
23, Cutlery, machinery and tools and parts thereof, for machines 
and tools used for abrasive purposes. 


51, Cosmetics and toilet preparations, for dentifrices which ba- 
sically consist of an abrasive and detergent. Included are 
abrasives for use as depilatories. 

1, Raw or partly prepared materials, for minerals as sand, quartz, 
ete. See (1) Note: above for minerals used as abrasives. 


52, Detergents and soaps, for cleaning compositions which are not 
abrasive in action. Included are preparations for removing 
wax and polish. 

6, Chemicals and chemical compositions, for chemical compounds 
per se, such as aluminum oxide or silicon carbide having no 
recitation of abrasive use. 


Class 5—Adhesives 
Definition 


This class includes compositions or materials for binding two 
or more surfaces or articles. 
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Contents 


(1) Note: Adhesive compositions for this class include ad- 
hesives for general use such as glues, pastes, mucilages, rubber 
cement, asphalt tile cement, gasket cement, adhesive cement, etc. 
Also includes activators, accelerators, softeners, etc. used with 
adhesives for making the adhesive work better. 


(2) Note: Adhesive materials for this class include the com- 
bination of an adhesive with a backing or reinforcement tape or 
strip of paper, cloth, cellulose acetate or similar material. These 
materials include friction tape, gummed paper tapes, cellophane 
tape, sealing tapes and masking tapes. 


(3) See classes 


12, Construction materials, for construction materials which pos- 
sess bonding properties. Such materials generally constitute 
a resurfacer, lining or structural part. Exemplary materials 
include (a) such cementitious or refractory construction ma- 
terials, as mortar, refractory cement, or cement per se; (b) 
materials used or sealing cracks or other openings such as 
pipe thread jointing compound, caulking compounds, putties; 
(c) Fabric tapes, saturated with a bituminous base, used for 
covering and insulating pipe and the like. 


37, Paper and stationery, for paper coated with an adhesive, 
usually in bulk form as gummed paper sheets such as gum 
labels, partially printed or blank. 


38, Prints and publications, for printed gum labels. 


6, Chemicals and chemical compounds, for sizing agents per se, 
such as paper size and textile sizing agents. 


16, Protective and decorative coatings, for wall sizes. 
1, Raw or partly prepared materials, for bonding clays. 
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PATENT OFFICE 


Trademark Statistics 


Cumulative 
January—October 








1960 1959 
Applications filed .............................0-- 19,184 19,159 
Registrations issued 
Principal Register ...................... 15,103 14,758 
Supplemental Register .............. 628 665 
ED taiiGnsiicidtiisnsinadsics 15,731 15,423 
INE ical aia cess bielplanesonibaaamibse 3,377 2,701 
See. 12(c), publications ..................... 402 390 
Sec. 8, affidavits filed —....222 22... 10,689 10,036 
Sec. 8, cancellations .......................----- 4,061 4,204 


Cancellations, other .................-.........- 135 178 
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JOHN MORRELL & CO. v. RELIABLE PACKING CO. 


No. 58 C 1965—D. C.N. D. Ill., E. D.— June 1, 1960 — 
127 USPQ 102 


500.18—COURTS—CONFUSING SIMILARITY 
In weighing question of trademark infringement, the court considers onlv the 
trademark, not the house mark or company name, or the packaging and labeling; 
attention must be focused on the brand name alone, considered as a whole. 
600.6—COURTS—JURISDICTION 
To support jurisdicton under the Lanham Act it is not necessary to show 
sales by defendant in interstate commerce, but only to establish that defendant’s 
use will substantially affect plaintiff’s interstate business or exercise a marked 
economic effect on interstate commerce or interfere with the free flow thereof. 
700.1—EFFECT OF REGISTRATION—IN GENERAL 
A mark registered in the Patent Office is presumed to be valid; and registra- 
tion of a mark under a state trademark law precludes the registrant from asserting 
that he is using the term in a descriptive sense. 
800.63—STATE STATUTES—DILUTION 
The use of an infringing mark dilutes the distinctive quality of plantiff’s mark 
and violates the provisions of Section 22 of the Illinois Trademark Act relating 
to dilution. 
500.5—COURTS—SCOPE OF RELIEF 
On finding of infringement court grants injunction, cancellation of state 
trademark registration, accounting of defendant’s profits, and reasonable attor 
neys’ fees to plaintiff. 


Action by John Morrell & Co. vy. Reliable Packing Co. for trademark 
infringement, unfair competition, and violation of Illinois Revised Statutes, 
e. 140, s. 22. Judgment for plaintiff. 

See also 49 TMR 961. 


Byron, Hume, Groen & Clement and Dean A. Olds, of Chicago, Illinois 
(Mason, Fenwick & Lawrence, of Washington, D.C., of counsel) for 
plaintiff. 

John Charles Brezina, of Chicago, Illinois, for defendant. 


SULLIVAN, District Judge. 

Complaint alleges three causes of action. One count is for Federal 
statutory infringement based on Section 32 of the Lanham Act 15 U.S.C. 
1114(1) ; the second count claims unfair competition; and the third count 
asserts dilution of a trademark under Chapter 140, Illinois Revised Statutes 
Annotated Section 22. 

The parties, both of whom are engaged in the sale of packing house 
products, including hams, have agreed to submit the case without trial, 
upon the record, briefs, and oral arguments. 


1067 








1068 THE TRADEMARK REPORTER Vol. 50 TMR 


The controversy concerns three issues; (1) does the defendant’s 
marketing of hams under the name of EASY-CARVE infringe plaintiff’s reg- 
istered trademark E-Z-cUT; (2) does such marketing constitute unfair com- 
petition, and (3) does such marketing dilute the distinctiveness of plain- 
tiff’s trademark E-z-cuT as applied to hams. 

Plaintiff is engaged in the sale of packing house products throughout 
the United States. In 1937, plaintiff commenced the use of E-zZ-cuT as its 
trademark for hams. On May 10, 1938, Reg. No. 356,791, for the trademark 
E-Z-CUT as applied to hams, was issued to plaintiff and such trademark has 
been used continuously through the years. Such E-z-cuT hams are sold in 
the grocery stores as are the defendant’s EASY-CARVE hams. Plaintiff has 
advertised its E-Z-cuT hams in the newspapers, magazines, radio, television, 
and other media. The registered trademark E-z-cuT has been affixed to 
the hams in the form of labels, wrappers, and hang tags. 

The defendant, Reliable Packing Co., of Chicago, Illinois, is engaged 
in the processing and marketing of pork products including hams. Since 
April, 1957, the name EASY-CARVE has been used by defendant on wrappers, 
labels and hang tags and in advertising. Defendant has continued the use 
of EASY-CARVE despite plaintiff’s objection which was in the form of a letter 
dated April 8, 1958, stating that plaintiff believed defendant’s use of Easy- 
CARVE on hams was an infringement of plaintiff’s registered mark E-Z-CUT. 

Defendant asserts that plaintiff has never used the words E-Z-CUT ex- 
cept as a part of a composite MORRELL’s E-Z-cuT together with the distinc- 
tive logotype consisting of the picture of the heart against a blue back- 
ground. As a consequence purchasers who see plaintiff’s labels, tags, and 
advertising see MORRELL E-Z-CuUT. In addition, defendant claims that plain- 
tiff has failed to submit any facts in support of its contention that the 
name charged to be infringement identified plaintiff in the purchaser’s 
mind and of the likelihood of confusion. 

Attempting to bolster his defense, defendant refers to plaintiff’s mark 
aS MORRELL’s E-Z-CUT. However, the name MORRELL is the “house mark” 
or company name. E-Z-cUT is the trademark. By the same token defen- 
dant’s trademark is EASY-CARVE and his company name is THOMPSON FARMS. 
The Court considers only the trademark, not the house mark or company 
name. 

A ease in point is Q-Tips, Inc. v. Johnson & Johnson, 206 F.2d 144, 
98 USPQ 86 (44 TMR 39) (3rd Cir., 1953), which held that where two 
trademarks are confusingly similar, infringement is not avoided by the 
use of other names on the labels. The Court discounted defendant’s con- 
tention that infringement was avoided by the use of its house mark 
JOHNSON’s on its labels and packages. To quote from the opinion at page 
147, 98 USPQ at 89 (44 TMR at 44): 


“* * * When defendant entered the field plaintiff was making 90% of 
the prepared swabs in the United States. The evidence is convincing 
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that defendant made its choice of COTTON TIPs in order to come as 
close as it thought legally possible to Q-Tips and bask in the retlected 
popularity of plaintiff’s name.” 


As for his own product, EASY-CARVE, defendant contends that he never 
uses the term by itself on wrappers or tags affixed to the hams. Instead, 
defendant features the mark THOMPSON FARMS BRAND with the farm picture 
of a farm scene and a yellow and green checkerboard package design. 

As a consequence of registration in the United States Patent Office, 
plaintiff’s trademark E-z-cuT is presumed to be valid, Weiner et al. v. Na- 
tional Tinsel Mfg. Co., 123 F.2d, 96, 98, 51 USPQ 247, 248 (31 TMR 438, 
440) (7th Cir., 1941), states: 


“* * * a strong presumption exists as to the validity of the trade- 
marks and likewise a presumption that they are not descriptive* * * .” 


It is recognized that there is a distinction between the use of a word 
or combination of words in a trademark or brand name sense and the use 
of words descriptively on labels, wrappers and advertising copy. It is not 
plaintiff’s intention to enjoin defendant from using ordinary words in a 
descriptive sense, but rather to prevent defendant from using the term 
EASY-CARVE aS a trademark or name for its product. On June 20, 1957, 
defendant registered EASY-CARVE as a trademark under the trademark law 
of Illinois. As a consequence of such registration defendant is precluded 
from asserting that he is using such term in a descriptive sense. 

The crux of the case concerning infringement is whether defendant’s 
use of EASY-CARVE on hams is is so similar to that of the term E-Z-cUT as 
to create possibility of confusion in minds of prospective purchasers. 

In trademark infringement cases, the test imposed by statute (15 
U.S.C.A., See. 1114(1)(a)) is likelihood of confusion. Northam Warren 
Corporation v. Universal Cosmetic Co., 18 F.2d 774 (17 TMR 203) (7th 
Cir., 1927). It is not necessary to prove actual confusion. 

In Pikle-Rite Company v. Chicago Pickle Co., 171 F.Supp. 671, 121 
USPQ 128 (49 TMR 1002) (U.S.D.C., N.D., Ill. 1959), Judge Hoffman 
held that whether trade name infringement exists is not to be determined 
solely by side-by-side comparison of names in question. While it is proper 
to consider names as a whole, names should not be examined with a micro- 
scope to detect minute differences. 

In the instant case, the products are the same, are sold through the 
same stores to the same prospective customers. As an aid in the deter- 
mination of whether the names E-Z-cUT and EASY-CARVE are confusingly 
similar, consideration should be given to appearance, sound and meaning 
between marks on identical goods. Only trademarks should be compared. 
Packaging and labeling is unimportant. Attention must be focused on 
the brand name alone. The two marks EASY-CARVE and E-Z-CUT are synony- 
mous and similar in sound. 
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Another defense raised by defendant is that the Court lacks juris- 
diction because defendant is not selling his product in interstate commerce. 
This defense is nullified by the provisions of the Lanham Act which con- 
fers broad jurisdictional powers on the Court of the United States. To 
quote from Pure Foods v. Minute Maid Corp., 214 F.2d 792, 795, 102 
USPQ 271, 273 (44 TMR 1408) (5th Cir. 1954) : 


“#* * * Tt is too well settled to require citation of authority that 
an activity local in nature but which interferes with the free flow of 
interstate commerce or exercises a substantial economic effect on inter- 
state commerce may be regulated by Congress. * * *.” 


Plaintiff need not prove defendant is selling its products in inter- 
state commerce. It is necessary only that plaintiff establish that de- 
fendant is making such a use of the trademark that it will substantially 
affect plaintiff’s interstate business or will exercise a marked economic 
effect on interstate commerce or will interfere with the free flow of inter- 
state commerce. The record discloses sales of great magnitude by defen- 
dant in Illinois and by plaintiff in interstate commerce, including Illinois. 

The final contention of defendant is that it does not violate the pro- 
visions of Section 22 of the Illinois Trademark Act relating to dilution. 
However, there is no merit to such contention. When defendant started 
using EASY-CARVE as its trademark, it infringed plaintiff’s registered trade- 
mark. In so doing, defendant diluted the distinctive quality of E-z-cuT, 
plaintiff’s trademark. 

It has been established that defendant has infringed plaintiff’s trade- 
mark and that an accounting is indicated in order to determine defen- 
dant’s profits since April 8, 1958, the date of notice given to defendant 
of plaintiff’s claim of infringement. 


SUMMARY 


Defendant in its use of EASY-caRvE has infringed plaintiff’s registered 
mark E-Z-cuT and has diluted the distinctive quality of plaintiff’s trademark. 

It is hereby ordered that defendant be permanently enjoined from 
the use of the name EASY-CARVE, that defendant’s Illinois registration for 
trademark EASY-CARVE be canceled; that defendant pay reasonable attor- 
neys’ fees to plaintiff, and that an accounting be made to determine the 
extent of defendant’s profits. 
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CAR-FRESHNER CORPORATION v. MARLENN PRODUCTS COMPANY, INC. 
No. 10830 —D. C., D. Md.— March 30, 1960 —125 USPQ 111 


500.22a—COURTS—DRESS OF GOODS—FUNCTIONAL FEATURES 

The fact that a trademark cannot be the article itself applies to both common 

law and registered trademarks. 
500.22b—COU RTS—DRESS OF GOODS—ORNAMENTAL FEATURES 

The shape of bottles which contain dry air deodorants for perfuming the air 
is non-essential and performs no part in the intended function of the goods, how- 
ever, the pine tree shape is descriptive. 

500.37—COURTS—SECONDARY MEANING MARKS (SEC. 2(f) ) 

Secondary meaning could scarcely have been acquired at the time of filing the 
application for registration where the device was first used in the month preceding 
the filing date and where no evidence of secondary meaning was submitted to the 
Examiner. 

500.22e-—COURTS—DRESS OF GOODS—PACKAGES AND CONFIGURATIONS 

Since plaintiff’s tree device was not registrable as a trademark, a fortiori, a 
picture of plaintiff’s tree device used on display cards should not have been 
registered. 

500.74a—COURTS—EVIDENCE—IN GENERAL 

Evidence established beyond any doubt deliberate, wilful copying by defendant 
of plaintiff’s tree product with fraudulent intent. 

500.37—COURTS—SECONDARY MEANING MARKS (SEC. 2(f) ) 

The physical appearance of goods or products may not be copied or imitated, 
if the copied or imitated feature is non-functional, has acquired a secondary mean- 
ing, and if the copy or imitation is likely to cause confusion in trade. 

500.11I—COURTS—IN GENERAL 

Plaintiff has fully established beyond any doubt that its product acquired a 
secondary meaning prior to defendant’s entry into the field; that defendant 
slavishly and unnecessarily copied the unique, non-functional features of plaintiff’s 
product; and that defendant’s imitation of plaintiff’s product was initiated and 
executed with the intent to “palm off” its product as plaintiff’s product. 


Action by Car-Freshner Corporation v. Marlenn Products Company, 
Inc., for trademark infringement and unfair competition in which defen- 
dant counterclaims for cancellation of trademark registration. Judgment 
for plaintiff in part and defendant in part. 


C. Gordon Haines, of Baltimore, Maryland, and Robert F. Conrad and 
Watson, Cole, Grindle & Watson, of Washington, D.C., for plaintiff. 

Thomas W. Y. Clark, J. Wesley Everett, and Samuels & Clark, of Balti- 
more, Maryland, for defendant. 


WarTEINS, District Judge. 

This suit involves separate counts for technical trademark infringe- 
ment under the Lanham Act, 15 U.S.C.A. § 1501, et seq., and for unfair 
competition due to the manufacture and sale by defendant of a small tree 
shaped figure of blotter stock material impregnated with a deodorant. 
An answer was filed by defendant denying any exclusive right of the 
plaintiff to the tree shaped figure so impregnated; and two counterclaims 
were filed by defendant; one requesting the cancellation of plaintiff’s 
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trademark registration because it was improperly granted and improperly 
used; and the second requesting an injunction against plaintiff’s use of a 
figure comprising a horseshoe and rose impregnated with a deodorant, this 
latter claim for relief since having been withdrawn. 


Trademark Infringement 


In August, 1952, plaintiff and its predecessors' adopted and have since 
been using the device of a pine tree in connection with the sale and dis- 
tribution of perfumed air deodorants. This pine tree included a block-like 
base and a white panel displayed at a slight angle on the body of the tree. 
On September 25, 1952, plaintiff’s predecessors filed an application for the 
registration of the tree design, including the slanted panel, the block-like 
base and the words CAR-FRESHNER. This application matured into Regis- 
tration No. 595,047, dated September 14, 1954, which is now owned by the 
plaintiff, infringement of said registered trademark being the cause of 
action alleged in the first count of the complaint in the instant suit. Upon 
issuance of the certificate, plaintiff affixed notice of registration to its goods. 
Plaintiff’s product consists of blotter stock die-cut in the shape of a pine 
tree and dyed a solid color? with the exception of a white slanted panel 
and block-like base with a white panel. In the white slanted panel appear, 
printed in the same solid color as used on the body of the tree, the words 
CAR-FRESHNER and in the white base panel: 


FOR ‘“‘FOREST-FRESH” AIR 
CAR-FRESHNER CORP. 
WATERTOWN, N.Y., U.S.A. 


After printing and prior to die cutting, the absorbent blotter stock is 
impregnated with the desired perfumed air deodorant. The trees are 
then sealed in cellophane envelopes and twenty-four envelopes stapled to 
a cardboard easel or display panel. Sales to retainers are of these display 
cards, the ultimate consumer detaching from the card the number of 
individual trees he wishes to purchase. As now marketed, the plaintiff’s 
tree carries a small R in a white circle in the center of the tree just above 
the slanted panel. Plaintiff claims a trademark registration on the tree 
itself. Defendant contends that the actual mark registered was a picture 
of the plaintiff’s tree-shaped dry deodorant, said picture being used on the 
display cards associated with the merchandising of plaintiff’s trees. 
Examination of the file wrapper for the granting of the registration 
on the principal register shows that the initial samples of the use of the 
mark filed with the application are of a red tree printed on a rectangular 








1. The business at the time of its organization was a partnership which was suc- 
eeeded by a proprietorship which, in turn, was converted into the present plaintiff 
corporation. 

2. Plaintiff sells trees of five different colors, each color indicating the alleged 
scent of that particular tree as, for example, green trees are represented as containing 
the odor of royal pine; blue trees, bouquet; and red trees, spice. 
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blotter stock bearing plainly across the slanted panel the words CarR- 
FRESHNER with the notation TR.MK. just above and also within said panel; 
and at the base within a red margin the inscription: 


FOR “FOREST-FRESH” AIR 
CAR-FRESHNER CO. 
WATERTOWN, N.Y., U.S.A. 


In this application the initial description of goods calied for “absorbent 
material impregnated with air deodorizing and disinfecting material.” 
The application was rejected for the reason that “the mark is dominated 
by the representation of the goods and the words CAR-FRESHNER which 
are considered to be merely descriptive as applied to applicant’s goods.” 
Upon the suggestion of the examiner the description of the goods was 
changed to “an air deodorant and disinfectant” and applicant’s attorney 
stated that the “representation of the tree is in reality a package or con- 
tainer for the goods and distinctive containers have heretofore commonly 
been registered as trademarks. Such containers certainly identify the 
source of the goods.”’ A card used in connection with the sale of applicant’s 
goods which suggested various uses of dry deodorants—i.e., in the car, in 
the kitchen, in the bathroom and in the closet—was submitted to meet 
examiner’s contention that the words CAR-FRESHNER were merely descrip- 
tive. The card bore a picture of the tree as shown in the samples initially 
submitted to indicate the use of the mark. A single rectangular blotter 
with the tree device imprinted upon it was stapled on the card over the 
picture of the tree. The description of the goods was next amended to “an 
air deodorant and perfuming agent.” The application was again rejected 
in part for the reason that: 


“Applicant’s admission that ‘the representation of the tree is in 
reality a package or container for the goods’ supports the examiner’s 
position that the tree constitutes a representation of the package or 
container of the goods. Such matter, while it identifies applicant’s 
goods, is only qualified for registry on the Supplemental Register in 
accordance with the provisions of Section 23 of the Act of July 5, 1946. 

“There are no provisions under the act of July 5, 1946 which 
provide for the registration of the container of the goods or the package 
of the goods on the Principal Register. Only the Supplemental Regis- 
ter provides for the registration of such marks providing they are 
capable of distinguishing applicant’s goods. Attention is directed 
to Section 23 of the Act of July 5, 1946 entitled ‘Nature of Mark.’ ” 


A further amendment of the description of the goods was made to “an 
absorbent body impregnated with a perfumed air deodorant” and the 
argument was then advanced by applicant that “while the absorbent mate- 
rial might be considered a vehicle in which the deodorant is absorbed, it 
certainly is not a package or container in the ordinary sense of the word.” 
The applicant was then finally rejected with the statement that only on 
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the Supplemental Register could a package or container be registered, 
citing various decisions to that effect. After an interview with the exam- 
iner a further amendment was filed disclaiming registration rights of the 
words CAR-FRESHNER except as used “in connection with the trademark as 
shown” and new facsimiles were filed of a larger display card with the 
blotter removed and showing the picture of the tree on the card in the 
position previously intended for the blotter. Various uses for the dry 
deodorants were suggested on the card, and room for approximately 
twenty-four envelopes containing plaintiff’s products was provided. The 
applicant’s attorney made the following statement in regard to these new 
specimens: “It is our understanding that the examiner stated that if 
specimens were submitted in place of those originally filed with this appli- 
eation and in which the trademark is shown printed on a rectangular card, 
that registration could be obtained. These rectangular cards, therefore are 
believed to dispose of the examiner’s contention that the drawing merely 
shows the package or container.” 

A further amendment was made canceling that part of the application 
alleging that the specimens showed the trademark as actually used “in 
connection with such goods, the trademark being applied to the goods” and 
inserting instead “on display cards associated with such goods.” The 
application was then allowed on the Principal Register with the definition 
of the goods as shown in the registration, being “absorbent body impreg- 
nated with a perfumed air deodorant.” 

Plaintiff urges that the doctrine of file wrapper estoppel, which is 
frequently applied in patent cases, is not found in trademark cases, the 
reason being that “registration of a trademark confers no rights and limits 
none, but is a mere procedural advantage, depending upon common-law 
ownership. United Drug Co. v. Theodore Rectanus Co. [1918], 248 U.S. 
90, 39 S.Ct. 48, 63 L.Ed. 141 (9 TMR 1). That is to say, plaintiff’s right, 
if it exists, to noninterference by the defendants * * * is determined by 
common law.” (Anheuser-Busch, Inc. v. Cohen et al., D.Md. 1930, 37 F.2d 
393, 396, 4 USPQ 105, 107-108 (20 TMR 561)—emphasis supplied ; accord: 
Dizxi-Cola Laboratories, Inc. v. Coca-Cola Co., 4 Cir., 1941, 117 F.2d 352, 
353, 48 USPQ 164, 166 (31 TMR 39); cert. den. 1941, 314 U.S. 629, 62 
S.Ct. 60, 86 L.Ed. 505, 51 USPQ 546). This court has not reviewed and 
summarized the proceedings indicated by the file wrapper for the purpose 
of raising any estoppel against the plaintiff as to any common law trade- 
mark rights that it might possess. However, a determination of what 
actually was registered is obviously necessary for a determination of the 
issues of the validity of the registered trademark, infringement of the 
registered mark and the alleged misuse of the notice of registration, or 
false claim of registration, by the plaintiff, through the placing of ® 
on the goods themselves. 

The certificate issued by the Patent Office contains no statement limit- 
ing the manner of the use of the mark by plaintiff. It would nevertheless 
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be unrealistic to ignore the Patent Office proceedings including three rejec- 
tions of the application on the ground that the tree device constituted a 
representation of the package or container of the goods and, therefore, 
was not qualified for registry on the principal register coupled with the 
fact that registry was granted only when new specimens showing the tree 
device printed on display cards were submitted to “dispose of the exam- 
iner’s contention that the drawing merely shows the package or container.” 
The court is mindful of the Fourth Circuit holding in Denominational 
Envelope Co. et al. v. Duplex Envelope Co., Inc., 4 Cir. 1935, 80 F.2d 186, 
192-193, 27 USPQ 317, 323, a patent case, in which Judge Soper speaking 
for the court said: 


“«#* * * it is the language of the claim, and not the argument of 
patent counsel which controls. Of course the claim as allowed must be 
read and interpreted with reference to the rejected claims, and to the 
prior state of the art, and cannot be construed to cover what was 
rejected by the Patent Office or disclosed by prior devices. Doughnut 
Machine Corporation v. Joe Lowe Corp. (C.C.A.), 67 F.2d 135, 19 
USPQ 84. On the other hand, the solicitors’ arguments of themselves 
set up no estoppel. ‘We read the claims as they are written, like the 
language of any other formal statement drawn up as the final memorial 
of the parties’ intentions, and we decline to consider what was said 
arguendo during the passage of the case through the Patent Office, or 
any other of the preliminary negotiations which the patent itself was 
intended to subsume.’” (Emphasis supplied.) 


Assuming, without deciding, that this rule of integration applies to 
trademark as well as patent cases, what was finally registered must be 
considered in light of what was three times rejected for registration. 
Moreover the statement of applicant’s attorney that new specimens con- 
sisting of a display card and five photostatic copies thereof were submitted 
“to dispose of the examiner’s contention that the drawing merely shows 
the package or container,” although not available to create an estoppel as 
to plaintiff's common law trademark rights, is indicative of what the 
examiner finally found qualified for registry on the principal register and 
is indicative of the fact that he never abandoned his initial position that 
the tree device when applied directly to the goods constituted a representa- 
tion of the package or container of the goods and, as such, was not regis- 
trable on the principal register. On the basis of the proceedings in the 
Patent Office, as outlined above, the court holds that the plaintiff did not 
obtain registration of a pine tree device to be applied to an absorbent body 
impregnated with a perfumed air deodorant. Registration No. 595,047 is 
a registration of a picture of plaintiff’s product, said picture at the time 
of registration being used by plaintiff on a non deodorant impregnated 
display card associated with the sale of plaintiff’s tree shaped dry 
deodorants. 
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However, were the plaintiff’s position in regard to what constitutes its 
registered mark correct, the court would hold that such registration as of 
September 14, 1954 was improperly granted. Plaintiff claims usage of its 
alleged trademark on its product but, in fact, the alleged trademark is its 
product. They are co-extensive—the product and the alleged mark, regis- 
tration of which the Patent Office finally refused. The fact that a trade- 
mark cannot be the article itself applies to both common law trademarks 
and to those registered. Alan Wood Steel Company v. Watson, D.D.C. 
1957, 150 F.Supp. 861, 862-863, 113 USPQ 311, 312 (47 TMR 848); 
Callmann, Unfair Competition & Trademarks, 2nd Edition, Vol. 3, section 
71.4, page 1103. A mistaken registration would not remove this disability. 
The freedom to apply a trademark to an article provided by section 1127 
of Title 15 U.S.C.A. does not extend to making the mark identical to the 
article. That the mark, as now claimed by the plaintiff, and the article, are 
identical is evidenced by plaintiff’s motion for a preliminary injunction 
enjoining the defendant from “making and selling packaged deodorant 
bodies in the shape of a pine tree, and such packaged deodorants having 
a block-like base and white panel displayed on the body of the tree”; the 
ground alleged in support of the granting of such relief being that “on 
or about August, 1952, plaintiff originated a packaged deodorant in the 
shape of a pine tree. This pine tree included a block-like base and a white 
panel displayed at a slight angle on the body of the tree. In connection 
with this product plaintiff obtained a United States Trademark Regis- 
tration No. 595,047, on September 14, 1954.” 

Goodyear Tire & Rubber Co. v. Robertson, D.Md. 1927, 18 F.2d 639 
(17 TMR 172), affirmed 4 Cir. 1928, 25 F.2d 833 (18 TMR 270), was an 
action to require the Commissioner of Patents to issue a trademark regis- 
tration on the design of a section of an automobile tire which involved a 
plurality of diamond shaped projections on the tire casing. Although the 
application contained a description in words of distinctive features of the 
trademark, the actual illustration or picture of the design of the portion 
of the tread was the matter on which registration was requested. The 
district court quoted with approval from the memorandum opinion of the 
Court of Appeals of the District of Columbia Circuit affirming the rejection 
of registration by the Patent Office for the following reason: 

“<The diamond-shaped projections which appellant claims as a 
trademark are clearly descriptive of the goods on which they are used, 
since they form a very essential part of the goods itself. In other 
words, these projections are molded on the face of a rubber tire, either 
to enhance the wear, or to prevent skidding, or both. Section 5 of the 
Trademark Act of 1905 * * * among other things provides “that no 
mark, which consists merely in * * * devices which are descriptive 
of the goods with which they are used shall be registered.” As sug- 
gested in brief of cownsel for the Patent Office, “the most accurate way 
of describing an article is possibly by the article itself”.’” (18 F.2d at 
639 (17 TMR at 173) ; emphasis supplied. ) 

The court then continued: 
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“The complainant nevertheless contends that it is not seeking to 
register the article itself—that is, the tire—but only so much thereof 
as is indicated by the words ‘a band of diamond-shaped figures.’ 
These words, it says, accurately describe the mark and may be applied 
to anything in the world, without affording the slightest information 
of its nature or quality. Section 5 of the Trademark Act (Comp. St. 
§ 9490) contemplates that even the name of an individual may be a 
trademark, if written, printed, impressed, or woven in some particular 
or distinctive manner, and it has been decided that it is no objection 
to the validity of an otherwise good mark that it is impressed upon or 
inherent in the article manufactured, as in the case of a watermark 
upon paper, a word or symbol blown into a glass bottle or jar, or an 
arbitrary mark on the head of a horseshoe nail. Samson Cordage 
Works v. Puritan Cordage Mills (C.C.A.), 211 F. 603, 605 (4 TMR 
225). 

“But it is quite clear that the complainant does not seek to regis- 
ter a definitely specified mark as an arbitrary symbol indicative of the 
origin of the goods, apart from the goods themselves, but a mark which, 
if not an essential, is at least an important part thereof. It consists of 
outstanding diamond-shaped blocks disposed circumferentially upon 
the tire so as to form the tread. If an attempt were made to register 
as a trademark applicable to automobile tires the words ‘diamond- 
shaped tread,’ no one could contend that the words were not descrip- 
tive of the goods. It is certain that the complainant is no better off 
by adopting the diamond-shaped tread itself to convey the idea.” 
(18 F.2d 639-640) (17 TMR at 173-174). 


* * * 


“Registration of the diamond tread is improper, also, because it 
is a functional part of the tire. The Trademark Act of the United 
States does not purport to create trademarks. It provides merely for 
registration of them by the owner, while the property in them, the 
right to their exclusive use, and their characteristics generally, rest 
upon the laws of the several states. A trademark may be defined as a 
distinctive name, word, mark, emblem, design, symbol, or device used 
in lawful commerce, to indicate or authenticate the source from which 
has come, or through which has passed, the chattel upon or to which 
it is applied or affixed. Hopkins on Trademarks, §3. McLean v. 
Fleming, 96 U.S. 245, 24 L.Ed. 828; Mfg. Co. v. Trainer, 101 U.S. 51, 
25 L.Ed. 993. 

“But the chattel itself is not and cannot be the trademark. More- 
over, while a mark otherwise good may be so fabricated with the goods 
as to be integral therewith, yet, if it forms a useful and functional part 
of the whole, it is not a valid trademark and may not be registered. 
Otherwise the owner would secure not merely the exclusive right to 
use the mark, but also the exclusive right to make the article itself, 
and would thus secure a perpetual monopoly irrespective of patent- 
ability.” (18 F.2d at 641) (17 TMR at 175-176). 


In the instant case it is likewise contended by the defendant that the 
tree, the slanted panel and the block-like base are functional for reasons 
of artistry and economy. The court has carefully reviewed the testimony 
and finds that this defense is unproven. While the blotter-stock holds the 
fragrance, nevertheless its shape is not an essential feature. The products 
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of the parties to this suit are dry air deodorants. The products are pur- 
chased for the purpose of perfuming the air and eliminating undesirable 
odors. The shape of the blotter which contains the fragrance is nonessential 
and performs no part in the intended function of the goods. “A feature 
is non-functional if, when omitted, nothing of substantial value in the goods 
is lost.” A.L.I. Restatement, Torts, section 742, Comment (a). 

However, plaintiff’s tree device is clearly descriptive of the ingredients, 
properties and function of its product and therefore incapable, in the 
absence of an acquired secondary meaning, of being a trademark. Section 
715(c) of A.L.I. Restatement, Torts, states in part that, except as set out 
in sections 720-722, a trademark may not be “a designation descriptive of 
the goods or of their quality, ingredients, properties or functions.” * Section 
721 elaborates upon this general rule as follows: “A designation cannot be 
a trademark for goods if it is likely to be regarded by prospective pur- 
chasers as a common name or generic name for such goods or as descriptive 
of them or of their ingredients, quality, properties, functions or uses.” * 
Comment a under section 721 contains the qualification that the fact that 
“a designation may have a suggestive significance in connection with the 
goods does not render it inappropriate for use as a trademark. The test 
is the imaginativeness involved in the suggestion, that is, whether the 
suggestion is so close and direct that it is apparently descriptive and gen- 
erally useful in approximately that form to all merchants marketing such 
goods or is so remote and subtle that it is fanciful and not needed by other 
merchants or similar goods.” Plaintiff argues that its tree device is not 
descriptive nor even suggestive or a pine scent for two reasons—first that 
the fragrance used on the plaintiff’s green trees does not resemble a true 
pine scent and secondly, that the plaintiff employes its tree design in 
connection with colors other than green for scents other than those having 
any similarity to the scent of pine. That the plaintiff does not or cannot 
reproduce any absolutely true pine scent in its dry deodorants or that it 
sells tree shaped deodorants in scents other than that of pine is immaterial. 
The tree shape when applied to “an absorbent body impregnated with a 
perfumed air deodorant” is obviously descriptive of the fact that the goods 
contain certain “ingredients or properties”—to wit, fragrances reminiscent 
of the forest and further describes the function and use of the product to 
kill unpleasant odors and leave the air “forest fresh.” As stated previously, 
in the base panel of the tree device appear the words: 


FOR “FOREST-FRESH” AIR 
CAR-FRESHNER CORP. 
WATERTOWN, N.Y., U.S.A. 


Moreover, the display card submitted to the Patent Office, and which was 
used by plaintiff almost from the inception of its business in August 1952 


3. Emphasis supplied. 
4. Emphasis supplied. 
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through February 1955, bore the inscription “Makes air in your car and 
home fresh and fragrant as in a Pine Forest.” Plaintiff’s present display 
eard, 14 inches by 14% inches, contains the wording LEAVES AIR ‘“‘FOREST- 
FRESH”’, FOR “FOREST-FRESH” AIR or “FOREST-FRESHENS” approximately fifteen 
times. In addition each of the twenty-four cellophane wrapped trees 
stapled to the display card has printed on both sides ror “FOREST-FRESH” 
arr. Paraphrasing the holding in the Goodyear Tire case, supra, 18 F.2d 
639, 640, if an attempt were made to register as a trademark applicable to 
dry air deodorants the term FOREST-FRESH, no one could contend that the 
words were not descriptive of the alleged ingredients, properties, functions 
and uses of goods. It is certain that the complainant is no better off by 
adopting the tree device itself to convey the same idea. 

Plaintiff urges that even descriptive marks are entitled to protection 
and may be monopolized if they have acquired a secondary meaning. This 
is quite true as an abstract statement of the law. However, the present 
consideration by the court is limited to the question of what was actually, 
and properly as of September 14, 1954, registered as the result of plain- 
tiff’s application of September 25, 1952. Under the facts in this case 
secondary meaning could scarcely have been acquired at the time of the 
filing of the application for registration of the tree device on September 
25, 1952, as the device was first used and adopted in August 1952; nor was 
an attempt made to submit to the examiner evidence of secondary meaning. 
In this connection it should be noted that it was not until December 
1955 that the plaintiff itself began using on its letterheads the motto 
MANUFACTURERS OF THE FAMOUS “LITTLE TREES”. Thereafter, as plaintiff’s 
stock of other stationery such as labels, invoices and so on ran out, this 
motto was added to new supplies when, and as ordered.’ Also relevant to 
the issue of secondary meaning is the fact that it was not until March 24, 
1959 that plaintiff obtained registration on the principal register of the 
trademark CAR-FRESHNER, said registration being based on an application 
filed September 17, 1957 and granted only upon a showing by plaintiff of 
secondary meaning.® Accordingly, the examiner was correct in refusing 
registration of the tree device itself as it was not only descriptive of the 
ingredients, properties, functions and uses of the plaintiff’s goods and had 
acquired no secondary meaning, but also, in fact, constituted the article 
or chattel sold by the plaintiff. 

The examiner, however, was clearly in error in allowing the repre- 
sentation of the goods even in picture form to be registered, in the absence 
of secondary meaning, as the holding of the Patent Office Trademark Trial 
and Appeal Board indicates in the case of In re Underberg-Albrecht, 1959, 
120 USPQ 495, where in refusing registration it was stated at pages 495- 
496 (50 TMR 82): 


5. Testimony of Julius Samann, a director of the plaintiff corporation and first 
assignee of the trademark in suit—Transcript, page 30. 

6. Testimony of same director referred to in footnote 5 above and assignor of the 
trademark CAR-FRESHNER—Transcript, pages 90-91. 
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“What is sought to be registered represents bottles (with and 
without wrapping) of applicant’s bitters arranged in such a manner 
as to disclose all of the matter which appears on the labels thereof. 
This representation is imprinted on a display carton from which the 
bottled bitters may be sold. 

“A reproduction on a display carton of the contents of such 
carton, i.e., bottles containing the product, merely constitutes a means 


of informing the prospective purchaser that that carton contains the © 


product depicted. That is to say, it is a picture of the product itself 
and functions to point to the product and the contents of the carton 
rather than as a mark to identify the origin of the product. 

“There is nothing in the record which indicates that the purchas- 
ing public relies upon the pictorial representation of applicant’s goods 
separate and apart from the word mark UNDERBERG as a means of 
identifying applicant’s goods as to source. The record does not support 
a finding that the pictorial representation of the bottles of applicant’s 
bitters is a mark identifying and distinguishing applicant’s goods.” 

Moreover, if, as this court has found, the plaintiff’s tree device as applied 
to blotter stock was not registrable, a fortiori, a picture of the plaintiff’s 
tree-shaped product used on display cards should not have been registered 
for through the registration of the picture, which constituted a recognition 
of plaintiff’s alleged pre-existing trademark right in its tree device, plaintiff 
could assert its common law and statutory rights to monopolistic protection 
of its tree shaped product and would have the benefit of all of the substan- 
tive,’ procedural and remedial advantages provided for by the Lanham Act 








> 


7. It should be noted that the holdings of this district and the Court of Appeals 
for the Fourth Circuit, previously quoted, to the effect that “registration of a trade- 
mark confers no rights and limits none, but is a mere procedural advantage, depending 
upon common-law ownership” were holdings prior to the Lanham Trademark Act of 
1946. While the present Act does grant substantive advantages, the holdings of this 
district and the Court of Appeals for the Fourth Circuit apply to the present Act to 
the extent that initially registrant grants no greater rights than those recognized at 
common law. 

«* * * Even though it is accepted doctrine that federal registration does 
not create a trademark (the mark originates from use, not registration), the Lan- 
ham Act ‘did indeed put federal trademark law upon a new footing,’ and ‘put 
an end to any doubts’ as to whether or not it created ‘a substantive federal trade- 
mark law.’ The Act introduces the concepts of incontestability of registration and 
of the right to use a registered mark, the latter right being dependent upon 
registration of the mark on one of the federal registers. These concepts are con- 
cededly more substantive than procedural.” 

. * * 

“Registration does not perfect a trademark right; and though under the 
Lanham Act it does confer certain new rights to the mark, at the outset it does 
not grant any greater right than that which is recognized at common law without 
registration. Therefore, the practice or rulings of the Patent Office cannot create 
a conclusive vested right in the registrant, except as provided by the incontestability 
clause. Registration offers no refuge for the infringer. Subsequent failure to 
register, the invalidity of a registration, or a subsequent cancellation does not affect 
trademark rights. These are determined wholly by the principles of common law.” 
(Callmann, Unfair Competition and Trademarks, 2nd Edition, Vol. 4, section 97.3 
(a), pages 2067-2069). 

“And there is no distinction between the manner in which a mark is used; 
it may be found in labels, signs, prints, packages, wrappers, receptacles, or adver- 
tisements, as a mark printed in newspapers, pamphlets, stationery, etc. or it may be 
referred to orally in sales talk or radio advertisement. The concept of use is broader 
for the purposes of determining infringement than it is in connection with the 
problem of acquisition of a trademark by its first user.” (Emphasis supplied.) 
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which the refusal of the examiner to register the article itself had thereto- 
fore properly denied to the plaintiff. Callmann, Unfair Competition and 
Trademarks, 2nd Edition, Vol. 3, section 84.1(a), page 1632 states the 
following rule in regard to defendant’s manner of use of plaintiff’s mark: 

Thus in American Insulation Company v. Eternit Roofing Corpora- 
tion et al., D.N.Y. 1926, 14 F.2d 235 (16 TMR 523), where plaintiff owned 
a federal registration for the mark ETERNIT, the certificate of registration 
stating that the mark is “applied to shingles, or to tags attached to shingles,” 
the court found defendant’s use of ETERNIT as part of its corporate name 
only, constituted trademark infringement. In Jantzen Knitting Mills v. 
Spokane Knitting Mills, D.Wash. 1930, 44 F.2d 656, 4 USPQ 194 (20 
TMK 424), defendant used plaintiff’s registered design only in advertise- 
ments and the court held that such use was an infringement. Although 
in both of these cases, the defendants’ method of use differed from the 
manner of use described in plaintiffs’ certificates of registration, never- 
theless findings of trademark infringement were made since the word or 
design regardless of how used by the defendants constituted colorable 
imitations or simulations of the plaintiffs’ registered marks. If, therefore, 
in the instant case the plaintiff’s registration of a picture of its product used 
on display cards associated with its goods were held to be valid and the 
defendant manufactured a colorable imitation not of a display card but of 
the goods themselves, i.e., the tree shaped deodorants, such a use would 
constitute an infringement of the registered trademark even although the 
plaintiff could not have obtained a valid trademark registration on the 
goods themselves. Thus, to reiterate, the plaintiff could obtain by indirec- 
tion recognition of its alleged pre-existing right to a monopolistic position 
that it could not obtain by direct means. Accordingly, the court holds that 
based on its application of September 25, 1952, as amended, the plaintiff 
was not entitled as of September 14, 1954 to a registration of a representa- 
tion of its product in picture form. 


Unfair Competition 


Plaintiff and defendant are competitors. Both manufacture and sell 
perfumed air deodorants through the same channels of trade to the same 
class of purchasers. Plaintiff is a New York corporation having its prin- 
cipal place of business in Watertown, New York. Defendant was incorpo- 
rated in the State of Maryland on August 1, 1956. Since August 3, 1952, 
plaintiff and its predecessors (hereinafter referred to as plaintiff) have 
sold over ten million packaged deodorants in the shape of a pine tree, 
having an estimated dollar value received by the plaintiff from said sales 
of over one million dollars. Plaintiff’s tree device has been used and is still 
being used extensively. It has been prominently exhibited by plaintiff 
at trade shows; it is used on shipping containers, on plaintiff’s stationery, 
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advertising and promotional material, and display cards. A wooden replica 
of the device, about three feet high, is displayed outside the office and 
factory of the plaintiff in Watertown, New York. Plaintiff’s products 
have been sold throughout the United States. 

The tree-shaped dry deodorant of the defendant is virtually a Chinese 
copy of plaintiff’s tree-shaped product. Both trees are substantially the 
same size. Both have the same number of bulges or branches. Both have 
a white slanted panel inclined in the same direction at approximately six 
and one-half degrees from the horizontal. In its dimensions, defendant’s 
slanted panel is the same as that employed by plaintiff. The white block- 
like bases appearing at the bottom of the trees also have the same dimen- 
sions. In the block-like base of its tree, defendant uses the expression FOR 
FRAGRANT FOREST PINE. Plaintiff’s expression in its block-like base is “FOR 
‘FOREST-FRESH’ AIR. The connotation of both expressions, the lettering and 
style of printing bear a remarkable similarity, a similarity that even the 
president of the defendant corporation was forced to admit existed. This 
similarity as well as all of those noted above and others to be mentioned 
later, was explained by defendant’s president as one of a series of coinci- 
dences.” ® 

The conclusion that defendant’s tree device is virtually indistinguish- 
able from plaintiff’s tree device is supported by ample evidence that this 
in fact was the very end result desired by the defendant in that the 
defendant deliberately and wilfully set out to, and did, copy plaintiff’s 
tree. Martin I. Caplan, defendant’s president, in August 1955 and Leonard 
A. Irving, vice-president of defendant, in July 1955 went to work for the 
Continental-Midway Corporation (Continental) of Baltimore, Maryland 
and continued in this employment until July 1956 shortly after a dis- 
astrous fire almost completely burned out Continental. During this time 
Continental manufactured, among other dry deodorants, two tree-shaped 
deodorants; one a conventional pine shape of various colors, some of which 
were green with figures of birds printed on the tree in red. The other 
deodorant consisted of a non conventional or more fanciful tree shape upon 
which the figure of a wood nymph was superimposed, the outline of the 
tree and the nymph being coextensive. Neither of these tree devices bore 
a white slanted panel inclined in the same direction as that on the plain- 
tiff’s and defendant’s trees at approximately six and one-half degrees from 
the horizontal, a block-like base, nor the lettering and style of printing 
used by both plaintiff and defendant. Moreover, Continental employed 
three colors on its tree products; to the eye these multi-colored trees are 
readily distinguishable from both plaintiff’s and defendant’s single color 
trees. Plaintiff upon learning of Continental’s conventional pine tree 
product with figures of birds in the tree claimed infringement thereby of 
its registered trademark and, according to the testimony of Mr. Samann 


8. Testimony of Martin I. Caplan—tTranscript, page 147. 
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(a director of plaintiff corporation), a request was made to the president 
of Continental for the discontinuance of the manufacture and sale by that 
corporation of said conventional tree shaped deodorant. This request was 
followed by a letter dated April 10, 1956 to Continental’s president from 
Julius Samann of the plaintiff corporation stating, in part, “I was very 
glad to hear from you that you are discontinuing the manufacture of the 
tree.” The admissibility of this letter into evidence was objected to by 
defendant on the grounds that it was hearsay and a self-serving declaration. 
The above quoted statement was excluded but not the following paragraph 
of the letter stating: 


“As it may be of some interest to you, my certificates are as 
follows: 


CAR-FRESHNER tree: 


Date of first use August 6, 1952. Trademark registration No. 595,057. 
Copyright registration No. KK-94401. 
o . *») 

The letter was then admitted by the court solely for the purpose of negating 
the implication of any abandonment?® by plaintiff of its rights. The court 
adheres to this ruling. However, defendants counsel also challenged the 
fact that the letter was sent and may or may not be authentic, a challenge 
which would be supported by the unequivocal testimony of Mr. Irving, if 
such testimony be believed, that during the period of his employment by 
Continental, from July 15, 1955 through July 31, 1956, at no time was any 
warning ever received that Continental should not, or could not lawfully, 
produce the type of tree in question. Mr. Irving further stated “I say 
emphatically I would have absolutely known about it had anything [in 
the nature of a warning regarding alleged infringement] existed. Had 
there been a possibility, I would have known it thoroughly.” '° In view of 
Mr. Irving’s decided proclivity for answering “emphatically,” and in 
support of his case, any and all questions addressed to him by his counsel, 
an inclination which led to many substantial discrepancies and serious 
contradictions in his testimony throughout the entire trial of the case, the 
court reaffirms its ruling that testimony by Mr. Samann as to the mailing 
of the letter in question carries a presumption of its receipt, which pre- 
sumption has not been rebutted, entirely apart from any effect which might 





9. There was testimony to the effect that Continental continued manufacturing its 
alleged infringing tree product after the notice of April 1956; that, in fact, the manu- 
facture and sale of its tree shaped deodorant continued until the corporation went into 
bankruptcy. 

At the close of the trial, counsel for the defendant quite fairly indicated that the 
defendant would not contend that there had been any abandonment by plaintiff of any 
claim of infringement with respect to the CAR-FRESHNER tree or any relinquishment 
of, or impairment of, any right with respect thereto by the failure of plaintiff to bring 
suit against Continental, its president or its associated companies. (Transcript, page 
583.) 

10. Testimony of Mr. Irving—Transcript, pages 335-336. 
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otherwise be given to the fact that it was a registered letter, if such be 
the case." 

Assuming receipt of the letter by Continental, by Mr. Irvings’ own 
testimony he would have known on April 13, 1956 of plaintiff’s claim to a 
valid trademark and of what the alleged trademark consisted. However, 
the court need not, and does not, make such a finding. There is more than 
a preponderance of the evidence to show that at the time defendant 
“created” its tree device it not only was aware of, but had in its possession 
samples of, plaintiff’s product. 

Mr. Irving testified that while still in the employ of Continental he 
visited a trade show in February 1956, that at the show he saw the products 
of other manufacturers of dry deodorants and that he was well aware 
of plaintiff Car-Freshner’s products including their tree-shaped deodor- 
ant..* Both Mr. Caplan and Mr. Irving left the Continental Corporation 
on July 31, 1956. The next day, August 1, 1956 they formed a corporation 
of their own called the Marlenn Products Company, Inc. (the instant 
defendant). One day later, on August 2, 1956 they sold their first product 
—“LUCKY ROSE,” a dry deodorant in the shape of a horseshoe with an 
artificial rose attached. Therefore, it is evident that they were planning 
to leave and compete with their employer while still in its employ, thereby 
undermining a business which was already under considerable stress due 
to a disastrous fire occurring in June 1956.1° On November 25, 1957 the 
following letter (read into the record—see Transcript, pages 425-426), was 
sent to defendant’s patent counsel : 


“Some time ago I phoned you with regards to the enclosed prod- 
uct.** I explained that the manufacturer had a patent mark on his 





11. The letter admitted into evidence was a carbon copy, all correspondence in the 
files of Continental having been destroyed. Testimony established that the letter was 
written, sealed in an air mail envelope, addressed and mailed by Mr. Samann from 
Switzerland. A duplicate of a registered receipt for a letter addressed to the president 
of Continental and mailed on April 10, 1956, the original of which receipt is in Zug, 
Switzerland, and a certified copy of a registry notice showing receipt on April 13, 1956 
of a letter addressed to the president of Continental were offered into evidence. Mr. 
Samann testified that both related to the letter of warning in question. 

12. “Q When you worked for Midway, did you visit trade shows? 

“A Yes, I was at one trade show in February 1956. 

“Q Was that the first such one you attended? 

“A That was the first such one I attended. 

“Q At the show did you see the products of your competitors? 

“A I certainly did. 

“Q Were you aware of the Car-Freshner Corporation’s products? 

“A I certainly was. 

“Q Did you know about their little tree? 

“A I knew about all the products.” 

(Transcript, page 187.) 

13. While the incorporators and officers of the defendant corporation are not 
being sued for unfairly competing in business with a former employer, their entire 
method of operation including the so-called “skunk episode” (perhaps unwittingly 
descriptive of conduct as well as product, and to be discussed in detail hereafter) is 
highly relevant and of probative value as to the issue of whether or not the defendant, 
acting through its agents Caplan and living intended to and, in fact did, copy plain- 
tiff’s product. 

14. The enclosed product was plaintiff’s Car-Freshner tree. 
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display card and that we wished to manufacture a similar type of 
tree and wished you to make a search for us to determine whether the 
patent held by this company is valid and just what it comprises. 

“T would appreciate your obtaining this information as quick as 
possible so that we can proceed one way or the other with our product. 
Thanks for your cooperation. 


“Very truly yours, 


Marlenn Products Company, Ince. 
(signed) Lenn Irving.” 


Without waiting for advice from counsel,!® Mr. Caplan and Mr. Irving 
on December 5, 1957 took the first step toward the “creation” of their tree 
shaped product by submitting to a Mr. Meyer, who was engaged in the 
printing and lithographing business, a sketch of a pine tree prepared by 
Mr. Irving. Mr. Meyer was to. make the necessary technical arrangements 
for mass production printing of the tree device. The sketch was also 
submitted to Mr. Gorecki, a die maker and die cutter, who testified that 
he did not feel it practical for “stripping purposes” to make a die and to 
cut a tree figure with as sharply pointed branches as those drawn by Mr. 
Irving. Accordingly, he fashioned the tree in its present final form using 
Irving’s drawing as his guide and attempting to make as many branches 
and to retain as far as possible the same general size and shape as indicated 
by Mr. Irving. Mr. Irving testified at trial “I was extremely disappointed 
when I found out it was impractical from a steel rule die production prob- 
lem” to reproduce exactly the design as originally submitted. In view of the 
testimony of Mr. Gorecki (the defendant’s own witness) that the sketch 
made by Mr. Irving was even closer to plaintiff’s tree than defendant’s 
final product,’® it might well be inferred that such disappointment on Mr. 
Irving’s part arose from the fact that he could not come as close to plain- 
tiff’s tree as he had desired. 

Inferences aside, Mr. Gorecki’s testimony is diametrically opposed to 
Mr. Irving’s statement under oath that although defendant’s product was 
designed without reference to plaintiff’s Car-Freshner tree there “is a 
similarity in the finished unit but that was because of the technical diffi- 
culties we ran into.” Accepting, as the court does, Mr. Gorecki’s evaluation 








15. Such advice was subsequently transmitted to Mr. Irving by letter of January 
28, 1958 stating that the patent was directed to the means for closing the end of the 
cellophane container so sealing the cord for pulling the article from the envelope. The 
letter concluded, “The patent has nothing to do with the article in the envelope itself 
which, so far as we know, is not patented at all.” 

16. “Q Mr. Gorecki, a little while ago you were asked to look at the little trees on 
Plaintiff’s Exhibit No. 2. [Sample of plaintiff’s tree. ] 

“A Yes, sir. 

“Q Do you think that they have sharper corners than the one you finally prepared 
for the Defendant, Defendant’s Exhibit No. 13-A? [Sample of defendant’s tree. | 

“A I would say they have some sharper corners (indicating). 

“Q In other words, the drawing which was brought to you was more like Plain 
tiff’s Exhibit No. 2 in that respect than what you eventually came up with? 

“A Yes, sir.” 

(Transcript, page 325.) 
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of the resemblance between plaintiff’s and defendant’s products, clearly 
the similarity between the two would have been even greater had technical 
difficulties not been encountered. Mr. Irving himself left no doubt in the 
court’s mind as to whose testimony was worthy of belief by immediately 
continuing his above explanation as follows: 


“The position of the tree was not what you have there but it was 
corrected by a die maker, and it was impossible to make that tree in 
the shape I originally created it, because I had a tree made up which 
has sharp edges on it, and he said that sharp edges would create too 
much trouble in making a die that way, and he finally took the tree 
and punched them out without sharp edges on it, and he wanted one 
which was round, and it was 3 x 4 inches, and we made it green 
because it was the most logical color.” (Transcript, page 191.) 


Later when asked to point out the differences between defendant’s tree 
and plaintiff’s tree, Mr. Irving twisted the facts with all of the consummate 
skill of a contortionist : 


“Of course it is very hard to take a tree of this proportion unless 
you are going to use very sharp angles, so that the tree would be dif- 
ferent from these [defendant’s and plaintiff’s products], unless you 
changed or put lots of different colors on them, thus making it uneco- 
nomical and uncompetitive. 

“Our tree is 3 x 4, and was made by the machine we already had, 
which was packaging a prior product, and this tree [defendant’s] is 
taller by one-half inch and narrower, but I do not know exactly how 
much. I would say very slightly. I think the greatest difference is in 
the height.” (Transcript, page 349.) 


And in attempting to differentiate the branches on the two tree products, 
he testified : 


“Ours has a series of regular breaks, and I can see what Mr. Gor- 
ecki did when he found it was impossible for him to use that design, 
and he rounded it out, and the Car-Freshner tree has what looks like 
more indentations or more rounded edges.” (Transcript, page 350.) 


As to the number of branches, in actuality, both trees have three small 
breaks at the bottom, followed by a noticeable break part way up and an- 
other noticeable break about two-thirds of the way up and the same number 
of branches. Mr. Irving, however, attracting his attention to the “small 
juttings out” managed to count twelve branches on plaintiff’s tree as 
opposed to seven on the defendant’s tree although even he was obliged to 
admit that the juts came in about the same position and that “no real 
attention was given to that until it was brought to our attention.” 

What Mr. Irving’s attitude was when the “similarity” between the trees 
was brought to his attention is not without significance. Although both he 
and Mr. Caplan categorically denied under oath any copying, there was 
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no denial of testimony by Mr. Samann that Mr. Irving when asked by 
Mr. Samann how he, Mr. Irving, thought that he could infringe with 
impunity on plaintiff’s tree device, replied : 


“Well, at the spur of the moment we didn’t do it but we did this 
very carefully. My partner, Mr. Caplan, and myself and our financial 
backer, sat down together with our patent attorney and discussed this 
issue at length, and we decided we could copy the tree and get away 
with it.” *" (Transcript, page 45—emphasis supplied.) 


Such an answer, in addition to not having been denied, would be char- 
acteristic of Mr. Irving who, when questioned as to verbatim copying of 
plaintiff’s advertising literature, responded from the witness stand: 


“A * * * T will tell you this, I looked at it and I liked it and 
I used it. 

“Q Was that the general practice you follow in conducting your 
business, if you see something you like you use it? 

“A I anticipated that question, Mr. Conrad, but there are some 
things I like, that are available, and being free, being applicable I 
don’t feel I have any reason to restrict myself from their use, and this 
happens to be one of them. The Air Wick uses a wick. We are an air 
deodorizer company and if something comes up that is descriptive of 
the kind of functions of our product—for example, we don’t use a 
wick. There is no breakage and things of that general description. 
No, I think it is very appropriate we should use it.” 

* * * 


“Q You feel that in the conduct of your business that you are 
justified in copying literally from your competitors’ literature or from 
your competitors’ products providing, as you say, it is free for that 
sort of thing? 

“A Mr. Conrad, I will have to say I don’t feel free to copy that 
which—I will answer it specifically—in the case you just pointed out 
which I had used the word ‘Air Wick’ I felt perfectly free to use that. 

“Q There is no compunction on your part about doing that sort 
of thing? 

“A There is no compunction on our part in doing it in reference 
to that particular lifting of that quotation there. 

“Q Does that also apply, for example, to the products of your 
competitors which you feel you might say aren’t legally protected by 
some kind of a patent or copyright? 

“A That’s right, we try to be original on everything we put out.” 


(Transcript, pages 203-204, 205-206. ) 











17. Mr. Irving’s version of the same conversation is not essentially different. 

“* * * T explained to Mr. Samann that we felt very strongly about the fact that 
the tree was a universal type of an item and that it was our belief that no one had 
the right, the exclusive right in the world to make a tree to the exclusion of anyone 
else making a tree in the form of a deodorant and there wasn’t so much a question of 
the similarity between our trees, which I agreed there was, but it was a question of 
whether or not we had the right to make a tree, and that was the entire issue.” (Tran- 
script, page 365—emphasis supplied. ) 
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To say that the testimony of Mr. Caplan and Mr. Irving as to their knowl- 
edge or possession of one of plaintiff’s trees prior to the “creation” of 
defendant’s product is unsatisfactory would be a singular and perhaps an 
unjustified example of judicial restraint. Witness Caplan testified that 
plaintiff’s product was not mentioned or discussed at the meeting between 
himself and Mr. Irving during which the possibility of defendant corpora- 
tion bringing out a tree product was explored and that, although disavow- 
ing any connection with defendant’s pine tree other than participating in 
the initial decision to start manufacture of such an article, he “knew” that 
defendant did not copy from plaintiff; that the numerous similarities 
were “coincidences” and that when defendant’s pine tree was designed, as 
far as he knew, there was not in defendant corporation’s plant rior in his 
or Mr. Irving’s possession any of the plaintiff’s products, sales material or 
catalogues. Obviously if Mr. Caplan’s connection with the defendant’s tree 
shaped deodorant was as slight as he stated, he was not qualified to testify 
that defendant’s product was not copied from plaintiff’s product or that 
the admitted similarities were coincidences. Greater participation than 
testified to by Mr. Caplan was, however, indicated by defense witness 
Meyer’s statement that both Mr. Caplan and Mr. Irving brought the 
original sketch of defendant’s product to him for technical advice as to 
printing production problems'* and that he from time to time talked over 
the phone, and in person, to both of them regarding the design, the placing 
of a notice of registration on defendant’s tree product and approval of 
the proof and large press sheet.’® Moreover, Mr. Caplan admitted to com- 
plete knowledge of defendant’s policies in regard to freight allowances. 
His willingness to attempt to explain illogical, verbatim copying by 
defendant from plaintiff’s freight allowances”® detracts from the credibility 
of any of his testimony. In addition, Mr. Irving directly contradicted 
Mr. Caplan’s denial of knowledge by Mr. Caplan of possession by the defen- 
dant of the plaintiff’s product prior to the “creation” of defendant’s tree 
deodorant and made the following incredible explanation of Mr. Caplan’s 
testimony : 





18. Transcript, page 229, page 256. 

19. Transcript, pages 265-266, 270. 

20. Price lists for Car-Freshner products appear on one side of a sheet of paper 
and on the reverse side of the same sheet jobber prices for MILAK deodorizers are listed, 
Milak being a wholly-owned subsidiary of the plaintiff Car-Freshner corporation. In 
order to encourage sales plaintiff prepays the freight on certain minimum quantity 
orders of its products and thus to facilitate ordering, on the side of the sheet setting 
out prices of CAR-FRESHNER products appears the notice “MILAK Products can be in- 
cluded to reach minimum quantity for freight allowance” and on the side of the sheet 
setting our prices MILAK products appears the notice CAR-FRESHNER Products can be 
included to reach minimum quantity for freight allowance.” These notices indicate to 
the customer that part of one order can be ordered from one company and part from 
the other company. Defendant, a corporation with no subsidiary, has on its price lists 
for MARLENN deodorizers the notation “Marlenn Products can be included (emphasis 
supplied) to reach minimum quantity for freight allowance,” a notice which as applied 
to the defendant corporation has no meaning whatsoever. By its slavish and stupid 
copying of plaintiff’s literature the defendant has more adequately characterized its 
purposes, intent and motive than could this court. 


i 
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“Q Did you consult with Mr. Caplan about the matter you put 
up to Mr. Clark [defendant’s patent counsel] in your letter of No- 
vember 25, 1956 [1957] ? 

“A Oh, yes. 

“Q You testified a little earlier that in that letter you had en- 
closed one of the Plaintiff’s trees? 

“A Yes. 

“Q Iam going to read to you the answer Mr. Caplan made to a 
question asked him by the court at page 144 of the transcript? 


“<The Court: So far as you know, Mr. Caplan, when your LUCKY 
PINE was designed was there in the building or in the possession of 
either you or Mr. Irving, so far as you know, any of the Plaintiff’s 
products or sales material or catalogues?’ 

“Mr. Caplan answered that question: 

“ “Absolutely not, sir. Absolute not.’ 


“A That is correct. 

“Q What is the explanation? 

“A Of what? 

“Q For the fact that as of November 25th you had in your 
premises a Plaintiff’s tree which you could send to Mr. Clark. 

“A When we decided to make the tree we saw the patent mark 
on a tree in the service station. We purchased the tree, sent it to 
Mr. Clark, and that was the only time we had any possession of it. 

“Q The explanation of this testimony as I understand it, then, 
is that you didn’t have any tree of the Plaintiff in your possession 
on the premises because of the fact that you had sent the tree to 
Mr. Clark? 

“A That is correct.” 


(Transcript, pages 435-436; emphasis supplied). 


Aside from the remarkable similarity between plaintiff’s and defen- 
dant’s products and defendant’s admission of verbatim copying or “lifting” 
from plaintiff’s advertisements, the display easels of both parties hereto 
also bear an identity in context, arrangement of material and pictorial 
display. The similarities noted in the products of and displays used by 
the parties are sufficient to support an inference of fraudulent intent 
on the part of defendant but such fraudulent intent is further established 
by defendant’s use of a registration notice on its tree product. Defendant 
does not own any registration for any feature or symbol appearing on 
its tree. However, defendant, again slavishly copying, placed the notice 
in the center of its tree slightly above the slanted panel in precisely the 
same location that plaintiff placed its registration notice. Defendant con- 
tends that the use of the notice was a mistake and indeed it was—a 
mistake which reveals the true intent of the defendant. Defendant’s ex- 
planation that the use of the “R” was a “mistake” is incredible. Mr. Caplan 
could not explain the use of the notice “R” although the matter was dis- 
cussed with him and Mr. Irving. Mr. Irving describes the use of the “R” 
as a “mistake” although it was not used in connection with the other 
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products of the defendant. He testified “when I took the sketch to the 
printer he asked me did we intend to have it registered and at the time 
I told him we did, so he went ahead and put the ‘R’ on.” The sketch 
was allegedly prepared in November, 1957. However, the defendant had 
been advised by its attorney as early as August, 1956 as to what con- 
stituted proper markings on its products. The court concludes that de- 
fendant well knew that the “R” could not be used unless a registration did 
in fact exist. Defendant’s first product carried a small “t” within a 
circle, the use of which Mr. Irving likewise could not explain. The tes- 
timony of the printer, Mr. Meyer, is also contradictory and not worthy of 
belief. Meyer, a defense witness, testified on direct examination that he 
“called the customers” with regard to the notice; and that it was his 
experience that the Patent Office “will not accept it unless the ‘R’ is ac- 
tually printed thereon * * *” that he always asked his customers “if 
they want the ‘R’ there, that the question of the notice of registration was 
on a “reminder list” and that he talked to both Irving and Caplan about 
the notice, a telephone call having been made to them prior to the setting 
of the type, and that thereafter both Irving and Caplan were satisfied 
with the large press sheet submitted to them by Mr. Meyer which con- 
tained forty-nine prints of defendant’s trees each bearing a notice of 
registration. The court has been most fortunate in this case in not having 
to choose in regard to veracity between conflicting, contradictory tes- 
timony of any two defense witnesses as to any one given fact. Mr. Meyer, 
as was the wont of Mr. Caplan and Mr. Irving,”* obligingly supplied the 


21. The quality and worth of all of the testimony offered on behalf of the defen- 
dant is attested to by defense counsel’s statement in his brief that “defendant’s testimony 
was too contradictory.” (Defendant’s brief—after trial—page 45.) In addition there 
is considerable testimony in the record concerning a pine tree manufactured by Con- 
tinental. Much of the testimony in connection with this company, particularly Con- 
tinental’s volume of sales of this item, was given by Mr. Irving, who upon the last 
day of trial admitted that his previous testimony was untrue. In fact, Irving’s confession 
was made only when he was aware that the falsity of his previous testimony was to 
be proved by the plaintiff. At the time of his confession, Mr. Irving knew that a Mr. 
Praydis was to testify on behalf of plaintiff as to the extent of Continental’s sales 
and knew also that the books of the Continental corporation were not destroyed but 
would be produced in court on that very day. Mr. Irving’s testimony resulted in defense 
counsel making the following remarks: 

“Your Honor, I think there has been inconsistency between Mr. Irving’s state- 
ments. I think Your Honor will see they have largely been in the nature of 
exaggeration. Some of them have been untruths. To say that they are deliberate 
untruths I think would be an abuse of the gentleman. 

“Mr. Irving was associated with a man doing some difficult things, doing them 
wrongly. There has been no question there would be a tendency to do some of 
the things. There is one tendency, for one thing to exaggerate in this business. 

“That appears to be true, that both parties, as to their products and their 
advertising, to exaggerate, a great tendency was to exaggerate. 

“Of course, an exaggeration is not necessarily false, as some of this testimony 
has been, although it has been given, I believe, in the interest to get at the truth, 
but actually it didn’t get at the truth. I am certainly ready to admit that. It was 
too much anxiety on the part of Mr. Irving to satisfy both his counsel and Mr. 
Conrad and myself and Your Honor, to try to find some possible basis for these 
exaggerated claims. They are mistaken.” 


(Transcript, pages 511-512.) 








J 
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court with a second, completely different, version of how the notice of 
registration became affixed to the defendant’s product. According to this 
second version, Mr. Meyer did not recall any conversation with Mr. Irving 
or Mr. Caplan of the nature to which he had previously testified; but 
the “R” was placed on defendant’s product before he talked to Mr. Irving 
and Caplan; it was done on Meyer’s own initiative as he takes it upon him- 
self to protect any “new name” by placing “R” on the labels but he cannot 
recall why the “R” was placed in precisely the same location as plaintiff 
uses for its registration notice. The court considers the contradictory and 
irreconcilable testimony of Mr. Meyers as to how and why the notice of 
registration became affixed to defendant’s tree product absolutely worth- 
less. Viewed in the light of Mr. Irving’s admitted “lifting” of those 
portions of plaintiff’s advertising literature that he “liked” and thought 
“appropriate” and in light of the other indicia of deliberate, wilful copying 
of plaintiff’s trees, display cards and price lists, heretofore described, 
defendant’s use of and location of the notice of registration can only be 
construed as further evidence of defendant’s fraudulent intent. The court 
finds as a fact and concludes as a matter of law on the basis of the fore- 
going evidence that the plaintiff has established beyond any doubt de- 
liberate, wilful copying by defendant of plaintiff’s tree product with 
fraudulent intent. 

As the intent of the defendant is a factor to be considered in this 
action, in addition to the above referred to ample evidence of fraudulent 
intent on the part of the defendant, the court admitted over defendant’s 
objection testimony relative to the so-called “skunk episode.” In Wood v. 
United States, 1842, 41 U.S. 342, 16 Pet. 342, 360, 10 L.Ed. 987, the court 
stated at pages 359-360: 

“* * * The question was one of fraudulent intent or not; and 
upon questions of that sort, where the intent of the party is matter 
in issue, it has always been deemed allowable, as well in criminal as 
in civil cases, to introduce evidence of other acts and doings of the 
party, of a kindred character, in order to illustrate or establish his 
intent or motive in the particular act directly in judgment. Indeed, 
in no other way would it be practicable, in many cases, to establish 
such intent or motive, for the single act, taken by itself, may not be 
decisive either way; but when taken in connection with others of 


the like character and nature, the intent and motive may be demon- 
strated almost with a conclusive certainty.” 


See also: Webster v. Moore, 1908, 108 Md. 572, 592, 71 A. 466; Conserva- 
tion Company v. Stimpson, 1920, 136 Md. 314, 331, 110, A. 495; Van Lill 





Other contradictions in Mr. Irving’s testimony exist and are, in fact, so numerous 
that the court will merely note as instances and not attempt a resume of the directly 
contradictory statements of the witness as to (a) whether or not defendant’s tree 
display card was designed before defendant’s tree product; (b) whether or not defen- 
dant’s display card was designed without reference to plaintiff’s display card; (c) 
whether Continental made a substantial profit or lost money on its tree product; and 
(d) whether or not Mr. Irving would have known how many of Continental’s trees were 
returned or rejected by its retailers. 
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Company v. Frederick City Packing Company, 1928, 155 Md. 303, 314-316, 
141 A. 898; Rinehart v. Cunningham, 1932, 162 Md. 698, 157 A. 896, 897; 
Wigmore on Evidence, Vol. 2, 8rd Edition, section 302, Theory of Evi- 
dencing Intent, pages 200-201; 32 C.J.S. Evidence, section 580, page 436. 

Title 19 U.S.C.A., section 1304 requires the marking of imported 
articles and, if they are not marked as required, the imposition of addi- 
tional duties; and the imposition of penalties for concealing or removing 
the marking. The Act is enforced by the United States. The Act includes 
subsection (a)(3)(G) of section 1304 which provides that if the article 
is to be processed in the United States so that such processing would 
necessarily obliterate or destroy the marking of the country of origin, 
then the notation of that country origin is not required. In the instant 
case both plaintiff and defendant imported small chenille figures of skunks 
bearing a string around which was marked on paper apparently glued 
to the string the name of the country of origin, Japan. These small figures 
were then subjected to a treatment in this country with a deodorant oil 
and inserted in transparent bags and mounted on display cards for sale. 
Plaintiff contends that defendant deliberately, intentionally and unlawfully 
removed from defendant’s skunk product markings indicating foreign 
manufacture. The parties have stipulated that out of 216 skunks obtained 
from defendant’s factory prior to processing, and thus still in the con- 
dition in which they were purchased from defendant’s buyer, only 14 were 
found either to be completely lacking in labels or to have defective labels. 
In contrast, after “processing” by defendant, out of 57 of defendant’s 
skunks, contained on five display cards obtained by plaintiff from five 
different states, not one perfect label with the word “Japan” clearly de- 
cipherable could be observed by the court. Most of the 57 skunks had no 
labels at all; some only remnants of a label; and on those few having an 
entire label the lettering was not clearly discernible. On the other hand, 
plaintiff submitted a display card containing seven of plaintiff’s skunks. 
All seven bore complete labels with “Japan” legibly and distinctly marked 
thereon. 

Defendant’s position is that during the treatment of the little skunks 
with the deodorant oil and their insertion into bags the small labels some- 
times were brushed off and sometimes the glue was dissolved so that the 
labels fell off. This explanation is unsatisfactory. It does not explain 
why plaintiff’s labels remain on and defendant’s do not, or why defendant 
eould not have specified, as does the plaintiff, when ordering the skunks 
that if glue is to be used in their manufacture it will be water soluble glue 
which is not affected adversely by the deodorant oils thereafter employed 
in processing the skunks. Again the contradictions, the changes, the eva- 
sions and the tortured explanations in the testimony of Mr. Caplan and 
Mr. Irving relative to the “skunk episode” tend strongly to indicate that 
both of them knew that virtually none of defendant’s skunks was properly 
marked when offered for sale; that such lack of markings was deliberately, 
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intentionally brought about by defendant acting through Mr. Caplan and 
Mr. Irving; and that Mr. Caplan and Mr. Irving knew that what they 
were doing was unlawful.*? Just as revealing in regard to defendant’s 
intent as the lack of legible markings on the imported chenille figures 
themselves is the presence of a clearly apparent legend on each of defen- 
dant’s display cards containing its skunks, reading “Made in U.S.A.— 
Printed in U.S.A.” Neither witness could give any explanation for the 
use of the wording “Made in U.S.A.” The court can conclude only that 
defendant’s activities in regard to the “processing” and displaying of its 
skunk product constitute a calculated, intentional fraud and deception 


‘ 


upon the public and serve to demonstrate “almost with a conclusive cer- 
tainty” that defendant’s activities in regard to the “creation” of its tree 
product were permeated with a fraudulent intent to pass or palm its 
tree product off on the public as plaintiff’s tree product. 

Defendant’s business “ethics” are further clearly revealed by its ready 
admissions of false advertising in regard to its tree product as well as 
other deodorants manufactured by it. Defendant’s jobber price lists con- 
tain among other allegations the statement that defendant’s deodorizers 
are “proven to last longer by United States Independent Standard Tests. 
Winners of National Merchandise Display Awards.” Its catalogue sheets 
contain similar “bally-hoo” (Mr. Irving’s choice of language). In truth 
and in fact no display awards were won by defendant and the “United 
States Independent Standard Tests” were conducted by defendant itself 
and consisted of Mr. Irving taking several deodorant products from dif- 
ferent competitors and hanging the deodorants up in defendant’s factory. 
Sometime thereafter he smelled each deodorant and “thought” that de- 
fendant’s products lasted longer. He was asked at the trial if the so-called 
test was not in fact meaningless and replied “that’s right, only to us.” 








22. When Caplan’s deposition was taken prior to trial, he testified “there is no 
units that go out without the ‘Made in Japan’ sticker on it’ and that it was impossible 
to have a display card of twelve units with twelve stickers obliterated. 

At the trial Caplan first testified that the fact that the stickers were “coming off” 
was called to his attention in February or March 1959 (R. 168-169); then that in the 
latter part of 1958, he had noted that some of the units “did not have the stickers” 
(R. 162-164) and finally that he was aware the “stickers have been coming off” since 
the defendant first started to process the skunks in August 1958. 

As to his knowledge of the customs law involved, Mr. Caplan was asked: 

“Q You are aware that the laws of the United States require that something 
imported into the United States must bear a legend showing that thing? 

“A IT am not aware exactly that we are committing any crime. I am sure that 
the parties who would be in charge would have gotten in touch with us as to what 
crime we were perpetrating. 

“Q Were you aware of some such law? 

“A Only through hearsay.” 

Mr. Irving was present at the time of Caplan’s deposition and read over the testi 
mony of Caplan, and at that time, he knew the stickers were coming off. He, however, 
at trial accepted as true and adopted Mr. Caplan’s deposition testimony that no units 
went out without labels and that it would be impossible for a display card of twelve 
units to be shipped out from defendant’s factory with all twelve labels missing, but 
upon further examination by the court he reversed himself and admitted that he was 
not in agreement with Caplan. 
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The physical appearance of goods or products may not be copied or 
imitated, if the copied or imitated feature is nonfunctional, has acquired 
a secondary meaning, and if the copy or imitation is likely to cause con- 
fusion in trade (A.L.I. Restatement, Torts, Section 741). Generally, in 
the absence of a patent, trademark or copyright, the functional features 
of a product may be copied. However, where a manufacturer engages in 
the unnecessary imitation of the nonfunctional parts of the product of a 
competitor, which imitated features have acquired a secondary meaning, 
to the extent that the two articles are substantially identical in appearance, 
and retail purchasers are thus likely to mistake one for another, he is 
chargeable. Enterprise Mfg. Co. v. Landers, Frary & Clark, 2 Cir. 1904, 
131 F. 240; Yale &@ Towne Mfg. Co. v. Alder, 2 Cir. 1907, 154 F. 37; 
Rushmore v. Manhattan Screw & Stamping Works, 2 Cir. 1908, 163 F. 
939; Wesson et al. v. Calef et al., D. N.Y. 1922, 286 F. 621. A feature of 
the goods is functional, if it affects their purpose, action or performance, 
or the facility or economy of processing, handling or using them; it is 
nonfunctional if it does not have any of such affects (A.L.I. Restatement, 
Torts, Section 742). 

“* * * The determination of whether or not such features [the 
shape of a container] are functional depends upon the question of 
fact whether prohibition of imitation by others will deprive the others 
of something which will substantially hinder them in competition. 

“A feature is non-functional if, when omitted, nothing of a sub- 
stantial value in the goods is lost. A feature which merely associates 
goods with a particular source may be, like a trademark or trade 
name, a substantial factor in increasing the marketability of the goods. 
But if that is the entire significance of the feature, it is nonfunctional ; 
for its value then lies only in the demand for goods associated with 


a particular source rather than for goods of a particular design.” 
(A.L.I. Restatement, Torts, section 742, Comment a). 


This court has already held that the shape of a dry deodorant is not a 
functional feature of the product in that its shape in no way affects the 
deodorant’s purpose, action or performance. If its shape were other than 
a tree, nothing of any substantial value would be lost with respect to the 
alleged quality of its fragrance or its ability to retain its alleged fragrance. 
Likewise, plaintiff’s design is nonfunctional. Plaintiff’s panels are not 
essential or necessary to the function of the goods nor do they affect the 
facility or economy of processing the goods as urged by defendant. De- 
fendant sought through the testimony of its printer Mr. Meyer to prove 
that a Chinese copy of plaintiff’s tree was the only manner in which a 
competitive tree shaped deodorant could be produced. As previously noted 
the testimony of witness Meyer with respect to the use of the “R”, was so 
contradictory as to defy understanding. Likewise his statements relative 
to this issue were contradictory and unworthy of belief. After consider- 
able testimony with regard to the need of employing offset lithography 
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rather than reverse printing in order to eliminate running and filling of 
the letters during printing, the witness could not explain why he did not, 
and did not expect to, encounter a running problem which would obscure 
defendant’s registration notice placed, as it was, in the center of a large 
mass of green ink. This witness also testified that while the white panel 
appearing on the body of the tree might be an “eye-sore” it helped to 
accentuate the words LUCKY PINE and that the panel was slanted for 
reasons of artistry. What constitutes an artistic endeavor is purely a 
matter of opinion and personal taste. The court’s own impression was 
that a straight panel made the tree appear firmer. It is not without sig- 
nificance that Meyer could not explain why the slanted panel appearing 
on defendant’s tree was of the same dimension as the slanted panel ap- 
pearing on plaintiff’s tree; why it was slanted in the same direction; or 
why its angle or inclination was equal to the angle of inclination of the 
panel of plaintiff’s tree. In the light of Mr. Meyer’s contradictory tes- 
timony and what was practically tantamount to a refusal on his part 
to make, regarding the so-called problem of running, an explanation in 
support of his statements allegedly based upon his twenty to twenty-five 
years of experience as a printer, the court cannot and does not accept 
the contention that the similarities noted between plaintiff’s and defen- 
dant’s tree products were due to “coincidence” or printing difficulties. 
Accordingly, the court holds that the features copied by defendant were 
nonfunctional. 

Plaintiff has proven that prior to defendant’s introduction into the 
market of its tree shaped deodorant in February 1958, plaintiff’s tree device 
had already acquired a secondary meaning: 


“ ‘Secondary meaning’ is association, nothing more. It exists only 
in the minds of those who identify some article of commerce * * * by 
some name or sign and associate the two in their minds.” (Nims, 
Unfair Competition and Trademarks, 4th Edition, Vol. 1, section 37, 
page 154). 


In addition to the extent of plaintiff’s sales, advertising®® and uses 
of its tree device previously mentioned, plaintiff offered into evidence with- 
out objection by defendant approximately one thousand letters of inquiries 
for plaintiff’s product which establish that an association between the 
symbol and the plaintiff’s product does exist in the minds of the purchasing 
public. Many of the inquiries contain sketches of plaintiff’s tree symbol 
including the white box and the slanted panel, and in many instances the 
words CAR FRESHNER are omitted. Many refer to the deodorant as “your 
little tree”, LITTLE TREE deodorant, or “your FOREST AIR” pine tree. Still 





23. Ina not dissimilar case, Ross-Whitney Corp. v. Smith Kline & French Labora- 
tories, 9 Cir. 1953, 207 F.2d 190, 99 USPQ 1 (44 TMR 274), the court held that the 
orange color and valentine-like heart shape of plaintiff’s drug had acquired a secondary 
meaning. The court noted that the color and shape were widely advertised by the 
plaintiff therein and were employed for the purpose of identifying the source of the 
product. 
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others are in the nature of testimonials, praising the fragrance of plaintiff’s 
product, and their over-all quality. More than seventy-five per cent of the 
inquiries received by plaintiff, and which comprise plaintiff’s exhibit, are 
dated prior to defendant’s first use. Such evidence is “competent as show- 
ing the state of mind of prospective purchaser.” S.C. Johnson & Son, Inc. 
v. Johnson, D.N.Y. 1939, 28 F.Supp. 744, 749, 42 USPQ 507, 512 (29 TMR 
543), modified as to extent of injunctive relief, 2 Cir. 1940, 116 F.2d 427, 
48 USPQ 82 (31 TMR 82). Plaintiff submitted testimony that these in- 
quiries and testimonials are merely a representative sampling of the type 
of letter received by plaintiff and that there are thousands of others. Be- 
cause of this public acceptance and association, plaintiff on or about De- 
cember, 1955, began using on its stationery, invoices and advertising 
material which already carried a pictorial representation of its tree device 
the motto MANUFACTURERS OF THE FAMOUS “LITTLE TREES.” The use of 
this motto emphasized and has continued to emphasize in the minds of 
the purchasers the association between the plaintiff’s tree device and the 
source of plaintiff's brand of goods. Likewise it evidences that such an 
association¢ did, in fact, exist no later than December, 1955. 

As stated by Chief Judge Thomsen of this district “Federal law and 
Maryland law agree that the essential element of unfair competition is 
deception, by means of which the goods of one dealer are passed off as the 
goods of another. Goodyear’s Rubber Manufacturing Co. v. Goodyear 
Rubber Co., 128 U.S. 598, 9 S.Ct. 166, 32 L.Ed. 535; Edmondson Village 
Theatre v. Einbinder, |1955, 208 Md. 38] 116 A.2d 377, 380, 106 USPQ 
227, 230 (45 TMR 1211). ‘The essence of the wrong in unfair competition 
consists in the sale of the goods of one manufacturer or vendor for those 
of another; and if defendant so conducts its business as not to palm off 
its goods as those of complainant, the action fails,’ Howe Scale Co. of 
1886 v. Wyckoff, Seamans, etc., 198 U.S. 118, at page 140, 25 S.Ct. 609, 
614, 49 L.Ed. 972. This rule has been reiterated by the Supreme Court, 
Hanover Star Mill Co. v. Metcalf, 240 U.S. 403, 36 S.Ct. 357, 60 L.Ed. 713, 
and by the Courts of Appeal for the various circuits, most recently in 
West Point Manufacturing Co. v. Detroit Stamping Co., 6 Cir., 222 F.2d 
581, 586, 105 USPQ 200, 205, et seq. (45 TMR 795), where many cases 
are reviewed.” (Bechik Products, Inc. v. Federal Silk Mills, Inc., D.Md. 
1955, 135 F.Supp. 570, 577, 107 USPQ 218, 222 (46 TMR 84) ). 

In the instant case, secondary meaning having been established by 
plaintiff, there are the following elements to be considered on the issue 
of “palming off’—the degree of similarity between plaintiff’s and defen- 
dant’s products; the intent of the defendant; the marketing methods of 
the parties; and the degree of care likely to be exercised by purchasers. 
As previously noted the resemblance between the two products is to say the 
least remarkable. The mere fact the defendant places on its Chinese 
copy of plaintiff’s product the words LUCKY PINE where plaintiff uses the 
legend CAR-FRESHNER and defendant prints its corporate name in small 
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letters on the base panel of the tree is not of itself sufficient to prevent 
confusion on the part of the purchasing public. (W. G. Reardon Labora- 
tories, Inc. v. B. & B. Exterminators, Inc., et al., D.Md. 1933, 3 F.Supp. 
467, 476, 17 USPQ 406, 414, modified as to cause of action for trademark 
infringement, 4 Cir. 1934, 71 F.2d 515, 22 USPQ 22. Not only is the 
similarity between plaintiff’s and defendant’s products striking, it is also 
unnecessary as proved by the defendant itself. To negate novelty or 
imaginativeness in plaintiff’s use of a tree shaped deodorant, defendant 
submitted a number of patents and of registrations showing marks com- 
prising a tree symbol. None of these patents or registrations discloses 
a tree having the same outline and appearance as plaintiff’s or defen- 
dant’s trees. None of the registrations closes a slanted panel or a_ block- 
like base. In fact, the registrations as well as the patents reveal that the 
defendant had at its disposal myriad variations which it could have em- 
ployed but instead deliberately and wilfully copied and imitated the 
product of plaintiff. 

Where “as here myriad variations are available to the misappropriator, 
the case is mildly put by saying his very act of copying strongly impels 
the inference that he intends to reap commercial gain by trading on 
the good will of the first comer.” Ramirez & Feraud Chili Co. vy. Las 
Palmas Food Company, Inc., D.Cal. 1956, 146 F.Supp. 594, 605, 111 USPQ 
296, 303 (47 TMR 217), affirmed per curiam, 9 Cir. 1957, 245 F.2d 874, 
114 USPQ 473, cert. den. 1958, 355 U.S. 927, 78 S.Ct. 384, 2 L.Ed.2d 357, 
116 USPQ 602. See also: A.L.I. Restatement, Torts, section 729(b), Com- 
ment f. In unfair competition, it is not essential to show intent to deceive, 
but such intent, if shown, raises a strong presumption that deception has 
resulted and the alleged infringer has the burden of going forward with 
proof that confusion is not likely. National Van Lines v. Dean, 9 Cir. 
1956, 237 F.2d 688, 692, 111 USPQ 165, 168 (47 TMR 198); My-T Fine 
Corporation v. Samuels, 2 Cir. 1934, 69 F.2d 76, 77, 21 USPQ 94, 95 (24 
TMR 141). In the instant case the court has specifically found wilful, 
deliberate copying on the part of the defendant with a fraudulent intent 
to deceive. The decision of Judge Learned Hand in My-T Fine Corpora- 
tion v. Samuels, supra, on the question of unfair competition, meets the 
facts of this case very closely. There the plaintiff employed the name 
MY-T FINE, whereas the defendants used the word vELMO on their packages. 
In finding unfair competition, Judge Learned Hand stated that intent 
to deceive creates a presumption that purchasers will be deceived and 
found that: 


“In the case at bar, it seems to us fairly demonstrated that the 
defendants have copied the plaintiff’s make-up as far as they dared. 
** * At the very outset the directions were lifted bodily from the 
back of the plaintiff’s box; and although the defendants were within 
their rights as to that, still the circumstance is relevant because, it 
proves that the box had been before them when they designed their 
own make-up, and that it had been their point of departure. In addi- 
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tion they took solid green for the body, and put on a chevron; and 
while perhaps they did not choose a general combination of red and 
green, at least they adopted a red lettering. Whether or not they 
meant to get hold of the plaintiff’s customers by that make-up, their 
next step was bolder, and put their intent beyond question; they 
added the red stripes at every edge; so that the real difference that 
remained were only in the name and the color of the chevron. As they 
had not the slightest original interest in the colors chosen and their 
distribution, they could only have meant to cause confusion, out of 
which they might profit by diverting the plaintiff’s customers. This 
being the intent, the dissimilarities between the two do not in our 
judgment rebut the presumption.” (69 F.2d at page 77, 21 USPQ 
at 95-96 (24 TMR 141)). 


The parties hereto, being manufacturers of dry air deodorants, are 
in direct competition, selling through the same channels of trade (jobbers). 
The products are usually displayed on counters, gasoline pumps and the 
like, and are purchased by the general public. Where goods are identical 
and sold through the same channels of trade and to the same class of 
purchasers, less similarity than might otherwise be required may lead 
to confusion, A.L.I. Restatement, Torts, section 729, Comment g: Pure 
Foods, Inc. v. Minute Maid Corp., 5 Cir. 1954, 214 F.2d 792, 102 USPQ 271 
(44 TMR 1408), cert. den. 1954, 348 U.S. 888, 75 S.Ct. 208, 99 L.Ed. 697, 
103 USPQ 424; Neilson Chemical Company v. Halpern, Patent Office 


Trademark Trial and Appeal Board, 1959, 120 USPQ 500 (50 TMR 84). 
Also significant on the question of likelihood of confusion are the buying 
habits of purchasers of the goods involved. A.L.I. Restatement, Torts, sec- 
tion 729, Comment g: Maternally Yours, Inc. v. Your Maternity Shop, Inc., 
2 Cir. 1956, 234 F.2d 538, 110 USPQ 462 (46 TMR 1509). The goods of 
the parties to this suit are inexpensive and impulse items. Mr. Irving 
testified : 


“* * * The item is so much of an impulse item, you want to 
make people reach in their pockets and take out a few cents for this 
kind of merchandise, and that is a very difficult thing to do. 

“Q What do you mean an impulse thing, they examine that 
very carefully before buying it, don’t they? 

“A If you watch them, Mr. Conrad, I beg to differ with you, 
they are waiting for their change in a service station and they hap- 
pen to glance up and see this and they say: ‘I can use one of these’, 
and they will part with their money for it.” 


Judge Chesnut in W. G. Reardon Laboratories, Inc. v. B. & B. Ex- 
terminators, Inc., et al., supra, 3 F.Supp. 467, 476, 17 USPQ 406, 414 (23 
TMR 375), commented: 


“* * * The mere fact that the defendant places its name upon 
its carton is not of itself sufficient to prevent confusion. Purchasers, 
especially of an article of this kind, are not apt to be meticulous in 
reading all the printed matter on the cartons. A superficial impres- 
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sion is usually sufficient for them. Tillman & Bendel v. California 
Packing Corp. (C.C.A.), 63 F.2d 498, 508, 16 USPQ 332, 342-343 
(23 TMR 131).” (Emphasis supplied). 


The concept of confusion applies principally to the purchasing public 
and not to the jobbers. In Warner & Co. v. Lilly & Co., 1924, 265 U.S. 
526, 44 S.Ct. 615, 68 L.Ed. 1161, where the evidence disclosed many in- 
stances of passing off by retailers of petitioner’s product when respon- 
dent’s was called for, the Supreme Court stated at pages 530 to 531: 


“#* * * That no deception was practiced on the retail dealers, and 
that they knew exactly what they were getting is of no consequence. 
The wrong was in designedly enabling the dealers to palm off the 
preparation as that of the respondent. Coca Cola Co. v. Gay-Ola Co., 
200 F. 720; N. K. Fairbank Co. v. R. W. Bell Manuf’g Co., 77 F. 869, 
875, 877-878; Lever v. Goodwin, L.R.36 Ch. Div. 1, 3; Enoch Morgan’s 
Sons Co. v. Whittter-Coburn Co., 118 F. 657, 661. One who induces 
another to commit a fraud and furnishes the means of consummating 
it is equally guilty and liable for the injury. Hostetter Co. v. Bruegge- 
man-Reinert Distilling Co., 46 F. 188, 189.” 


See also: W. G. Reardon Laboratories, Inc. v. B. & B. Exterminators, Inc.., 
et al., supra, 3 F.Supp. 467, 475, 17 USPQ 406, 413; A.L.I. Restatement, 
Torts, section 712, Comment e. Plaintiff has established that the defendant 
has furnished its dealers with the means of creating confusion. The stipu- 
lated testimony of plaintiff’s paid shopper evidenced instances of de- 
liberate “palming off”. The shopper covered the cities of Baltimore and 
Philadelphia. On December 29, 1958; December 30, 1958 and January 2, 
1959 he called for the product in either one of the following ways: 


Statement No. 1— 


“Do you have any of those car deodorants in the shape of a tree 
with a white rectangle in the center and a box at the bottom? 


Statement No. 2— 


“Do you have any of those little cAR-FRESHNER trees with the box 
at the bottom that you use to hang up in a car for a deodorant?” 


On May 4 and 5, 1959 he used one or the other of the following 


questions: 
Statement No. 1— 


“Do you have any CAR FRESHNER tree deodorant with a white 
slanted panel and a white box at the bottom? 
Statement No. 2— 


“Do you have any air deodorant in the shape of a tree with a 
slanted white panel and the white box at the bottom ?” 


Two of the above statements contained a specific reference to plaintiff’s 
registered trademark CAR FRESHNER. In any event, regardless of the state- 
ment employed, the shopper in many instances received the product of 
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the defendant, and in some instances the product of the plaintiff. In most 
cases if the shopper objected to the receipt of the defendant’s product and 
further described plaintiff’s product as being taller and slimmer, the clerks 
replied “It is the same thing” or in words of similar import. 

The stipulated testimony of plaintiff’s shopper, together with plain- 
tiff’s supporting exhibits 34 F through 34 AA consisting of the tree prod- 
ucts offered in response to the above mentioned statements (and thereafter 
purchased by said shopper), are admissible and have probative value. 
Similar testimony was received by the Circuit Court No. 2 of Baltimore 
City in Madera Wine & Liquor Co. v. R W L Wine & Liquor Co., 1954, 
100 USPQ 173 (44 TMR 529), as evidence of either conscious or uninten- 
tional substitution by retailers, the court saying at page 178: 


“T accept as credible the evidence of the witnesses Todd and 
Spencer, and therefore find, that there has been either conscious or 
unintentional substitution by retailers. I have given due consideration 
to the fact that these witnesses are investigators and were employed 
to seek evidence for the purpose of the case. The narration of their 
shopping efforts impressed me as being truthful. In most such cases 
evidence of substitution is not available and is not necessary, and it 
is seldom that evidence of substitution is communicated by the ul- 
timate consumer to the plaintiff in such cases. The method adopted 
by the plaintiff is acceptable, Hennessy, et al. v. Wine Growers Assn., 
212 F. 308 (D.C., S.D. N.Y., 1914) (4 TMR 303) ; Julius Kessler & Co. 
v. Goldstrom, 177 F. 392 (C.C.A. 8, 1910). It was not feasible, or nec- 
essary, to shop each of the 1,800 to 2,000 retail dealers who defendant 
deals with in Baltimore.” 


See also: House of Westmore, Inc. v. Denney, 3 Cir. 1945, 151 F.2d 261, 
264, 66 USPQ 373, 375 (35 TMR 318). 

Plaintiff has fully established beyond any doubt that its product ac- 
quired a secondary meaning prior to defendant’s entry into the field; 
that defendant slavishly and unnecessarily copied the unique, nonfunc- 
tional features of plaintiff’s product; and that defendant’s imitation of 
plaintiff’s product was initiated and executed with the intent to “palm 
off” its product as plaintiff’s product. Moreover, the record amply sup- 
ports a finding of passing off and deception on the part of the defendant’s 
dealers, jobbers and distributors. The tendency of the law is “in the 
direction of enforcing increasingly higher standards of fairness or com- 
mercial morality in trade.” Ross-Whitney Corp. v. Smith Kline & French 
Laboratories, 9 Cir. 1953, 207 F.2d 190, 196, 99 USPQ 1, 6 (44 TMR 274) ; 
Q-Tips, Inc. v. Johnson & Johnson, 3 Cir. 1953, 206 F.2d 144, 145, 98 USPQ 
86, 87 (44 TMR 39), cert. den. 1953, 346 U.S. 867, 74 S.Ct. 106, 98 L.Ed. 
377, 101 USPQ 505; A.L.I. Restatement, Torts, Introductory Note to Chap- 
ter 35—“Confusion of Source.” 

“Our moral standards are well-sustained and the public interest in 
free competition is advanced, where a court of equity forbids the immoral 
act of misappropriation by exact copying of the goods or services of an- 
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other.” Ramirez & Feraud Chili Co. v. Las Palmas Food Company, supra, 
146 F.Supp. 594, 605, 111 USPQ 296, 303 (47 TMR 217), citing Interna- 
tional News Services vy. Associated Press, 1918 (8 TMR 37), 248 U.S. 215, 
236, 239-240, 246-248, 258-262, 39 S.Ct. 68, 63 L.Ed. 211; and the dissent 
of Judge Clark in Briddell, Inc. v. Alglobe Trading Corp., 2 Cir. 1952, 
194 F.2d 416, 421-422, 92 USPQ 100, 104 (42 TMR 207). Under the facts 
and the applicable law the court holds that the plaintiff has sustained its 
right to relief based upon its second cause of action alleging unfair com- 
petition on the part of the defendant. Actionable harm may result to the 
plaintiff either from the likelihood (a) of loss of customers, (b) loss of 
reputation, or (c) of both. In such a ease, the loss can result from a cus- 
tomer’s belief that the competing article derives from the same source as 
that of the party complaining and it does not matter whether customers 
know just who is the source. Accordingly, the defendant will be enjoined 
from further acts of unfair competition; be required to account and pay 
over to the plaintiff all gains or profits derived from its unfair competition ; 
be required to pay to plaintiff all damages sustained by plaintiff by reason 
of defendant’s unfair competition; be required to pay the costs of this 
suit; but notwithstanding the wilful nature of defendant’s conduct and 
the deceit practiced by the defendant, the court is without authority in 
the absence of an applicable statutory provision to grant plaintiff, as 
requested in its bill of complaint, treble damages and its attorneys’ fees 
as such a recovery would constitute an assessment in the nature of ex- 
emplary or punitive damages which this court, functioning as a court of 
equity, has no power to award. (Coca-Cola Co, v. Disi-Cola Laboratories, 
Inc., et al., 4 Cir. 1946, 155 F.2d 59, 63-64, 64-65, 68 USPQ 242, 245-247 
(36 TMR 84), cert. den. 1946, 329 U.S. 773, 67 S.Ct. 192, 91 L.Ed. 665, 
71 USPQ 328 

As to defendant’s counterclaim requesting cancellation of plaintiff's 
trademark registration No. 595,047 dated September 14, 1954, maturing 
out of an application filed September 25, 1952, in view of the court’s 
previous holding in this opinion that such registration was improperly 
granted as of 1954, the court will order the registration canceled. 

An appropriate decree will be signed on presentation; the court re- 
serving jurisdiction for the assessment of damages if the parties are unable 
to agree upon them. 

The foregoing opinion embodies the court’s findings of facts and 
conclusions of law. Federal Rules of Civil Procedure No. 52(a) 
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POLAROID CORPORATION v. POLARAD ELECTRONICS CORPORATION 
No. 17132 —D. C., E. D. New York — March 29, 1960 —125 USPQ 57 


600.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
Although there is a similarity between the trade names POLAROID and POLARAD; 
the mere similarity, absent a resemblance between their products, does not consti- 
tute infringement or unfair competition. 
500.74a—COURTS—PLEADING AND PRACTICE—EVIDENCE—IN GENERAL 
Where there were not more than one hundred instances of missent letters over 
a period of years, which was an insignificant fraction of the mail received by the 
parties, and where there were no products manufactured or sold competitively by 
the parties, held no likelihood of confusion. 
500.76-—-COURTS—PLEADING AND PRACTICE—DEFENSES—LACHES 
AND ACQUIESCENCE 
It would be inequitable to require defendant to yield its trade name, which it 
used for eleven years without protest, and through which it has built up a good will 
of considerable value. 
100.45—FEDERAL TRADEMARK ACTS—ACT OF 1946—SEC. 15 
That plaintiff’s registration became incontestable under Section 15 does not 
prevent defendant from availing itself of the defense of laches. 


Action by Polaroid Corporation v. Polarad Electronics Corporation 
for trademark infringement and unfair competition in which defendant 
counterclaims for unfair competition and to cancel trademark registrations. 
Complaint and counterclaim dismissed. 

See also 49 TMR 1358. 


Silver, Saperstein & Barnett, of New York, N.Y. (Donald L. Brown, of 
Cambridge, Massachusetts, and Isaac M. Barnett, of New York, N.Y., 
of counsel) for plaintiff. 

Darby & Darby (Morris Relson and Howard C. Miskin of counsel) of 
New York, N.Y., for defendant. 


RAYFIEL, District Judge. 

This action was commenced on December 11, 1956. The complaint 
states three causes of action. The first and third allege infringement of 
trademarks registered respectively in the United States Patent Office and 
in the office of the Secretary of State of the State of New York. The 
second is for unfair competition. All are based on the claim that the 
defendant’s trade name and trademark are confusingly similar to those of 
the plaintiff. 

The answer denies generally the allegations of the complaint, sets up, 
among others, the affirmative defense of estoppel by reason of laches, and 
counterclaims for the following relief: 


(a) a declaratory judgment decreeing 
(1) non-liability, or, as an alternative, 


(2) that the plaintiff be adjudged to have infringed upon the 
defendant’s trade name, and to have competed unfairly with it as to 
products in the field of television manufactured by the defendant, and 
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(b) that the plaintiff’s registrations be canceled and adjudged null 
and void. 


The plaintiff is a Delaware Corporation, having its principal offices 
at No. 730 Main Street, Cambridge, Massachusetts, and the defendant a 
New York corporation, with principal offices at 43-20 34th Street, Long 
Island City, New York. Jurisdiction arises under Sections 1114(1) and 
1121 of Title 15, and Sections 1332 and 1338 of Title 28, of the United 
States Code. 

The history of the parties follows. The plaintiff was organized in 
1937. In 1938 it required from Sheet Polarizer Company, Inc., the then 
owner thereof, the trademark POLAROID, which had been registered in the 
United States Patent Office in 1936 under No. 337404. The plaintiff is 
also the owner of 21 additional registrations of said trademark, filed in 
said Patent Office between 1941 and 1956, all of which are referred to in, 
and form the basis of, the complaint. 

The defendant’s earliest predecessor was organized in December, 1944, 
when Paul H. Odessey, presently Chairman of its Board, filed his cer- 
tifieate of doing business under the assumed name “Polarad Electronics 
Co.” In December, 1945 he formed a partnership with D. Lawrence Jaffe, 
which continued to conduct business under said assumed name. In August, 
1948 the partnership business was incorporated under the name Polarad 
Television Corp., and by a certificate filed in June, 1949 the corporate 
name was changed to Polarad Electronics Corporation. The names POLAROID 
and POLARAD have been used uninterruptedly by the plaintiff and the de- 
fendant respectively, the former since 1936 and the latter since 1944. 

Section 1114(1), supra, the basis of the first cause of action herein, 
reads, in pertinent part, as follows: “Any person who shall, in commerce, 
(a) use, without the consent of the registrant, any reproduction, counter- 
feit, copy, or colorable imitation of any registered mark in connection 
with the sale, offering for sale, or advertising of any goods or services on 
or in connection with which such use is likely to cause confusion or mistake 
or to deceive purchasers as to the source of origin of such goods or services ; 
* * * shall be liable to a civil action by the registrant * * * .” 

The third cause of action, charging infringement of plaintiff’s trademark 
registered in the office of the Secretary of State of the State of New York, 
is predicated on Section 368-b of the General Business Law of the State 
of New York, which is substantially identical with Section 1114(1), supra. 
Section 368-d of said General Business Law preserves the common law 
right to trademarks as well as the right to enforce them. 

The second cause of action is based on the claim that the use by the 
defendant of a name and mark allegedly confusingly similar to those of 
the plaintiff constitutes unfair competition. There is nothing particularly 
distinctive about the plaintiff’s trademark. It is chiefly upon the similarity 
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of the trade names that the plaintiff bases its claim for relief. Despite 
the fact that the issues are, in the opinion of this Court, relatively simple, 
the trial record is upwards of 1600 pages in length, the briefs 400 pages 
long, and the exhibits several hundred in number. 

The issues are: 


(a) Has the public purchased products or services from the defendant 


in the belief that they were those of the plaintiff? 
(b) If not, is there likelihood that that may occur in the future? 


(c) Has the defendant, through and by reason of the similarity of 


the names of the parties, competed unfairly with the plaintiff? . 


To begin with, there is, in my considered opinion, a similarity, though 
not a confusing one, between the trade names of the parties, but mere 
similarity, absent a resemblance between their products, does not constitute 
infringement or unfair competition. American Steel Foundries v. Robert- 
son, 269 U.S. 372. There must be more than that. There must be proof 
that such similarity has resulted or may result in confusion in the minds 
of consumers as to the source or origin of the products involved, confusion 
which has led or might lead a purchaser of defendant’s goods to believe 
he was purchasing those of the plaintiff. It was therefore necessary for 
the latter to establish that the defendant’s products or services are similar 
to those of the plaintiff. In this, for reasons hereinafter stated, it has failed. 

The crucial date involved here is December, 1944, for the plaintiff, 
if it is to prevail, must establish that the defendant, which was organized 
on that date, unlawfully appropriated a trade name and mark which was 
likely to create confusion in the minds of those seeking plaintiff’s products. 
In the ease of Federal Glass Company vy. Loshin, 224 F.2d 100, 105 USPQ 
458 (45 TMR 98), the Court of Appeals, in affirming an order of the 
United States District Court of Connecticut (Judge Smith) denying the 
plaintiff’s motion for a summary judgment in its action to enjoin the use 
by the defendant of its trade name, which was identical with that of the 
plaintiff, said, at page 102, 105 USPQ at 459, “Judge Smith was clearly 
eorrect in deciding that plaintiff would have to show its reputation with 
the general public in 1926. * * * 

And 1926 was the proper date for establishing this reputation, since 
it was then that the defendants began to operate under their trade name”. 

The defendant, as hereinabove stated, was organized in 1944. Prior to 
1944 plaintiff’s business activities, except for certain Government work 
hereinafter in this paragraph referred to, were confined, virtually in their 
entirety, with exceptions not here pertinent, to sheet polarizing material 
and products made therefrom, optical goods, desk lamps, stereoscopic 
viewers, optical filters and photographie prints. During World War II the 
plaintiff was engaged almost exclusively in Government work. In addition 


: 
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to supplying some of the aforementioned products the plaintiff performed 
services for the Government in research and development, involving a 
number of articles for use in the prosecution of the war. Most of these 
were optical goods of various kinds, but a few were, either wholly or in 
part, in the field of electronics, and, according to the record, were the 
first in that field manufactured by the plaintiff since the establishment of 
its business. It may be added that the plaintiff, since World War II, has 
virtually abandoned the production of articles in that field. It is true 
that a part of the plaintiff’s gross business prior to 1944 represented the 
sale of corrector plates to the television industry, but it was comparatively 
small in volume and the plates, when installed, even if bearing the trade 
name of the plaintiff, occupied but an inconspicuous place in the set. That 
was the plaintiff’s only association with the electronics field, and cannot 
be said to put it in that industry. But even if it were engaged in that 
field it could not isolate the defendant therefrom, since the industry is so 
vast in scope that the defendant’s operations therein, extensive as they 
are, cover only a minimal part of the electronics field. 

Since 1944, and more particularly since the advent of its well-known 
60-seecond Land Camera in 1948, the character of the plaintiff’s business 
has undergone material change, and its volume, dollarwise, has increased 
vastly. Its advertising budget is proportionately greater. Whereas, prior 
to 1944, its expenditures for advertising were small, averaging some $20.000 
for the vears 1937 through 1944, the average for each of the last four 
of those years being slightly in excess of $15,000, they have increased reg- 
ularly since then, and in substantially larger amounts. But this has been 
due, not to the expansion of plaintiff's general business, the volume of 
which varies little from that of the pre-1948 years, but, rather, to the 
greatly increased use of television and other media for publicizing its 
Land 60-second Camera and film, which, in 1956, 1957 and 1958, together 
with polarizing material, accounted for 96 per cent of its total gross 
business. 

The plaintiff contends that the parties are in direct competition and 
that their fields of activity overlap. To support its position it refers, among 
other things, to a number of its products which it claims are electronic 
in character, and as to which it claims that the defendant is competing 
unfairly. Among them are erticles the production of which has long been 
abandoned, and others which are not in the electronics field. Further, the 
plaintiff has failed to show that any of the defendant’s products compete 
with those made by it. The plaintiff, it is true, produces a few items 
identified with electronics, but this activity began very recently, and none 
of the defendant’s products competes with any of said items. 

The defendant’s commercial activity since its organization, as to both 
roods and services. has been almost solely tn the electronics field. consisting, 
in substantial part, of studio television, microwave and military electronic 
equipment, by far the larger part of which has been, and still is, supplied 
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to the Government. Much of the remainder of its products are in the radio 
field, the bulk thereof being likewise sold to the Government. It is true 
that for a brief period the defendant engaged in the sale of automotive 
equipment and other articles outside the field of electronics, but they 
were sold by a subsidiary or division of the defendant which operated 
under the name of Stark Products, and which did not use the defendant’s 
name or mark. That enterprise was liquidated in 1958. It appears, thus, 
that the field of activity of the defendant does not conflict with or overlap 
that of the plaintiff. No evidence was adduced by the plaintiff to show 
that any business or trade had been diverted from the plaintiff to the 
defendant, nor does it appear that any such diversion is likely to occur. 
I am satisfied that the defendant neither manufactures nor sells any of 
the plaintiff’s products hereinabove described, or any of the articles or 
products covered by plaintiff’s registration certificates which are the sub- 
ject matter of the complaint. As a matter of fact, plaintiff’s witnesses, 
Messrs. Fuller and Kridel, conceded that the defendant had not “palmed 
off” its products as those of the plaintiff, and that the latter suffered no 
loss of sales attributable either to confusion of its customers or the com- 
petition of the defendant. 

Nor has the plaintiff offered any proof that because of the similarity 
of names, or for any other reason, it has suffered an impairment of its 
reputation or prestige either with the general public or in industry, or 
the dilution of the distinctive quality of its name. 


AS TO CONFUSION 


The evidence submitted in support of plaintiff’s claim of confusion 
consisted chiefly of misdirected letters and statements. Some were letters 
addressed to one of the parties, requesting information as to prices, etc., 
of articles made only by the other. In each instance, and they were rela- 
tively few in number, the party receiving the letter forwarded it to the 
proper party. Almost all of the letters in question were received since 
the commencement of the action. They were patently the result of errors 
of various kinds, such, for instance, as the substitution of the name or 
address of one of the parties for the other, or the combining of parts of 
both names in a letter or statement. One such incident involved the return, 
for repair, to the plaintiff, instead of the defendant, of an article sold by 
the latter to one of its customers, an article, incidentally, which the 
plaintiff has never manufactured or sold. There were not more than one 
hundred such instances over a period of years, an insignificant fraction of 
the mail received by the plaintiff and the defendant, the daily volume of 
which, according to the testimony, numbered approximately 1,000 and 600 
respectively. 

All of the aforementioned incidents were clearly due to palpable care- 
lessness on the part of the clerks or other subordinate employees involved 
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therein, and, since no product is manufactured or sold competitively by 
the parties herein, neither resulted nor could have resulted in pecuniary 
or other loss to the plaintiff. 

But there are other reasons why there is no likelihood of confusion. 
Aside from the United States Government and a few other customers they 
have in common, but to whom they supply disparate products, the parties 
serve different, and different kinds of customers. Articles which constitute 
the bulk of plaintiff’s gross sales, such as cameras, film and optical goods, 
are sold to the general public, while the defendant’s products, which are 
in quite different fields of utility, are sold to discriminating purchasers, 
trained in technical skills. This factor, alone, reduces to a minimum the 
likelihood of deception and confusion, but there are other reasons. The 
prices of defendant’s products are very substantially in excess of those 
of the plaintiff. Also, the parties advertise in different media; as to the 
printed word, the plaintiff in newspapers and in magazines and periodicals 
of general circulation, and the defendant chiefly in technical and scientific 
journals and magazines. The plaintiff advertises very extensively in tele- 
vision, probably to the extent of the bulk of its advertising dollars, the 
defendant not at all. 

I come now to the defendant’s affirmative defense that the plaintiff 
is estopped from obtaining equitable relief herein by reason of laches. 
The defendant argues that the plaintiff has known of the use of its trade 
name POLARAD for a number of years, and has nevertheless stood by with- 
out protest while the defendant continued to grow in size and in public 
and industrial recognition and reputation. Here, too, the facts appear 
to support the defendant’s position. As nearly as November, 1945, more 
than eleven years prior to the commencement of this action, the plaintiff 
learned of the existence of the defendant and its use of said trade name. 
Responsible officials of the plaintiff caused an investigation to be made, 
but made no protest to the defendant respecting the use of the name, 
although they knew that it was engaged in the production of various elec- 
tronic devices. On two occasions in 1946, and also in 1950, the same offi- 
cials, who were officers and/or directors of the plaintiff, learned again 
of the defendant’s operations under its said trade name, and again failed 
to protest the use thereof. On the occasions hereinabove referred to the 
plaintiff, among other things, consulted a well-known credit agency, from 
which it learned that the defendant was a consultant, designer and manu- 
facturer of electronic, microwave, radio and television equipment. Later 
in 1950, and twice early in 1951, the plaintiff drew further reports on 
the defendant from the said agency. And still it did not protest. Later 
in 1951 the plaintiff learned directly from the defendant of its use of the 
trade name POLARAD when the latter, having received one of the afore- 
mentioned misdirected letters intended for the plaintiff, forwarded it to 
the latter. Defendant’s covering letter appears to have been seen by counsel 
and officers of the plaintiff. And still there was no protest. 
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In 1953, after at least eight years of continuous use of the trade name 
“Polarad” with the knowledge of the plaintiff, the defendant applied to the 
United States Patent Office for the registration of its trademark POLARAD. 
Information respecting the application, including the name and address 
of the applicant, was available to the plaintiff as a public record. Whether 
or not it had actual notice of the application, there is no doubt that under 
the circumstances it had constructive notice thereof. While it is true that 
the facts in the case of Johnston vy. Standard Mining Co., 148 US. 360, 
were entirely dissimilar from those in the case at bar, the principle enun- 
ciated there is equally applicable here. At page 370 the Court said: “* * # 
the law is well settled that. where the question of laches is an issue. the 
plaintiff is chargeable with such knowledge as he might have obtained upon 
inquiry, provided the facts already known by him were such as to put 
upon a man of ordinary intelligence the duty of inquiry.” 

In 1954 and 1955 the plaintiff, according to its file on the defendant, 
again acquired actual notice of the fact that the defendant was doing 
business under the said name. but did nothing about it. In August. 1955, 
when the defendant’s aforementioned application for registration of the 
trademark POLARAD was published for the purpose of opposition in the 
Official Gazette of the United States Patent Office, the plaintiff received 
direct notice thereof, and filed a Notice of Opposition thereto. The Patent 
Office Examiner dismissed the opposition, holding that the trademarks of 
the parties were not confusingly similar. The plaintiff has appealed from 
that decision to the Commissioner of Patents, who has suspended proceed- 
ings on said appeal pending the determination of this action. 

In the interim between the commencement of its operations in 1945 
and the institution of this action late in 1956 the defendant has advanced 
steadily both in volume of business as well as prestige in the industry, and 
has publicized its name. products and services to a continuously increasing 
extent as the years went on. For instance, its budget for advertising, which 
was $3,456 in 1946, increased to $180.000 for the year before the trial. 
It has expended in all for advertising approximately $1,000,000. virtually 
all of it in scientific and technical journals and professional magazines. 

It seems to me that on the basis of the foregoing the defendant was 
justified in believing, and apparently did believe, that the plaintiff did not 
consider its trade name and business activities to be in conflict with those 
of the plaintiff. Under such circumstances it would be inequitable to require 
the defendant to yield its trade name, which it has used for eleven years 
without protest, and through which it has, by dint of its industry, built 


up a good will of considerable value. 

The plaintiff contends that its right to Registration No. 540.179 has 
become incontestable under Section 1065 of Title 15. United States Code. 
and, hence, that under Section 1115 of said Title laches is not available 
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as a defense to plaintiff’s claim of infringement thereof. I think its con- 
tention is without merit since its claim comes within the exceptions pro- 
vided in Section 1065, supra. 

In the case of Landers, Frary and Clark vy. Universal Cooler Corpora- 
tion, 85 F.2d 46, 30 USPQ 248 (26 TMR 591), Judge Learned Hand said, 
at page 49, 30 USPQ at 251, “Arguendo we will therefore take it that, 
had the plaintiff pressed its claim in May, 1926, it would have succeeded. 
It did not do so. On the contrary for five years it did nothing at all, and 
during those years the defendant’s business had grown to a very substan- 
tial size. It had invested probably about $100,000 in advertising,—in all 
of which the word UNIVERSAL appeared,—and its capital investment had 
nearly doubled, it had grown from about $500,000 to $900,000. In the face 
of an unequivocal declaration that the defendant must not use the mark 
this might not have served, but the plaintiff had not made any such. 

* * When for eight years one plans one’s business on the assumption 
that one may use a mark, it is a grave dislocation of the business to stop 
its use: the whole selline organization must be recast and the market re- 
educated; nobody can estimate what the losses may be. * * *” See also 
Emerson Electric Mfg. Co. v. Emerson Radio & P. Corp., 24 F.Supp. 481, 
affd. 105 F.2d 908, 42 USPQ 286 (29 TMR 514 

I find (1) that the defendant’s use of the trade name and trademark 
POLARAD does not constitute infringement of plaintiff's registered trade- 
marks, (2) that the defendant has not competed unfairly with the plaintiff, 
and (3) that the defendant has been guilty of laches. 


Accordingly, because of 
(a) the absence of confusion or the likelihood thereof, 


(b) the wide disparity in the type and kind of the custom of the 


parties, 
(ec) the dissimilarity of their products, 


(d) the absence of proof that the similarity of names and/or the 
manner of conduct of defendant’s business has resulted in the impairment 
of plaintiff’s reputation or prestige with the general public or in industry, 


or the dilution of the distinctive quality of its name, and 
(e) the plaintiff’s laches, 


the plaintiff is not entitled to equitable relief. 

The record in the case does not support the defendant’s counterclaim. 
In addition, what has been said here respecting the plaintiff’s laches, applies 
equally to the defendant. 

This opinion will serve as the findings of fact and conclusions of law. 
The parties may, if they wish, submit within 20 days additional findings 


and conclusions. 
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SAFEWAY STORES, INCORPORATED v. CHICKASHA COTTON OIL COMPANY 
No. 8038 — D. C., W. D. Oklahoma — July 30, 1959 —125 USPQ 67 


500.11—COURTS—BASIS OF RELIEF—IN GENERAL 
The law governing trademarks and trademark infringement is but a part of the 
broader field of law governing unfair competition. 
600.1—CONFUSING SIMILARITY—IN GENERAL 
In determining whether the action of the newcomer is unlawful, the test adopted 
by practically all courts is whether or not the names are so similar as to probably 
or likely cause confusion in the minds of ordinary purchasers, and actual confusion 
need not be shown. 
600.4—CONFUSING SIMILARITY—CLASS OF GOODS 
It is generally recognized where there is such a similarity of names as would 
probably or likely produce confusion that lack of actual competition between the 
parties is no defense. 
500.32b—COURTS—NAMES—CORPORATE AND TRADE NAMES 
The ownership of a trade name is a property right, and especially so where 
the trade name embodies the distinctive part of the owner’s corporate name. 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
SAFEWAY (Plaintiff) for retail grocery business. 
SAVE WAY (Defendant) for poultry and livestock feed. 
Defendant enjoined from using or registering SAVE WAY. 


Action by Safeway Stores, Incorporated v. Chickasha Cotton Oil Com- 
pany for trademark infringement and to enjoin defendant from registering 
trademark in Patent Office. Judgment for plaintiff. 


Embry, Crowe, Tolbert, Boxley & Johnson, of Oklahoma City, Oklahoma, 


for plaintiff. 
Cochran, Dudley, Fowler, Rucks, Baker & Jopling, of Oklahoma City, 
Oklahoma, for defendant. 


CHANDLER, Chief Judge. 

Plaintiff, Safeway Stores, Incorporated, a Maryland corporation, 
brought this action against the defendant, Chickasha Cotton Oil Company, 
a Delaware corporation, seeking to enjoin the defendant from registering 
SAVE WAY and the design utilizing such name in the U.S. Patent Office as 
a trademark for poultry and livestock feeds and to permanently restrain 
and enjoin the defendant, its officers, agents, and employees from using 
the name SAVE WAY, or any similar name or designation similar to the word 
SAFEWAY, in the conduct of defendant’s business. The jurisdiction of this 
court is invoked pursuant to Section 1121 of Title 15 U.S.C. and Section 
1338(b) of Title 28 U.S. Code, and the amount in controversy, exclusive 
of interest and costs, exceeds $10,000. 

Plaintiff, its predecessors and subsidiaries have since 1925 used the 
designation SAFEWAY in commerce on a national basis as a trade name 
and trademark in its retail grocery business and in manufacturing and 
other related businesses. Since January 1, 1943, when plaintiff succeeded 
to all of the operations of its subsidiaries, it has operated its retail food 
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stores under the trade name sarEWAY. Its operations involve the purchase, 
manufacture, storage, warehousing, retail distribution of food and house- 
hold products, including produce, meats, fish, poultry, frozen foods, dairy 
products, and other articles of general use in the household. It also retails 
eanned and packaged pet foods, animal block salt, and at its store in 
Ardmore, Oklahoma, has sold animal feed since May 19, 1958. 

As of December 31, 1958, plaintiff was operating 1,936 retail stores 
in twenty-six states of the United States and the District of Columbia, all 
under the name SAFEWAY. It has operated retail stores in Oklahoma and 
Texas since 1928 and 1929, respectively, and as of December 31, 1958, 
had seventy-nine stores in Oklahoma, and 156 stores in Texas. 

Plaintiff’s stock is listed on the national stock exchanges, and quota- 
tions are carried in newspapers throughout the nation under the name 
SAFEWAY. 

Plaintiff is the owner of the trademark sareway for meats and poultry 
under U.S. Patent Office Registration No. 645211 issued May 7, 1957, and 
owns five other federal registrations of the mark sAFEwaAY, all of which 
are valid. It also owns valid registrations of said mark in forty-two states. 

The name sAFEWAY is the distinguishing and dominant part of plain- 
tiff’s corporate name, and has always been prominently displayed in and 
about its stores and in its advertising. Plaintiff has spent large sums in 
advertising the name SAFEWAY in newspapers, radio broadcasts, television 
broadcasts, and magazines, and through other media. Its net sales in 
Oklahoma and Texas alone for the past ten years have exceeded §$1.,- 
700,000,000, and in 1958 amounted to $266,847,926. 

The name SAFEWAY has become generally known to refer to plaintiff 
and its stores and related activities and is well and favorably known to 
the public. The fair and reasonable value of the good will of plaintiff 
and its business and the name sAFEWAY was fixed by the evidence at be- 
tween $5,000,000 and $7,750,000 in Oklahoma and Texas alone. 

Defendant was organized in 1919 and was for many years primarily 
engaged in the operation of cotton oil mills and a feed mill at Chickasha, 
Oklahoma, known as the Chic-O-Line Feed Mill, where it produced poultry 
and livestock feeds under the name CHIC-0-LINE. In February, 1957, de- 
fendant changed the name of the Chic-O-Line Feed Mill at Chickasha, 
Oklahoma, to the name SAVE way Feed Mill and began selling its feed 
products under the trade name sAvE way. At approximately the same 
time it initiated proceedings in the U.S. Patent Office to register the name 
SAVE WAY as its trademark for poultry and livestock feeds. At the time 
defendant adopted this new trade name and initiated registration pro- 
ceedings in the U.S. Patent Office, its principal officers and employees were 
well acquainted with the name saFEwAy and knew that it had been for 
many years widely advertised as plaintiff’s trade name and was associated 
generally by the public with plaintiff and its business. Defendant’s officers 





a a 


1112 THE TRADEMARK REPORTER Vol. 50 TMR 


denied, however, any consideration or thought was given to the name 
SAFEWAY when it adopted the name save way. The principal reason ad- 
vanced by defendant for adopting the new name was that it would 
better exemplify what defendant wanted to accomplish and what its feed 
would do. 

On October 1, 1957, notice of defendant’s application in the U.S. Patent 
Office was officially published, and plaintiff immediately filed notice of 
opposition. On October 22, 1957, plaintiff wrote defendant and demanded 
that it immediately discontinue using the designation SAVE WAY, or any 
other name confusingly similar to SAFEWAY, and that it withdraw its 
application for registration in the U.S. Patent Office. Plaintiff instituted 
this action on May 20, 1958. J, 

To advertise the change of name from Chic-O-Line to SAVE WAy, de- 
fendant spent about one thousand dollars for two ads in a trade journal, 
wherein it stated it was introducing a great new feed, so new and so 
different that it would be sold in a brand new bag with a brand new name— 
SAVE WAY. Actually there was very little difference in the feed sold under 
the name CHIC-0-LINE and that subsequently sold under the name SAVE WAY, 
except that it did have a new name and was more expensive. Up until 
receipt of plaintiff’s letter, wherein it was requested to refrain from further 
use of the name SAVE WAY, defendant spent approximately fourteen thou- 
sand dollars for other forms of advertising, but thereafter its advertising 
expenses were very small. As of the date of trial, defendant was still 
using the trade name SAVE WAY as well as its old trade name CHIC-0-LINE 
and an additional trade name ANCHOR BRAND. The volume of its sales was 
about the same as it had been immediately prior to the adoption of the 
new trade name SAVE WAY, although defendant’s sales force had been sub- 
stantially decreased. The evidence showed that while defendant was for- 
merly operating its feed business at a loss, at the time of trial it was 
realizing a profit, and this was attributable at least in part to the adoption 
of this specific new name. 

The law governing trademarks and trademark infringement is but a 
part of the broader field of law governing unfair competition in the use 
of trademarks and trade names. Both involve questions which look to 
similar principles for decision. The problem of course arises when a 
newcomer copies or simulates the trade name or mark of another. In 
determining whether the action of the neweomer is unlawful and therefore 
subject to be enjoined, the test adopted by practically all courts is whether 
or not the names are so similar as to probably or likely cause confusion 


in the minds of ordinary purchasers and actual confusion need not be 
shown. Spice Islands Co. v. Spice Lands Products, Inc., 165 F.Supp. 92, 
118 USPQ 147 (48 TMR 1244) ; 262 F.2d 356, 120 USPQ 64; Abramson 
v. Coro, Inc., 240 F.2d 854, 112 USPQ 307 (47 TMR 617) ; Keller Products, 
Inc. v. Rubber Linings Corporation, 213 F.2d 382, 101 USPQ 307 (44 
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TMR 1095) ; LaTouraine Coffee Co. v. Lorraine Coffee Co., 157 F.2d 115, 
70 USPQ 429 (386 TMR 271); Coalgate Abstract Co. v. Coal County 
Abstract Co., 180 Okl. 8, 33 USPQ 285 (28 TMR 381); Churchill Downs 
Distilling Co. v. Churchill Downs, Inc., 262 Ky. 567 (26 TMR 209). 

It is generally recognized where there is such a similarity of names 
as would probably or likely produce confusion that lack of actual com- 
petition between the parties is no defense. Standard Oil Co. of New Mexico, 
Inc. v. Standard Oil Co. of California, 56 F.2d 973, 13 USPQ 76 (22 TMR 
363); Indian Territory Oul & Gas Co. v. Indian Territory Illuminating Ou 
Co., 95 F.2d 711, 37 USPQ 301 (28 TMR 295); Yale Electric Corporation 
v. Robertson, 26 F.2d 972; North American Aircoach Systems, Inc. v. North 
American Aviation, Inc., 231 F.2d 205, 107 USPQ 68 (46 TMR 70) ; 
Aetna Casualty and Surety Co. v. Aetna Auto Finance, Inc., 123 F.2d 582, 
D1 USPQ 435 (32 TMR 2); Wyatt Earp Enterprises, Inc. v. Sackman, Inc., 
157 F.Supp. 621, 116 USPQ 122 (48 TMR 596); Academy of Motion Pre- 
ture Arts and Sciences v. Benson, 15 Cal.2d 685, 46 USPQ 488 (30 TMR 
063); Bulova Watch Co., Inc. v. Stolzberg, 69 F.Supp. 548, 72 USPQ 72 
(37 TMR 41 

It is also well settled that coined or fanciful words, and those which 
have by long period of use acquired a secondary meaning, are entitled to 
and are given a much broader degree of protection than words in common 
use. Stork Restaurant, Inc. v. Sahati, 166 F.2d 348, 76 USPQ 374 (38 
TMR 4381); W. EF. Kautenberg Co. v. Ekco Products Co., 251 F.2d 628, 
116 USPQ 417 (48 TMR 763); G. D. Searle & Co. v. Institutional Drug 
Distributors, Inc., 151 F. Supp. 715, 114 USPQ 522 (47 TMR 1459 

The ownership of a trade name is a property right, and especially so 
where the trade name embodies the distinctive part of the owner’s corporate 
name. Stork Restaurant, Inc. v. Sahati, supra; Standard Oil Co. of New 
Mexico, Inc. v. Standard Oil Co. of California, supra. The fact that one 
may adopt or simulate the trade name of another without any fraudulent, 
illegal, or wrongful intent is immaterial. Safeway Stores, Inc. v. Rudner, 
246 F.2d 826. 114 USPQ 206 (47 TMR 1083): Stork Restaurant, Inc. v. 
Sahati, supra; Safeway Stores, Inc. v. Sklar, 75 F.Supp. 98, 75 USPQ 
287 (38 TMR 69). Equity frowns upon business methods by which a Junior 
appropriator seeks to capitalize upon the good reputation of a senior 
appropriator of a trade name, and the fact that a junior appropriator 
seeks to capitalize upon the good reputation of a senior appropriator of 
a trade name, and the fact that a junior appropriator had innumerable 
names to choose from without infringing upon the senior appropriator’s 
trade name is a factor justifying injunction. Stork Restaurant, Ine. v. 
Sahati, supra; Triangle Publications, Inc. v. Rohrlich, 167 F.2d 969, 77 
USPQ 196 (38 TMR 516). 

Courts will generally look at the form, appearance, and spelling and 
take cognizance of the sound of trade names in determining whether or 
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not there is a likelihood of confusion, absolute identity not being necessary, 
and the benefit of any doubt should be given to the first user. Telechron, 
Inc. v. Telicon Corp., 198 F.2d 903, 94 USPQ 363 (42 TMR 832) ; Safeway 
Stores, Inc. vy. Suburban Foods, Inc., 130 F.Supp. 249, 105 USPQ 471 (45 
TMR 778); Abramson vy. Coro, Inc., supra; Lambert Pharmacal Co. v. 
Bolton Chemical Corp., 219 F. 325; Spice Islands Co. v. Spice Lands 
Products, Inc., supra. 

For approximately thirty-five years plaintiff has used the trade name 
SAFEWAY. This name has been registered by plaintiff as a valid, subsisting 
trademark in the U.S. Patent Office and in forty-two states. It is a coined 
or fanciful word, not to be found in any dictionary. To the plaintiff the 
trademark and trade name SAFEWAY has become a valuable asset and 
property right, and the good will and reputation it bears has been inde- 
pendently earned through expenditure of time, effort, and money. As 
such, it is deserving of the highest degree of protection by the courts. 

In determining whether the plaintiff is entitled to injunctive relief 
against the defendant, this court must decide whether or not the term 
SAVE WAY is so similar to the term SAFEWAY as to likely or probably cause 
confusion. From the facts presented in this case, this must be answered 
in the affirmative. On defendant’s feed bags and signs the name SAVE WAY 
is printed in large letters, and where the corporate name is shown it is in 
very fine print, distinguishable only at very close range. At times de- 
fendant blocks the two words SAVE WAY on one line, and at other times 
two lines are used. The words are lettered in white on a red background, 
which scheme is also frequently used by plaintiff. The spelling SAFEWAY 
and SAVE way is almost identical. Both have the same number of letters, 
the only difference occurring in the middle of the name, which makes it 
difficult to distinguish the two terms. SAVE way is phonetically an obvious 
confusion of sAFEwAy. If heard over radio or television, the two words 
would be almost indistinguishable. 

While competition is not an essential element in a case of this nature, 
plaintiff and defendant are in competition in some respects. While plaintiff 
does not at the present time extensively sell animal feed, it is selling such 
feed through one of its stores, and may sell such feed at others in the 
future. Plaintiff also does a large and extensive business in the sale of 
pet feeds, which is closely akin to the feed business of defendant. The 
evidence also discloses that in 1957, within a few months after defendant 
adopted the trade name SAVE WAY, it acquired a chain of eighteen grocery 
stores, four of which are located in towns where the plaintiff also has 
stores. While defendant has not yet applied the trade name SAVE WAY 
to its grocery stores, the possibility of such an occurrence cannot be ignored. 
Defendant’s grocery stores are principally supplied by Kimball Wholesale 
Grocery Company, a large wholesale grocery chain primarily owned by 
Mr. Kay Kimball, a substantial stockholder and member of defendant’s 
board of directors. Both parties operate in overlapping trade areas and 
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do business with farm as well as town and city purchasers. While it is 
not necessary to prove actual confusion in a case of this type in order to 
obtain relief, plaintiff did produce some evidence of actual confusion, 
which is strongly persuasive that there is a probability and likelihood 
that the continued use of the name SAVE way by the defendant will result 
in further confusion and deceit of the general public so that many people 
might reasonably conclude that defendant’s business is in some way con- 
nected with that of plaintiff or sponsored by plaintiff. 

With an abundance of names to select from, there is no reason why 
the defendant should be permitted to simulate the plaintiff’s trade name. 
Any doubt as to possible confusion should be resolved on behalf of plaintiff, 
and it should not be forced to run the risk of having its good name tar- 
nished or diluted by one who could have easily avoided such controversy 
by selecting another name. 

It is concluded that plaintiff is entitled to judgment enjoining the 
defendant from registering the name sAVE Way and the design utilizing 
such name in the U.S. Patent Office as a trademark or trade name for 
poultry and livestock feed, and further enjoining the defendant, its officers, 
agents, and employees from using, advertising, or attempting to use the 
name SAVE WAY, or any similar name or designation, and from using any 
other name or designation similar to the word sareway in the conduct 
of its business. 
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THE HOPE CHEST COMPANY, INC. v. BRIDE'S HOPE CHEST 
DIAMOND COMPANY 


Trademark Trial and Appeal Board — March 29, 1960 —125 USPQ 77 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
HOPE CHEST (Petitioner) for diamonds. 
BRIDE’S HOPE CHEST (Respondent) for diamonds, diamond rings, and mountings. 
HOPE CHEST so resembles BRIDE’S HOPE CHEST that, when applied to the identical 
and closely related goods, confusion, mistake or deception of purchasers is likely. 
300.8383d—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
PLEADING AND PRACTICE—EVIDENCE 
One who asserts abandonment in a cancellation proceeding must prove it. Merely 
raising doubt as to whether or not respondent is actively engaged 


sufficient. 


in business is not 


Cancellation proceeding No. 7,195 by The Hope Chest Company, Inc. 
v. Bride’s Hope Chest Diamond Company, Registration No. 553,987, issued ; 


January 22, 1952. Petition dismissed. 


Braddock & Braddock, of Minneapolis, Minnesota, for The Hope Chest 

Company, Ine. 

Clarence A. O’Brien & Harvey B. Jacobson, of Washington, D.C., for 

Bride’s Hope Chest Diamond Company. 

Before LEACH, WALDSTREICHER, and SHRYOCK, Members. 

WALDSTREICHER, Member. 

A petition has been filed to cancel registration of BRIDES HOPE CHEST 
for diamonds, diamond rings and mounting for diamonds issued to Bride’s 
Hope Chest Diamond Company.! 

Petitioner is The Hope Chest Company, Inc., which alleges use of 
HOPE CHEST as a trademark for diamonds. As grounds for cancellation, it 
is asserted that the registered mark has been abandoned. 

Petitioner’s record shows that it and its predecessor have, since Feb- 
ruary 7, 1958, used HOPE CHEST as a trademark for diamond rings. 

There can be no doubt that HOPE CHEST so resembles BRIDES HOPE CHEST 
that, when applied to identical and otherwise closely related goods, con- 
fusion or mistake or deception of purchasers is likely. The sole issue is 
whether or not respondent’s mark has been abandoned. 

In an effort to show abandonment, petitioner offered the testimony of Z 
four witnesses. 

Petitioner’s president and general office manager testified that they 
had never seen or heard of the mark BRIDES HOPE CHEST or had any contact 
with anyone who knew thereof. It does not appear that these witnesses 
are familiar with every seller of diamond rings or every mark used in 








1. Reg. No. 608,531, issued Jan. 22, 1952, Sec. 8 affidavit accepted, Sec. 15 affidavit 
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connection with such goods. Such testimony can evidence only that peti- 
tioner was unaware of respondent’s use of BRIDES HOPE CHEST. 

A law clerk, employed by petitioner’s counsel, was directed on or 
about January 28, 1958 to make an investigation of respondent. He 
checked the credit rating of respondent and ordered a report. This witness 
testified that the report indicated that the business of respondent “was 
not as yet under way.” This is mere hearsay. 

This witness further testified that he checked “The Directory of Ohio 
Manufacturers’, dated 1958; “The Jewelers Buyer’s Guide for 1958”; “The 
Jeweler’s Handbook”, dated 1957; and the directory entitled “About Gems 
and Jewelers”, dated 1956-1957, and could find no listing of Bride’s Hope 
Chest Diamond Company or any reference to the mark BRIDE HOPE CHEST 
in any of these directories. He also checked the Dun and Bradstreet 
reference book for March, 1959 and testified that respondent was not listed 
therein. This witness also testified that on April 20, 1959, the same day 
his testimony was taken, he attempted to place a long distance call to 
respondent and was told that no such company was listed in the telephone 
directory. This witness then gave the address of respondent as disclosed 
in the registration and was told that the Jeffery Jewelry Company was 
located at that address. He made the phone call and was told that “this 
was the Jeffery Jewelry Company.” This witness inquired as to what 
kind of diamonds were being sold and the reply was “We sell HOPE CHEST, 
KEEPSAKE and FEATURE LOCK.” 

Another witness examined telephone directories, but found no listing 
for Bride’s Hope Chest Diamond Company or the name of any partner of 
respondent firm other than Hugh H. Fiske. This witness visited the Jeffery 
Jewelry Company’s store, operated by Hugh H. Fiske, and asked the 
clerk “if any of the diamonds were sold under brand names?” The clerk 
assertedly answered “They were not.” This statement is hearsay. This 
witness also testified that he did not see any evidence of diamonds dis- 
played in connection with the trademark BRIDES HOPE CHEST. The fact that 
this witness did not see that diamond rings were being offered for sale 
under respondent’s mark in that jewelry store does not evidence that they 
were not being sold anywhere. 

It appears that the Jeffery Jewelry Company is operated by Hugh 
H. Fiske, who is identified in respondent’s registration as a member of 
respondent firm. The whereabouts of Hugh H. Fiske was known to peti- 
tioner and in fact Hugh H. Fiske represented the respondent at the taking 
of the depositions of petitioner’s witnesses and cross-examined the witness. 
Notwithstanding the availability of Hugh H. Fiske, no effort was ap- 
parently made to take his testimony. 

Considering the evidence presented by petitioner, the most that can 
be said is that some of the circumstances disclosed thereby creates a doubt 
as to whether or not respondent is actively engaged in business. The tes- 
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timony of petitioner’s witness to the effect that he was told “We sell HOPE 
CHEST” by a clerk of the Jeffery Jewelry Company, considering the obvious 
relationship between that company and respondent, refutes any inference 
of abandonment of BRIDES HOPE CHEST by respondent. One who asserts 
abandonment must prove it as a fact. This the petitioner has failed to do. 


DECISION 


The petition for cancellation is dismissed. 





IN RE MISS GEORGIA DAIRIES, INC. 
Trademark Trial and Appeal Board — March 29, 1960 — 125 USPQ 77 


200.17—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
DESCRIPTIVE AND GENERIC MARKS 
Applicant’s mark is MISS GEORGIA for buttermilk, and the term REAL CHURNED 
as used by applicant apart therefrom merely as part of the descriptive name of its 
goods, is not registrable. 


Application for trademark registration by Miss Georgia Dairies, Inc., 
Serial No. 46,342, filed February 21, 1958. Applicant appeals from decision 
of Examiner of Trademark refusing registration. Affirmed. 

Kimmel & Crowell, of Washington, D.C., for applicant. 
Before LEacH, LEFKOWITZ, and SHrRyYOcK, Members. 

SurRyock, Member. 

An application has been filed to register MISS GEORGIA REAL CHURNED 
for buttermilk, use since February 12, 1958 being asserted. 

Applicant owns Reg. No. 647,931 for Miss GEoraia for various dairy 
products, including buttermilk. 

Registration has been refused on the ground that the notation REAL 
CHURNED is a merely descriptive term which is not being used as an integral 
part of the composite mark sought to be registered and should therefore 
be removed from the drawing. 

Applicant has appealed. 

The specimens submitted with the application are cardboard quart 
containers showing the mark MISs GEORGIA displayed in the approximate 
center of the carton and below a representation of a little girl carrying 
a bottle of milk. The term REAL CHURNED appears numerous times on the 
container, but in each instance is used as part of the expression REAL 
CHURNED BUTTERMILK displayed separate and apart from the mark MIss 
GEORGIA. At the bottom of the container appears the wording “Made by 
Real Churning of Fresh Butter”. 





1. Issued July 2, 1957. 
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It is clear that applicant’s mark is MISS GEORGIA, and that the term 
REAL CHURNED is used by applicant apart therefrom merely as part of the 
descriptive name for its goods. 


DECISION 


The decision of the Examiner of Trademarks refusing registration on 
the application as presented is affirmed. 





CELANESE CORPORATION OF AMERICA v. JERSEY CITY 
FOAM PRODUCTS CO. 


Trademark Trial and Appeal Board —March 29, 1960— 125 USPQ 82 


300.23d—REGISTRATION PROCEDURE (INTER PARTES)—PLEADING AND 
PRACTICE—EVIDENCE 
Whether opposer may be the owner of a “family” of trademarks depends upon 
whether or not opposer’s marks have achieved recognition as such in consequence of 
their nature and the manner in which they may have been commercially promoted. 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
CELLEX (Applicant) for cushions. 
CELANESE (Opposer) for threads, fabrics, and staple fibers made wholly or principally 
of cellulose derivatives. 
CELAFIL (Opposer) for yarns and for piece goods made wholly or partially of cellulose 
derivatives. 
CELASPUN (Opposer) for piece goods made of cellulose derivatives and for yarns. 
CELALLURE (Opposer) for piece goods made of cellulose derivatives. 
CELSHEER (Opposer) for cellulose derivative fabrics. 
CELACLOUD (Opposer) as a trademark for synthetic fibers, yarns, and fabrics. 
Opposition dismissed. Applicant’s mark does not look or sound like opposer’s 
marks, and it otherwise differs sufficiently from each of opposer’s marks to avoid 
any likelihood of such confusion. 
400.4—CONFUSING SIMILARITY—CLASS OF GOODS 
CELLEX (Applicant) for cushions. 
CELANEXx (Opposer) for yarns. 
CELAFAILLE (Opposer) for fabrics made of cellulose derivatives. 
CELALOOM (Opposer) for piece goods made of cellulose acetate type yarns alone and in 
admixture with cotton, wool, silk, or rayon. 
CELASPUN (Opposer) for piece goods made of cellulose derivatives and for yarns. 
CELAIRE (Opposer) for staple fibers and piece goods made of cellulose derivatives. 
Opposition dismissed. Purchasers would not be likely to associate applicant’s 
products with those of opposers. 


Opposition proceeding No. 38,277 by Celanese Corporation of America 
v. Jersey City Foam Products Co., application, Serial No. 46,737, filed 
February 27, 1958. Opposition dismissed. 
Felix Klass and Abner Sheffer, of New York, N.Y., for Celanese Corpora- 
tion of America. 
Norman N. Popper, of Newark, New Jersey, for Jersey City Foam Products 


Co. 
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Before LEACH, WALDSTREICHER, and LEFKOWITZ, Members. 


LEFKOWITZ, Member. 

An application has been filed by Jersey City Foam Products Co., to 
register CELLEX for cushions, use since November 19, 1957 being asserted. 

Registration has been opposed by Celanese Corporation of America, 
registrant of CELANESE for threads, fabrics, and staple fibers made wholly 
or principally of cellulose derivatives,t CELAFIL for yarns* and for piece 
goods made wholly or partially of cellulose derivatives,* CELANEX for yarns,* 
CELAPERM for yarns’ and for textile fabrics made of synthetic fiber alone 
or in admixture with cotton, wool, or silk,® CELAIRE for staple fibers and 
piece goods made of cellulose derivatives,’ CELALLURE for piece goods made 
of cellulose derivatives,* CELAFAILLE for fabrics made of cellulose deriva- 
tives,° CELALOOM for piece goods made of cellulose acetate type yarns alone 
and in admixture with cotton, wool, silk, or rayon,’® CELASPUN for piece 
goods made of cellulose derivatives’! and for yarns,’* and CELSHEER for 
cellulose derivative fabrics.‘* Opposer has also alleged prior use of 
CELACLOUD as a trademark for synthetic fibers, yarns, and fabrics. 

The record consists of the pleadings, applicant’s application, and 
copies of registrations issued to opposer for marks containing CEL as a 
portion thereof and copies of opposer’s advertising material made of record 
under Rule 2.123(c).** 

The record shows that opposer has advertised in nationally distributed 
consumer publications and trade journals various acetate and rayon prod- 
ucts of its manufacture under specific product trademarks in association 
with its principal trademark CELANESE. The purpose of these advertise- 
ments is to advise converters and producers of finished products of the 
advantages of using opposer’s fibers and fabrics in the manufacture of 
their products and to inform the general purchasing public as to the 
excellence of opposer’s products and of finished articles made therefrom. 
The advertisements in some instances identify the manufacturers of prod- 





1. Reg. No. 178,422, issued Jan. 8, 1924 to a predecessor, and renewed by opposer; 
Reg. No. 179,796, issued Feb. 19, 1924 to a predecessor, and renewed by opposer; Reg. 
No. 385,189, issued Feb. 18, 1941. 

2. Reg. No. 337,158, issued July 28, 1936; renewed. 

Reg. No. 373,405, issued Dec. 5, 1939; renewed. 

Reg. No. 604,307, issued Apr. 5, 1955. 

Reg. No. 576,434, issued June 23, 1953. 

Reg. No. 588,395, issued Apr. 13, 1954. 

. Reg. No. 402,094, issued June 29, 1943 and Reg. No. 354,134, issued Feb. 1, 
1938; renewed. 

8. Reg. No. 365,130, issued Feb. 21, 1939; renewed. 

9. Reg. No. 287,583, issued Sept. 29, 1931; renewed. 

10. Reg. No. 436,564, issued Feb. 10, 1948. 

11. Reg. No. 319,199, issued Nov. 20, 1934; renewed. 

12. Reg. No. 341,088, issued Dec. 1, 1936; renewed. 

13. Reg. No. 284,872, issued July 7, 1931; renewed. 

14. Opposer’s registrations for marks not pleaded in the notice of opposition and 
the advertising material pertaining to goods sold under these marks will not be con- 
sidered herein. See: The Scholl Mfg. Co., Inc. v. Simon, doing business as Aid-Oil 
Drugs, 81 USPQ 126 (39 TMR 313) (CCPA, 1949). 
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ucts made of opposer’s fibers and fabrics. Opposer’s acetate and rayon 
products have been promoted for various commercial uses, such as, CELAIRE 
fibers for use in the manufacture of rugs, carpets, drapes, curtains and 
upholstered furniture, clothing, and sportswear; CELALLURE fabrics for 
use in the manufacture of bedroom ensembles including coverlets, dust 
ruffles, draperies, and curtains; CELSHEER fibers for use in the manufacture 
of draperies ; CELAFIL yarns and and piece goods for use in the manufacture 
of comforters and pillows; and CELACLOUD fibers for use in the manufac- 
ture of pillows, comforters, mattresses, blankets, upholstered furniture, 
and clothing. 

There is no question but that opposer is the prior user with respect 
to all of its pleaded marks. The only question requiring determination 
is that of likelihood of confusion. 

It is in effect, opposer’s contention that because of its use of the 
notation CEL as a portion of each of its marks for rayon and acetate yarn, 
fibers, and/or fabrics, it is the owner of a “family” of marks characterized 
by said term; and that since some of its products are suitable for use in 
the manufacture of cushions, purchasers of applicant’s CELLEX cushions 
would be likely to assume that applicant’s product originated with or is 
in some way connected with opposer. The question whether opposer may 
be the owner of a “family” of trademarks depends upon whether or not 
opposer’s marks have achieved recognition as such in consequence of their 
nature and the manner in which they may have been commercially pro- 
moted. See: The Borden Company v. Lauritzen & Company, Inc., 99 USPQ 
216 (44 TMR 319) (Comr., 1953); and In re Filler Products, Inc., 121 
USPQ 231 (TT&A Bd., 1959). There is nothing in the record in the 
instant case which would indicate public or trade recognition of the ex- 
istence of a “family” of marks owned by opposer identified by the term 
CEL; and no such inference can be made from opposer’s advertising material. 

The question of likelihood of confusion turns therefore on whether or 
not applicant’s mark CELLEX for cushions so resembles any of opposer’s 
pleaded marks, as to be likely, to cause confusion in trade. 

Considering first opposer’s marks CELANEX, CELAFAILLE, CELALOOM, and 
CELASPUN, there is no reference in opposer’s advertising material to any 
goods of opposer offered for sale under these marks; and while fabrics, 
yarns, and piece goods of the character identified in the registrations for 
these marks may be employed for innumerable purposes, it cannot be as- 
sumed in the absence of proofs in this regard that such goods and ap- 
plicant’s cushions are commercially related in any manner calculated to 
give rise to a likelihood of confusion in trade. See: Goodall-Sanford, Inc. 
v. The Landers Corporation, 89 USPQ 69 (41 TMR 410) (CCPA, 1951) ; 
Sanford Ink Company v. Stevens, 102 USPQ 454 (45 TMR 337) (Comr., 
1954) ; and Duron Paint Manufacturing Company, Inc. v. Pittsburgh Plate 
Glass Company, 123 USPQ 231 (50 TMR 287) (TT&A Bd., 1959). 
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As to opposer’s mark CELAIRE, while opposer has made this mark known 
to the general public in connection with rugs and carpets through its con- 
sumer advertising, purchasers would not be likely to associate rugs and 
carpets with cushions and to assume that applicant’s cushions are made 
from carpet and rug fibers and yarns or that they are in some way asso- 
ciated with the producer of such yarns and fibers. 

Turning to opposer’s remaining pleaded trademarks, CELANESE, CELAFIL, 
CELASPUN, CELALLURE, CELSHEER and CELACLOUD, the record shows that op- 
poser has made known to the general public that its rayon and acetate 
fibers, yarns and/or fabrics sold thereunder are suitable for use in the 
manufacture of such products as draperies, curtains, pillows, bedding, and 
the like. Under these circumstances, the purchasing public might well 
assume an association between opposer’s yarns, fibers, and fabrics and 
applicant’s cushions if sold under similar marks. Applicant’s mark 
CELLEX, however, does not look or sound like CELANESE, CELAFIL, CELASPUN, 
CELALLURE, CELSHEER or CELACLOUD, and it otherwise differs sufficiently 
from each of opposer’s marks to avoid any likelihood of such confusion. 


DECISION 


The opposition is dismissed. 








PART Ili 


HOTEL SHERMAN, INC. v. HARLOW et al. 


No. 187-59-K —D. C., S. D. Calif., Central Div.— Sept. 14, 1960 
— 127 USPQ 40 


500.76e-—COURTS—PLEADING AND PRACTICE—DEFENSES—LACHES 
AND ACQUIESCENCE 


Defendants alleged plaintiff was “estopped” from asserting its rights 
in name PUMP ROOM because of delay of four years and four months be- 
tween time plaintiff first asserted rights and filed complaint. Defendants, 
during this time, expended considerable money renovating their premises. 
Court held plaintiff did nothing to mislead defendants therefore there 
could not be “an estoppel in pais,” and “an estoppel by laches” did not 
exist because plaintiff’s delay was excusable, viz; awaiting results of the 
Orsatti case. 
500.17—COURTS—BASIS OF RELIEF—CONCURRENT USE 
500.32a—COURTS—BASIS OF RELIEF—NAMES—IN GENERAL 


500.58—COURTS—SCOPE OF RELIEF—INJUNCTION 

The Court found that fame of plaintiff’s use of PUMP ROOM had not 
pervaded San Fernando Valley area prior to 1951 and that defendants’ 
fame, based on use in that area since 1945, had not extended beyond the 
San Fernando Valley; and held on plaintiff’s complaint defendants shall 
be enjoined from using PUMP ROOM beyond a radius of four miles from 
13003 Ventura Boulevard, Los Angeles County, on defendants’ counter- 
claim plaintiff shall be enjoined from using name PUMP ROOM within a 
four-mile radius from 13003 Ventura Boulevard. 


SCARVES BY VERA, INC. v. AMERICAN HANDBAGS, INC. 


60 Civ. 2098—D. C., S. D. N. Y.— Sept. 14, 1960 — 
127 USPQ 47 


500.46a—COURTS—BASIS OF RELIEF—TRADEMARK USE—IN GENERAL 
500.58a—COURTS—SCOPE OF RELIEF—INJUNCTION—PRELIMINARY 
INJUNCTION 

Where defendant purchased plaintiff’s towels and used them in manu- 
facture of handbags, Court held, on plaintiff’s motion for preliminary 
injunction, that although it did not have power to enjoin defendant from 
removing plaintiff’s copyright notice from towels, defendant was enjoined 
from using plaintiff’s towels bearing trademarks vERA and Scarab or Lady- 
bug unless defendant sewed a label into handbags stating that “The design 
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on the cover of this handbag is the copyrighted design of Scarves by Vera, 
Ine. which is in no way connected with American Handbags, Inc., manu- 
facturer of this handbag.” 


INDEPENDENT NEWS CO., INC., et al. v. WILLIAMS 
D. C., E. D. Pa. —June 28, 1960— 126 USPQ 181 


500.46a—COURTS—BASIS OF RELIEF—TRADEMARK USE—IN GENERAL 

Plaintiffs owned trademarks covering various titles and characters 
appearing in its comic books. Defendant sold plaintiffs’ comics without 
covers. On motion for preliminary injunction against defendant for trade- 
mark infringement and unfair competition, the Court held plaintiffs’ 
trademarks did not prevent the sale by defendant of plaintiffs’ comics 
originally published bearing plaintiffs’ trademarks either with or without 
covers. 
500.58a—COURTS—BASIS OF RELIEF—INJUNCTION—PRELIMINARY 

INJUNCTION 

In denying plaintiff's motion for preliminary injunction against de- 
fendant’s sale of plaintiff’s comics without covers, the Court held that 
even if it was convinced that defendant was competing unfairly with 
plaintiff its inquiry could not end there. The Court must balance the 
equities between the parties and consider the public interest before exer- 
cising its discretion in granting or withholding the injunction. 


WESTBURY MEDICAL BUILDING, INC. v. SYMONS 
N. Y. Sup. Ct., Nassau Co. — July 11, 1960 — 126 USPQ 214 


800.61—OTHER STATUTES—STATE STATUTES—IN GENERAL 

Proceeding under Section 964 of New York Penal Law to summarily 
enjoin use of name WESTBURY MEDICAL CENTER. Application denied without 
prejudice to institution of an action at equity. The Court held in pro- 
ceedings under Section 964 of N. Y. Penal Law there must be shown on 
the part of respondent an intention to deceive so that he is in effect 
attempting to palm himself or his business off on the public as something 
he is not. Although such intention can be presumed, the Court found 
there was a genuine issue of fact as to priority of use of trade name 
WESTBURY MEDICAL CENTER. 
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SPRING STEELS, INC. v. MOLLOY et al. 
Pa. Sup. Ct., E. D. — June 29, 1960— 126 USPQ 214 


500.45—COURTS—BASIS OF RELIEF—TRADE SECRETS 

On appeal by plaintiff, decree dismissing complaint was affirmed. 

Although customer lists based on highly confidential information may 
be held a “trade secret” entitled to protection, the Court found that the 
“eustomer list” used by former employee of plaintiff had been prepared 
over years of past employment in the field and information obtained 
from trade journals and telephone directories; thus could not be con- 
sidered a confidential “customer list.”” Nor was the fact that new company 
(which employed former employee of plaintiff) had acquired some of 
plaintiff’s former customers contrary to law. The Court held the record 
did not reveal that defendants had violated any property right of plaintiff. 
500.32b—COURTS—BASIS OF RELIEF—NAMES—CORPORATE AND 

TRADE NAMES 

The Court held that INDUSTRIAL SPRING STEEL, INC., a trade name of 
company formed by former employee of plaintiff, did not constitute unfair 
competition with plaintiff’s trade name SPRING STEELS, INC. 


BENJAMIN MOORE & CO. v. LASTING PRODUCTS COMPANY 
Tm. Bd. — July 11, 1960 —126 USPQ 207 


300.23—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE 


Opposer during time for its rebuttal took testimony of use of trade- 
mark PAINT MASTER by its wholly owned subsidiary. The Board, on objec- 
tion of applicant, held (footnote 1) that testimony would not be considered 
because it did not constitute proper matter for rebuttal and should have 
been introduced during opposer’s testimony in chief. 


300.23d—-REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—EVIDENCE 
Opposer presented into evidence excerpts listing MASTER PAINTERS, 
PAINTMASTER and PAINTMASTERS from 1957 Edition of Trade-Mark Dji- 
rectory of the National Paint, Varnish and Lacquer Association, Ine. to 
show the applicant’s mark PAINTMASTER was descriptive of paint products. 
The Board held the 1957 Trade-Mark Directory unmistakably indicated 
that the terms listed therein were purportedly trademarks and could not 
be construed as evidence of descriptive use by the trade of terms so listed. 
200.65—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—NON DESCRIPTIVE MARKS 
The Board held that PAINTMASTER (PAINT MASTERS) was not merely 
descriptive of paint products. 
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400.3,—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 

Opposition dismissed. Opposer alleged that members of paint industry 
used designation PAINTMASTER to describe their products and therefore 
registration of PAINT MASTERS to applicant for paints would prevent the 
use of the term in sale of paint products by others. Opposer, also main- 
tained that MASTER PAINTER refers to master or professional painters and 
was strikingly similar to PAINTMASTER. The Board held that the terms 
MASTER PAINTER and PAINTMASTER were not synonymous and opposer failed 
otherwise to demonstrate that PAINTMASTER was merely descriptive of paint 
products. 


CARDINAL ENGINEERING CORPORATION v. CHAMPION 
MANUFACTURING COMPANY 


Tm. Bd. — July 11, 1960 — 126 USPQ 208 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
HYDRA-MATIC (Applicant) for masonry saws. 


WORKMASTER (Opposer) for masonry saws. 


The Board held that HyDRA-mMaTic did not resemble WORKMASTER in 
any manner calculated to cause confusion. 


300.23a—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—NOTICE 


300.24—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
DISMISSAL 

Oppvsition dismissed. Opposer alleged that applicant’s goods were 
hydraulically-operated masonry saws and that the mark HYDRA-MATIC was 
merely descriptive of such goods. Applicant’s motion to dismiss was granted 
where opposer did not allege that it was engaged in the manufacture 
and/or sale of the same or like goods. To challenge applicant’s right of 
registration on the ground of descriptiveness on mere conjectural future 
expansion of opposer’s business to include a product like applicant’s 
was held insufficient to support a claim of present damage. 
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ALAMAC KNITTING MILLS, INC. v. THE JAMES TEXTILE CORP. 
Tm. Bd. — July 11, 1960 — 126 USPQ 209 


200.72—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER 
PARTES)—SUGGESTIVE MARKS 

400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 

PERMA-TEE (Applicant) for fabric treated for shrinkage control. 


PERMA-THAL (Opposer) for shrink proof and color fast washable knitted 
fabrics. 


Opposition dismissed. The Board found that term PERMA possessed a 
highly suggestive connotation of durability frequently adopted as a com- 
ponent for trademarks for wearing apparel and held confusion between 
PERMA-TEE and PERMA-THAL was not likely to occur. 


IN RE AERO DESIGN AND ENGINEERING COMPANY 
Tm. Bd. — July 11, 1960 —126 USPQ 210 


100.31—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES)— 
ACT OF 1946—SEC. 1 


100.75—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES)— 
ACT OF 1946—SEC. 45 


200.36—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
TRADEMARK USE 

Refusal of registration overruled and registration granted. Applicant 
sold aircraft on so-called “fly-away” basis. There was no actual shipment 
by applicant. Instead, the purchaser travels to applicant’s place of business 
and flies away with purchased aircraft. The Board found that Congress 
under the Federal Aviation Act of 1958 provided for stringent regulation 
of sale and manufacture of aircraft, whether it be interstate or intrastate, 
and held applicant’s use of mark sought to be registered constituted use 
in commerce within the meaning of the Trademark Act of 1946. 


WINCHARGER CORPORATION v. WIANCKO ENGINEERING COMPANY 
Tm. Bd. — July 11, 1960 — 126 USPQ 211 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 

WIANCKO (Applicant) for oscillator units, automatic frequency stand- 
ardizing units, electronic range and balance control units, electrical filter 
units, ete. 


winco (Opposer) for electrical dynamotors, generators, converters, and 
motors; wind-driven and engine-driven power electric current generator 
apparatus, etc. 
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Opposition dismissed. The Board considered the nature of and char- 
acter of the goods of the parties and the fact that they were ordinarily 
purchased with care by technically trained and informed people; and 
held wINco and WIANCKO were sufficiently different to obviate any likeli- 
hood of confusion. 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 


The Board held that although the fact that the goods of the parties 
may be classified as electronic and electrical equipment, sold to the same 
purchasers and advertised in the same publications was a matter to be con- 
sidered in determining whether or not purchasers would be likely to assume 
that such products emanate from the same source but held that these factors 
were not controlling thereon. The Board found that the goods of the 
parties were distinctly different and intended for unrelated uses. 


CHEMEX CORPORATION v. RIGIDIZED METALS CORPORATION 
Tm. Bd. — July 11, 1960— 126 USPQ 213 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 
BEAUTILITY (Applicant) for ferrous and non-ferrous metal sheets. 


BEAUTILITY (Opposer) in advertising CHEMEX coffeemakers. 


Opposition dismissed. The Board held BEauTiLITy for embossed metal 
sheets used in fabrication of buildings, aircraft, truck bodies, store counters, 
ete. was not likely to be confused with BEAUTILITY used in advertising 
CHEMEX coffeemakers. 


A. G. SPALDING & BROS., INC. v. ROLLER DERBY SKATE CORP. 
Tm. Bd. — Sept. 16, 1960 —127 USPQ 62 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


400.4—_CONFUSING SIMILARITY—CLASS OF GOODS 

AERFLYTE and design (Applicant) for ice skates and shoes attached to ice 
skates, ice skate guards, roller skates and shoes attached to roller skates, 
and bowling, baseball and football shoes. 


AIR-FLITE (Opposer) for rackets, golf balls, badminton rackets, tennis 
rackets, squash rackets, golf clubs, basketballs, volley balls, footballs, 
soccer balls, table tennis bats and table tennis balls. 


Opposition sustained. The Board found that, although the goods of 
parties were different, they comprised items of sporting goods and equip- 
ment sold through same trade channels; and held AERFLYTE on skates and 
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athletic shoes was likely to cause confusion with prior use of AIR-FLITE 
on a variety of sporting goods, particularly, since opposer did sell bowling, 
football and baseball shoes. 


IN RE AMERICAN MAP COMPANY, INC. 
Tm. Bd. — Sept. 16, 1960 — 127 USPQ 63 


200.17—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
DESCRIPTIVE AND GENERIC MARKS 
Registration refused. COLORPRINT was held highly descriptive of maps 
and atlases printed in color. 
200.36a—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
TRADEMARK USE—IN GENERAL 
The mere fact that others in the trade did not use the designation 
COLORPRINT in connection with maps or atlases was held not conclusive 
that the general public recognized this designation as an indication of 
origin of applicant’s maps. Applicant was found to have used COLORPRINT 
in various ways (Colorprint Maps of the U. S.; American Master Map 
Colorprint ; Colorprint Map of the World; U. S. Colorprint ete.) and the 
Board was unable to ascertain whether COLORPRINT was used as a trade- 
mark or to describe maps printed in color. 
200.91—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE 
(EX PARTE)—EVIDENCE 
Affidavits from three dealers of applicant’s maps and atlases to the 
effect that they recognize the notation COLORPRINT as indicating origin in 
applicant, and that purchasers asked for applicant’s map by the term 
COLORPRINT MAPS, were held not persuasive and insufficient to show pur- 
chase recognition of COLORPRINT as a trademark. 


GENERAL MILLS, INC. v. BOWMAN DAIRY COMPANY 
Tm. Bd. — Sept. 16, 1960-—127 USPQ 65 
200.72—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—SUGGESTIVE MARKS 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
PRO-TEN (Applicant) for a high-protein compound. 


PRO (Opposer) for wheat flour and gum gluten used in food products and 
use of Pro-80 and PRO-75 representing percentage of protein in opposer’s 
product. 


Opposition sustained. The Board found that marks in issue include 
the term pro which used in connection with an additive protein compound 
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would suggest the term protein. Nevertheless, the Board held applicant’s 
use of PRO-TEN, in view of opposer’s use of the mark pro followed by a 
hyphen and a numerical 80 or 75, depending upon percentage content of 
protein, would be likely to lead purchasers to assume that applicant’s 
PRO-TEN high protein compound was an additional product in opposer’s line 
of PRO products. 


LANOLIN PLUS, INC. v. PHARMACO, INC. 
Tm. Bd. — Sept. 16, 1960 — 127 USPQ 66 


300.23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—EVIDENCE 


Opposer introduced, in support of its contention of likelihood of con- 
fusion, two misdirected invoices for applicant’s products. The Board held 
that these two invoices together with vague and indefinite testimony re- 
garding occasional errors in returning applicant’s products to opposer 
insufficient to establish actual or likelihood of confusion in the trade. 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
REGUTOL (Applicant) for a preparation for treatment of constipation. 


RYBUTOL (Opposer) for a vitamin and mineral preparation. 


Opposition dismissed. The Board found that products of both parties 
were proprietary pharmaceutical preparations sold without prescription 
to the same class of purchasers but intended for radically different uses, 
and held the marks RYBUTOL and REGUTOL were distinguishable in both 
sound and appearance. REGUTOL suggests “regularity,” a suggestion or 
connotation which RYBUTOL does not have. 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 

Although the goods were pharmaceutical preparations sold without 
prescription, a vitamin and mineral preparation was held radically dif- 
ferent from a fecal softener to control and prevent constipation. 


300.23e—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—DEFENSES 


100.49—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES)— 
ACT OF 1946—SEC. 19 

The Board followed holding of CCPA in Salem v. Miami, 47 TMR 
1267, and held that equitable defense of acquiescence, laches and estoppel 
are inapplicable in an opposition proceeding, where the opposer had no 
previous opportunity to oppose an application to register. Since this was 
the first opportunity for opposer to object applicant’s right to registration, 
the equitable defense of estoppel was inapplicable. Opposition was dis- 
missed on other grounds. 
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IN RE SCHULEIN 
Tm. Bd. — Oct. 6, 1960 — 127 USPQ 133 


200.11—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
IN GENERAL 


CHECK SPOT (Applicant) for temperature indicator for frozen foods. 


Registration granted. While term may be informational in character, 
it does not necessarily follow that it is therefore incapable of identifying 
applicant’s goods. Applicant’s submissions by affidavits and otherwise 
show promotion of the term as a trademark and apparent recognition as 
such by purchasers. 


SAKRETE, INC. v. SLAG PROCESSORS, INC. 
Tm. Bd.— Oct. 1960 —127 USPQ 134 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

SLAGCRETE (Applicant) for dry mixed concrete material. 

SAKRETE (Opposer) for sacks of concrete; mixtures of cement, sand, and 
aggregate; cement and sand; and cement, sand and mortar. 


Opposition dismissed. The suffixes CRETE and KRETE are highly 


suggestive of concrete or any concrete product. The marks otherwise are 
distinguishable in sound and appearance and create different commercial 
impressions, and confusion is not likely to occur. 
300.23da—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—EVIDENCE 
Third party registrations are admissible in evidence to show that a 
prefix or suffix of a mark is either descriptive or suggestive. 


IN RE ARMCO STEEL CORPORATION 
Tm. Bd. — Oct. 1960 — 127 USPQ 135 


200.23—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
SECONDARY MEANING MARKS 
17-4PH and 17-7pPH (Applicant) for stainless steel, claimed to have be- 
come distinctive through use since 1948. 


Refusal of registration affirmed. It does not necessarily follow that 
a term cannot also perform a trademark function, merely because it serves 
as a grade designation; but applicant’s evidence (including 51 affidavits 
or statements from competitors, buyers, and editors of trade publications) 
is insufficient to show that these designations have acquired meanings other 
than as grade designations. 
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AMERICAN LITHOFOLD CORPORATION v. ORMIG 
ORGANISATIONSMITTEL G.m.b.H. 


Tm. Bd. — Oct. 6, 1960-— 127 USPQ 137 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 

LITHOSET (Applicant) for metal lithographic foils. 

LITHOSET (Opposer) for form sets composed of printed sheets with inter- 
vening transfer material. 


Opposition sustained. Applicant’s goods are intended for use in a 
duplicating machine for production of multiple copies, and this is one 
of the purposes for which opposer’s manifold forms are utilized. Con- 
sidering the close relationship of the products and the identity of the 
marks, confusion is more than likely to occur. 


LEVER BROTHERS COMPANY v. TEXIZE CHEMICALS, INC. 
Tm. Bd. — Oct. 6, 1960 — 127 USPQ 138 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 

LOVE (Applicant) for liquid detergent for dishwashing and laundry use. 

DOVE (Opposer) for washing powders, and detergents in bar form for toilet 
use. 


Opposition sustained. The goods are closely related products which 
would ordinarily be sold through the same chanels of trade and under 
the same conditions and circumstances to the same classes of purchasers. 
The difference in form is not significant since purchasers would likely 
assume that all such products under the same or similar marks originated 
from the same source. LOVE and DOVE have specifically different meanings 
but are both used as terms of endearment, and are quite similar in both 
sound and appearance, and confusion is likely. 


McKESSON & ROBBINS, INCORPORATED v. LEXICON PRODUCTS, INC. 
Tm. Bd. — Oct. 6, 1960 —127 USPQ 139 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 

surRE (Applicant) for a personal deodorant. 

SURIN (Opposer) for an antiseptic and soothing ointment for minor cuts, 
skin abrasions, scratches and simple burns, an analgesic ointment, and 
a general tonic and laxative. 


Opposition dismissed. Although ordinarily sold through the same 
channels of trade to the same class of purchasers, the respective products 
are distinctly different in character and intended for wholly unrelated 
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uses, and their sale under these marks would not be reasonably likely to 
cause purchaser confusion or mistake as to origin. 


IN RE FARMERS UNION GRAIN TERMINAL ASSOCIATION 
Tm. Bd. — Oct. 6, 1960 — 127 USPQ 141 


200.36—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
TRADEMARK USE 
ata (Applicant) for a periodical publication in magazine form. 


Registration granted. While specimens show «ata within a square 
design followed by the word DIGEST, @Ta is displayed in a manner dis- 
tinctly different, DiGEsT is but a name for this type of publication, and it 
is @TA alone which identifies applicant’s magazine and distinguishes it from 
similar publications of others. 
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STATEMENT REQUIRED BY THE ACT OF AUGUST 24, 1912, AS AMENDED BY 
THE ACTS OF MARCH 3, 1933, AND JULY 2, 1946 (Title 39, United 
States Code, Section 233) SHOWING THE OWNERSHIP, 
MANAGEMENT, AND CIRCULATION OF 


THE TRADEMARK REPORTER® published monthly, twelve issues, at New York, 
N. Y. for October 1, 1960. 


1. The names and addresses of the publisher, editor, managing editor, and business 
managers are: 
Publisher—The United States Trademark Association, 6 East 45th Street, New York 17, 


Editor—Arthur A. March, editor-in-chief, 100 East 42nd St., New York 17, N. Y. 
Managing editor—None. 
Business Manager—Dorothy Fey, 6 East 45th Street, New York 17, N. Y. 


2. The owner is: (If owned by a corporation, its name and address must be stated 
and also immediately thereunder the names and addresses of stockholders owning or 
holding 1 percent or more of total amount of stock. If not owned by a corporation, the 
names and addresses of the individual owners must be given. If owned by a partnership 
or other unincorporated firm, its name and address, as well as that of each individual 
member, must be given.) 

The United States Trademark Association, 6 East 45th Street, New York 17, N. Y. 
Dudley Browne, President, American Home Products Corp., 22 East 40th Street, New 

York 16, N. Y. 

Charles P. Bauer, Treasurer, Union Bag-Camp Paper Corporation, 233 Broadway, New 

York 7, N. ¥. 

Dorothy Fey, Executive Director, 6 East 45th Street, New York 17, N. Y. 


3. The known bondholders, mortgagees, and other security holders owning or hold- 
ing 1 percent or more of total amount of bonds, mortgages, or other securities are: 
(If there are none, so state.) None. 


4. Paragraphs 2 and 3 include, in cases where the stockholder or security holder 
appears upon the books of the company as trustee or in any other fiduciary relation, the 
name of the person or corporation for whom such trustee is acting; also the statements 
in the two paragraphs show the affiant’s full knowledge and belief as to the circumstances 
and conditions under which stockholders and security holders who do not appear upon 
the books of the company as trustees, hold stock and securities in a capacity other than 
that of a bona fide owner. 


5. The average number of copies of each issue of this publication sold or dis- 
tributed, through the mails or otherwise, to paid subscribers during the 12 months pre- 
ceding the date shown above was: (This information is required by the act of June 11, 
1960 to be included in all statements regardless of frequency of issue.) 950 


DOROTHY FEY 
Business Manager 


Sworn to and subscribed before me this 27th day of September, 1960. 


IRVING I. STEINHOLTZ 
Notary Public, State of New York 
No. 31-9175000 
Qualified in New York County 
(My commission expires March 30, 1962) 
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